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ACT:
Trade Marks Act, 1940, s. 21--Trade mark decei ptively
simlar-Wiether addition of word 'India distinguishes.

HEADNOTE

For the infringement of its registered trade mark " RUSTON'
by the respondent’s trade mark "RUSTAM', the appellant filed
a suit for permanent injunction. The  respondent ' pl eaded
that "RUSTAM' was not an infringenent of "RUSTON' and stated
that the words "RUSTAM I NDI A" were used. The trial ' court
dism ssed the suit holding that there was no visual or
phonetic simlarity between "RUSTON* and "RUSTAM'. The Hi gh
Court in appeal, held that there was deceptive resenblance
between the words "RUSTON' and "RUSTAM', but held that the
use of "RUSTAMINDI A" did not constitute an infringenent
because the appellant’s engines were. rmanufactured in
England and the respondent’s in India, and the suffix
"INDI A was sufficient warning that the engine sold was  not
the engine nmanufactured in England. Allowing the ~appeal
this Court,

HELD: In an action for infringenent when the defendant’s
trade mark is identical with the plaintiff’s mark, the court
will not enquire whether the infringement is such as is
likely to deceive or cause confusion. But where the alleged
infringement consists of using not the exact mark on the
Regi st er but sonething simlar to it, the test of
infringement is the sane as in an action for passing off.
In other words, the test as to the likelihood of confusion
or deception arising from simlarity of marks is the same
both in infringement and, passing off actions. [225 H|

In the present case the H gh Court found that there was
deceptive resenbl ance between the word "RUSTON' and the word
"RUSTAM' and therefore the use of the bare word "RUSTAM
constituted infringement of the appellant’s trade mark

"RUSTON". The respondent did not prefer an appeal against
the judgment of the Hi gh Court on this point and it was,
therefore, not open to himto challenge that finding. | f

the respondent’s trade mark was deceptively sinmlar to that
of the appellant the fact that the word "I ND A" was added to
the respondent’s trade nmark was of no consequence and the
appellant was entitled to succeed in its action f or
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i nfringenent of its trade mark. [226 B]
MIllington v. Fox, 3 W & Cr. 338 and Savillo Perfunery
June Perfect Ltd., 58 R P.C. 147 at 161, referred to.

JUDGVENT:
ClVIL APPELLATE JURI SDI CTI ON: 1966. Civil Appeal No. 1274 of
1966.

Appeal by special |leave fromthe judgment and decree
dat ed Novenmber 23, 1965 of the Allahabad Hi gh Court in First
Appeal No. 208 of 1958.

K. S. Shavaksha, R A Shah, 1. B. Dadachanji arid
Bhuvanesh Kumari, for the appellant.

223
S.K. Mehta, K L. Mehta and Sona Bhatiani for respondent.
The Judgrment of the Court was delivered by

Ramaswam , J.--This appeal i's brought by special |eave
from; the judgnment of the Allahabad H gh Court dated
NOverber '23,, 1965 in First Appeal No. 208 of 1958.

The appell ant is a limted liability conpany
i ncorporated under the English Conpanies Act wth its
regi stered of fice at Lincoln, England. It carries on
business in the manufacture and sale of diesel interna
conbustion engines/and their parts and accessori es. Rust on
Hornsby (India) Ltd., a conpany registered in India under
the Conpanies Act, 1956 is a subsidiary of -the appellant.
The respondent is '‘a firmcarrying  on business in the
manuf acture and sale of diesel internal conmbustion engines
and their parts. The appellant was a registered proprietor
of the registered trade mark Ruston being regi stration
No. 5120 in Class 7 in respect of ~internal conbustion
engi nes. Ruston and’ Hornsby (lndia) Ltd., is t he
regi stered wuser of the said trade mark and nanufactures in
India and sells in India internal conbustion. engines ' under

the trade mark "RUSTON'. Sonetime in June, 1955 the
appel | ant cane to. learn that the r espondent was
manuf act uri ng- and selling diesel internal conbusti on
engi nes under the trade mark "RUSTAM'. On July 8, 1955 the
appellant wote.. through its attorneys a letter “to the

respondent and called upon it to desist fromusing the trade
mark "RUSTAM on its. engines as it was an infringenent  of
the registered trade mark "RUSTON'. The defendant replied
that "RUSTAM' was not an infringenment of "RUSTON' as the
words "RUSTAM | NDI A" was used. On February 17, 1956 the
appel | ant instituted a suit praying for a per manent
injunction restraining the. respondent and its agent s’
from infringing the trade mark "RUSTON'. On January 3,
1958 the Additional District Judge, Meerut, dism ssed the
suit holding that there was no visual or phonetic sinmlarity
between "RUSTON' and "RUSTAM'. The appellant “took the
matter in appeal in the Allahabad Hi gh Court. By its
j udgment dat ed Novenber 23, 1965 the Hi gh Court held  that
the use of the word RUSTAM by the respondent constituted
i nfringement of the appellant’s trade mark "RUSTON' —and
the respondent should be. prohibited fromusing the trade
mark "RUSTAM'. But the High Court proceeded to. hold that
t he use of the words "RUSTAM INDI A" was not an

i nfri ngenment because t he plaintiff’s engi nes wer e
manufactured in England and the defendant’s engines were
manufactured in India. The suffix "India" would be a

sufficient warning that the engine sold was not a "RUSTON'
engi ne manufactured in England and the respondent nmay be
permtted to use the comnbination "RUSTAM | NDI A"

224




http://JUDIS.NIC IN SUPREME COURT OF | NDI A

Page 3 of 5

Section 21 of the Trade Marks Act, 1940 states
"Subject to the provisions of section 22, 25
and 26 the registration of a person in the
register as proprietor . of atrade mark in
respect of any goods shall, give to .that
person the exclusive right to. the use of the
Trade mark 1in relation to those goods and,
without prejudice to the generality of the
,foregoing provision, that right shall be
deenmed to be infringed by any person who, not
being the 'proprietor of the trade mark or a
regi stered user thereof using by way of the
permtted wuse, uses a mark identical with it
or so nearly resenbling it as to be likely to
deceive _or cause confusion, in the course of
trade, in relation to any goods in respect of
which it is registered, and in such manner as
to” render the use of the mark likely to be
taken-ei t her- -
(a) as being used as a trade mark; or
(b) to inmport areference to sonme person
having the right either as a proprietor or as
regi stered user to use the trade mark or to
goods wi th which such a person as aforesaid
is connected in the course of trade."
The distinction/ between an infringenent action and a
passing off action is inportant. Apart fromthe question as

to. the nature of trade pmark the issue in an
infringenment ,action is quite different fromthe issue in a
passing off action. In a passing off action the issue is

as follows:
"I's the defendant selling goods so. narked

as to be designed or ' calculated

to | ead
purchasers to believe that they are t he
plantiff’s goods ?"
But in an infringenment action the issue is
as follows:

"I's the defendant using a mark which is
the same as or which is a colourable imtation
of the plaintiff’s registered trade mark ?"

It very often happens that although the defendant is  not
usi ng the trade mark of the plaintiff, the get up of the
defendant’s goods may be so nmuch like the plaintiff's that
a clear case of passing off would be proved. It is on the
contrary conceivable that although the defendant ~may be
using the plaintiff’s mark the get up of the .defendant’s
goods may be so different from the get up. of the
plaintiff’s goods and the prices also nay be so di fferent
t hat there "would be no probability of deception of the
public. Nevertheless, in an action on the trade nmark, that
is to say, in an infringement
225
action, an injunction would issue as soon as it is proved
that the: defendant is inproperly using the plaintiff’'s
mar k.

The action for infringement is a statutory right. It
is dependent upon the validity of the registration and
subject to. other restrictions laid dowmn in ss. 30, 34 and
35 of the Act. On the other hand the gist of a passing
off action iSthat Ais not entitled to represent his goods
as the goods of B but it is not necessary for B to prove
that A did this knowingly or with any intent to deceive. It
is enough that the get-up of B's goods has becone
distinctive of themand that there is. a probability of
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confusion between them and the goods of A No. case of
actual deception nor any actual damage need be proved.
At’ common |law the action was not nmintainable unless there
had been fraud on As part. In equity, however, Lord
Cottenham L.C. in MIlington v. Fox(1l) held that it was
i material whether the defendant had. been fraudul ent or not
in using the plaintiff’s trade mar k and granted an
i njunction accordingly. The commbn |law courts, however,
adhered to their view that fraud was necessary until the
Judi cature Acts, by fusing law and -equity, gave the
equitable rule the victory over the common |aw rule.

The two actions, however, are closely simlar in some
respects, As was observed by the Master of the Rolls in
Saville Perfunmery Ltd. v. June Perfect Ltd. (2).

"The St at ut e- | aw rel ating to
infringenent —of trade marks is. based on the
sane fundamental idea as the lawrelating to
passing-off. But it differs fromthat law in
two particulars, nanmely (1 ) it is concerned
only with one nethod of passing-off, nanely,
the use of atrade nmark, and (2) the statutory
protection is absolute in the sense that once
a mark is shown to offend, the wuser of it
cannot escape by showi ng that by sonething
outside ~ the actual nmark itself he has
di stingui shed his goods from those of the
regi stered proprietor. Accordi ngly, in
considering the question of infringement the
Courts ‘have held, and it is now expressly
provi ded by the Trade Marks Act, 1938, section
4, that -infringenent takes place not nerely
by exact imtation but by the use of .a mark so
nearly resenbling the registered mark as to be
likely to deceive."

In an action for infringement where the defendant’s trade
mark is identical with the plaintiff’s mark, the COurt wll

not enquire whether the infringenent is such as is likely
to deceive or cause" confusion.  But where the alleged
i nfringenent consists of using

(1) 3 W & Cr. 338. (2) 58 R P.C. 147 at 161

226

not the exact mark on the Register, but sonething sinmilar
to. it, the test of infringenment is the sane as in an-action
for passing off in other words, the test as to
i kelihood of confusion or deception arising from
simlarity of .marks is the same both in infringenment and
passi ng of f acti ons.

In the present case the Hi gh Court has found that there is a
deceptive resenbl ance between the word "RUSTON' and the
"word "RUSTAM' and therefore the use of the bare / word
", RUSTAM' constituted infringenment of the plaintiff’s trade
mark "RUSTON'. The respondent has not brought an ' appea

agai nst the judgnment of the High Court on this point and it
is, therefore, not open to. himto challenge that finding.
If the respondent’s trade mark is deceptively simlar to.
that of the appellant the fact that the word 'INDA is
added to the respondent’s trade mark is of no consequence
and the appellant is enitled to succeed inits action.n for
i nfringement of its trade nark.

We are accordingly of the opinion that this appea
should be allowed and the appellant should be granted a
decree restraining the respondents by a pernmanent injunction
frominfringing the plaintiff’'s trade mark "RUSTON' and from
using it in connection wth the engines machinery and
accessories manuf actured and sold by it under the trade
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mark of "RUSTAM INDI A". The appellant is also entitled to
an injunction restraining the respondent and its agents from
selling or advertising for sale of engines, nmachinery or

accessories under the-nane of " RUSTAM' or "’ RUSTAM
| NDI A" . The appellant ’'is also. granted a decree for
nom nal damages to the extent of Rs. 100/-. The appellant
is further entitled to an order calling 'upon the respondent
to deliver the appellant price-lists, bills, invoices

and other advertising material bearing the mark "’ RUSTAM
or "RUSTAM I NDI A". "The appeal is allowed with costs to the
above extent.

Y. P. Appeal al | owed.
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