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A K MATHUR, J:
1. Leave granted.

2. Thi s appeal is directed against the order dated
17. 8. 2005 passed by the Calcutta Hi gh Court whereby

| earned Single Judge has set aside the order passed by the
Assi stant Controller of Patents & Designs, Kolkata dated
20. 9. 2004 whereby the Assistant Controller has cancelled
the registration of the respondent herein and held that
there was no material on record to show that the design had
previously been applied to glass sheets. It was al so held
by | earned Single Judge that the order inpugned considered
with the materials on record, including in particular the
conputer print-outs clearly reveal ed that the respondent
has only compared the pattern and/or configuration

consi dered the visual appeal thereof, but not the visua
appeal of the pattern and/ or configuration on the article.
In other words, the Assistant Controller has not

consi dered the visual appeal of the finished product. The
vi sual effect and/or appeal of a pattern enbossed-into

gl ass sheets by use of enmbossing rollers could be different
fromthe visual effect of the sane pattern etched into

gl ass sheets nmanual ly. This aspect was not consi dered.
Aggrieved against this order passed by |earned Single
Judge, the present appeal has been filed by the appell ant.

3 In order to appreciate the controversy invol ved

in the present appeal, a few facts may be dil ated here. The
respondent herein claimed to carry on business inter alia
of manufacture and marketing of figured and wired glass
sheets since 1981. The respondent clainmed to be the
originator of new and original industrial designs, applied
by mechani cal process to glass sheets. According to the
respondent, the glass sheets have eye catchi ng shape,
configuration, ornamental patters, get up and col our shades
and the sane were regi stered and/ or were awaiting

regi stration as industrial designs under the Designs Act,
2000 (hereinafter to be referred to as the Act of 2000) and
the Rules franed thereunder. For production of glass
sheets of the design registered as Design No.190336, two
rollers are required. The rollers are manufactured by Ms.
Dorn Bausch Gravuren GVBH of Germany (hereinafter to be
referred as the German Conpany). According to the
respondent the rollers are not only used for manufacture of
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gl ass sheets, but for various other articles including
plastic, rexin and | eather. The respondent placed an order
on the German Conpany for supply of the rollers for
 aunchi ng a design of figured glass with new and nove
features not produced before by anyone else. On or about
29.10.2002 the respondent applied to the Controller of

Pat ent s and Desi gns under Section 51 of the Act of 2000 for
registration of the said design in Cass 25-01. The said
design was duly registered on 5.11.2002 and was to remain
valid for a period of 10 years fromthe date of its

regi stration. The respondent claimed the exclusive
copyright in India on the said design applied to gl ass
sheets. It was clained that no other person has any right
to apply the said design to glass sheets as the respondent
has excl usive right over the said design on the glass
sheets. The respondent narketed the gl ass sheets of the
sai d design under the name of Dianpnd Square and t hat
becane popul ar amongst the customers soon after its | aunch
in the market. After registration of the said design the
respondent issued a notice on 21.5.2003 cautioning other
manuf actures frominfringing copyright of the respondent
in respect of the said registered design. But in the
meanwhi | e the appellant andits associate | AG Co. Ltd
started imtating the said registered design, as a result
thereof the respondent was constrained to file a suit
being Cvil Suit No.l of 2004 agai nst the appellant in the
District Court of Mehsana. The respondent obtained a
restraint order restraining |IAG Co.- Ltd. frominfringing
the copyright of the respondent against the sai d design

In order to counter-blast the suit, the appellant herein
filed an application under Section 19 of the Act of 2000
before the Controller of Patents & Designs for
cancel |l ation of registration of Design No.190336 in the
nane of the respondent nmainly on the ground that the design
has al ready been previously published in India and abroad
and on the ground that the design was not new or original
The appellant prinmarily relied on’a catal ogue of the Gernan
Conpany and |etter dated 10.9.2003 of the German conpany
addressed to Ms. | AG Co. Ltd. the holding conpany of 'the
appel l ant stating that the said Gernan Conpany had

devel oped desi gn No.2960-9010 in the year 1992 and the

ot her evidence relied on by the appellant was a docunent
downl oaded fromthe internet fromthe official website of
the Patent O fice of the United Kingdomon 22.9.2004 which
i ndicated that the sanme design had been registered in
United Kingdomin the name of M s.Vegla Vereinigte

G aswer ke Grbh sonetime in 1992. As against this the
respondent filed an affidavit stating that the German
Conpany has been engaged in the manufacture of engraving
roll ers and no other goods and it was contended that the
conpany was not engaged in manufacture of the goods other
than engraving rollers. 1t was contended that the conpany
never manufactured engraved gl ass sheets by using engraved
rollers. The respondent also relied on the comrunication
dat ed 4. 3.2004 of the German conpany confirmng that the
enmbossing rollers covered by Design No.2950-910 had been
sold to the respondent on condition that all user rights
avail able in India under Indian |aws woul d vest exclusively
in the respondent and that the respondent would be entitled
to exclusive user rights for at least five years. The
German conpany was aware of the registration of the Design
No. 190331 and it had no objection to the design being

mar ket ed by the respondent herein. An affidavit was al so
filed by the Liaison Executive of the respondent conpany
that he visited Germany and upon enquiry ascertained that
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M's. Vegla Vereinigte daswerke Grbh had never manufactured
gl ass sheets of the design registered as Design No.2022468
in the United Kingdom The respondent al so objected to the
adnmissibility of the materials alleged to have been

downl oaded fromthe United Kingdom Patent O fice. It was

al so contended that in absence of corroborative evidence,
such evi dence cannot be tendered and it cannot be treated
as admi ssible evidence. It was also contended that the
German Conpany only nanufactured rollers but did not
produce gl ass-sheets prepared out of these rollers.

4. On the basis of the pleadings , |earned Assistant
Control l er of Patents and Designs franmed following three
i ssues for determ nation:

(i) Whet her the design was not new or
original in view of the fact that the
roll er bearing the design is published
before the date of registration and the
regi stered proprietor is not owner of
desi gn.

(ii) Whet her the design was published
outside India as well as inIndia prior
to the date of application

(iii) Whet her the regi stered design was
in public domain due to sal e/use of the
design prior to the date of application
of the registered proprietor.

The first two issues were decided agai nst the respondent
and the third i ssue was not adjudicated  since the evidence
by way of affidavit was not taken on record on technica
reasons. Hence, the Assistant Controller of the Patents and
Desi gns set aside the registration of the respondent.

Aggri eved against this order the respondent filed a regul ar
appeal under Section 36 of the Act of 2000 before the Hi gh
Court. Learned Single Judge after considering the nmatter
reversed the finding of the Assistant Controller and

di smissed the application filed by the appellant for
cancel l ation of registration of the respondent herein.

Aggri eved against this inpugned order passed by |earned

Si ngl e Judge of the Calcutta Hi gh Court the present appea
was filed by the appellant-conplaint.

5. W have heard | earned senior counsel for the
parties at | ength and perused the record. Before we
proceed to decide on the nmerit of the matter, it would be
profitable to refer to the relevant provisions of the Act.
It may be nmentioned here that in 1911 the Designs Act was
passed by the then British Government in India. But with
the advancenent of science and technol ogy and the nunber of
regi stration of the design having increased in India, the
Act of 1911 was amended whol esal e by the Parlianment and
this new Act known as Designs Act, 2000 cane to be

i ntroduced in the Parliament and the sane was passed as
such. The statenent of objects and reasons read as under

" STATEMENT OF OBJECTS AND REASONS
Si nce the enactnent of the Designs
Act, 1911 consi derabl e progress has been
made in the field of science and
technol ogy. The | egal system of the
protection of industrial designs requires
to be nade nore efficient in order to
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ensure effective protection to registered
designs. It is also required to pronote
design activity in order to pronote the
design elenent in an article of
producti on. The proposed Design Bill is
essentially ainmed to bal ance these
interests. It is also intended to ensure
that the | aw does not unnecessarily
extent protection beyond what is
necessary to create the required
incentive for design activity while
renovi ng i npedi nents to the free use of
avai | abl e designs. ™"

Section 2 of the Act of 2000 deals with the definitions and
the Controller has been defined in Section 2 (b) as
foll ows:

" (b) "Controller" nmeans the
Control | er-CGeneral of Patents, Designs
and Trade Marks referred to in section
3."

"Copyright" neans the exclusive right to apply a design to
any article in any /class in which the design is registered.
Section 2 (d) defines design which reads as under

" (d) "design" neans only the
features of shape, configuration,
pattern, ornanent or conposition-of |ines
of colours applied to any article whether
in two di mensional or three di mensiona
or in both forns, by any industria
process or means, whether nmanual,
mechani cal or chemical, separate or
conbi ned, which in the finished article
appeal to and are judged solely by the
eye; but does not include any node or
principle of construction or anything
which is in substance a nere nechanica
devi ce, and does not include any trade
mark as defined in clause (v) of sub-
section (1) of section 2 of the Trade and
Mer chandi se Marks Act, 1958 (43 of 1958)
or property mark as defined in section
479 of the Indian Penal Code (45 of 1860)
or any artistic work as defined in clause
) of section 2 of the Copyright Act, 1957
(14 of 1957);"

Section 2 (g) defines original which reads as foll ows:
" (g) " original", in relation to

a design, neans originating fromthe

aut hor of such design and includes the

cases which though old in thensel ves yet

are new in their application;"

Section 2 (i) defines ’'prescribed which means prescribed
by rul es made under this Act. Section 2(j) defines
proprietor of a new or original design which reads as
under :
" (j) "proprietor of a new or original design".-
(1) where the author of the design, for
good consi deration, executes the work

for sonme other person, nmeans the
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person for whomthe design is so

execut ed;

(ii) where any person acquires the design
or the right to apply the design to

any article, either exclusively of

any other person or otherw se, neans,

in the respect and to the extent in

and to which the design or right has

been so acquired, the person by whom

the design or right is so acquired;

and

(i) in any other case, means the author
of the design; and where the property

inor the right to apply, the design

has devol ved fromthe origi na

proprietor upon any other person,

i ncl udes that other person.”

Section 3 /deals with the Controller and other officers.
Section 4 deals with the prohibition of registration of
certain designs which has rel evant bearing on our case. It
reads as foll ows:

" 4. Prohibition of registration of
certain designs.- A design which-
(a) is not new or original; or
(b) has been disclosed to the public
anywhere in India or \in any other country
by publication in tangible formor by use
or in any other way prior to the filing
date, or where applicable, the priority
date of the application for registration
or
(c) is not significantly
di stingui shabl e from known desi gns or
conbi nati on of known designs; or
(d) conpri ses or contains scandal ous or
obscene matter,
shal |l not be registered.”
Section 5 deals with the application for registration of
designs. Section 6 deals with the registration tobe in
respect of particular article. Section 7 deals with
publication of particulars of registered designs. Section 9
deals with the certificate of registration which reads as
under

" 9. Certificate of registration.-
(1) The Controller shall grant a
certificate of registration to the
proprietor of the design when registered.
(2) The Controller may, in case of
|l oss of the original certificate, or in
any other case in which he deens it
expedi ent, furnish one or nore copies of
the certificate."

Section 10 deals with register of designs which reads as
fol l ows:

" 10. Register of designs.-
(1) There shall be kept at the patent
of fice a book called the register of
desi gns, wherein shall be entered the
nanes and addresses of proprietors of

regi stered designs, notifications of
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assi gnments and of transm ssions of

regi stered designs, and such other matter
as may be prescribed and such register
may be nmaintai ned wholly or partly on
conput er fl oppi es or diskettes, subject
to such safeguards as may be prescribed.
(2) Where the register is maintained
whol ly or partly on conputer fl oppies or
di skettes under sub-section (1), any
reference in this Act to any entry in the
regi ster shall be construed as the
reference to the entry so maintai ned on
conputer floppies or diskettes.

(3) The regi ster of designs existing
at the commencenent of this Act shall be
incorporated with and formpart of the
regi ster of designs under this Act.

(4) The register of designs shall be
prima facie evidence of any nmatter by
this Act directed or authorized to bhe
entered therein."

Section 11 deals with copyright on registration which reads
as under
" 11. Copyright on registration. \026
(1) When a design is registered, the
regi stered proprietor of the design
shal I, subject to the provisions of this
Act, have copyright in the design during
ten years fromthe date of registration
(2) If, before the expiration of the
said ten years, application for extension
of the period of copyright is nade tothe
Controller in the prescribed manner, the
Controller shall, on payment of the
prescri bed fee, extend the period of
copyright for a second period of five
years fromthe expiration of the origina
period of ten years."

Section 12 deals with restoration of |apsed designs which
reads as under

" 12. Restoration of |apsed
designs.- (1) Where a design has ceased
to have effect by reason of failure to
pay the fee for the extension of
copyri ght under sub- section (2) of
section 11, the proprietor of such
design or his legal representative and
where the design was held by two or nore
persons jointly, then, with the |eave of
the Controller one or nmore of them
wi thout joining the others, may, within
one year fromthe date on which the
desi gn ceased to have effect, make an
application for the restoration of the
design in the prescribed nanner on
payment of such fee as nmay be prescri bed.

(2) An application under this
section shall contain a statenent,
verified in the prescribed manner, fully
setting out the circunmstances which |ed
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to the failure to pay the prescribed fee,
and the Controller may require fromthe
appl i cant such further evidence as he nay
t hi nk necessary."

Section 17 deals with inspection of registered designs
whi ch reads as under:

" 17. Inspection of registered
designs.- (1) During the existence of
copyright in a design, any person on
furni shing such information as may enabl e
the Controller to identify the design and
on paynment of the prescribed fee may
i nspect the design in the prescribed
manner .

(2) Any person may, on an
application to the Controller and on
paynment of such fee as nmay be prescribed,
obtain a certified copy of any registered
design. "

Section 18 deals with-information as to exi stence of
copyri ght which reads as under

" 18./ Information as to existence
of copyright.- On  the request of any
person furnishing such informtion as my
enable the Controller to identify the
design, and on payment of the prescribed
fee, the Controller shall informsuch
person whet her the registration stil
exists in respect of the design, and, if
so, in respect of what classes of
articles, and shall state the date of
regi stration, and the name and address of
the registered proprietor.

Section 19 deals with cancellation of registration which
reads as under:

" 19. Cancellation of registration.- (1) Any
person interested nay present a petition for the
cancel lation of the registration of a design at any tine
after the registration of the design, to the Controller on
any of the follow ng grounds, nanely:-

(a) that the design has been previously
regi stered in India; or
(b) that it has been published in India or in

any other country prior to the date of
regi stration; or

(c) that the design is not a new or origina
design; or

(d) that the design is not registerable under
this Act; or

(e) that it is not a design as defined under
clause (d) of section 2.

(2) An appeal shall lie fromany order of the

Controll er under this section to the H gh Court,
and the Controller may at any time refer any such
petition to the H gh Court, and the H gh Court
shal | decide any petition so referred."

Section 22 deals with piracy of regi stered design. Chapter
VI deals with fees, notice of trust not to be entered in
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registers etc. wth which we are not concerned. Section 32
in Chapter VIl deals with the powers and duties of the
Controller which reads as follows:

" 32. Powers of Controller in
proceedi ngs under Act.- Subject to any
rules in this behalf, the Controller in
any proceedi ngs before himunder this Act
shal | have the powers of a civil court
for the purpose of receiving evidence,
admi ni stering oaths, enforcing the
attendance of witnesses, conpelling the
di scovery and production of docunents,
i ssui ng conmi ssions for the exam ning of
wi t nesses and awar di ng costs and such
award shall be executable in any court
having jurisdiction as if it were a
decree of ‘that court."”

Section 36 deals with the appeals to the H gh Court.
Section 37 in Chapter VI says that evidence can be
tendered by affidavit or it can be by way of viva- voice in
l[ieu of or in addition to evidence by affidavit and the
party may be allowed to cross-exam ne on the contents of
the affidavit. Section 44 deals with reciprocal arrangenent
with the United Kingdom and other convention countries or
group of countries or inter-governmental organizations.

The Central CGovernnent in exercise of power conferred under
sub-section (3) of section 1 of the Act of 2000 framed the
rul es known as The Designs Rules, 2001 (hereinafter to be
referred to as the Rules of 2001). It _has franed necessary
rules to inplenment the provisions of the Act. Rule 11 says
how the application is to be made for registration and says
the nmode of subm ssion of application for registration.
Rul e 29 deals with the procedure how the cancellation of
the registration can be nade and a detailed provision has
been nade for inplenentation of Rule 29 of the Rul es of
2001. Form of application for applying for registration is
also provided as Form 1. Form 8 deals with the petition for
cancel lation for the registration of a design. This is the
whol e background of the Act.

6. In fact, the sole purpose of this Act is
protection of the intellectual property right of the
original design for a period of ten years or whatever
further period extendable. The object behind this enactnent
is to benefit the person for his research and llabour put in
by himto evolve the new and original design. This is the
sol e aimof enacting this Act. It has also |laid down that
if design is not new or original or published previously
then such design should not be registered. It further |ays
down that if it has been disclosed to the public anywhere
in India or in any other country by publication in tangible
formor by use or in any other way prior to the filing
date, or where applicable, the priority date of the
application for registration then such design will not be
registered or if it is found that it is not significantly
di stingui shabl e from known desi gns or conbi nati on of known
desi gns, then such designs shall not be registered. It

al so provides that registration can be cancell ed under
section 19 of the Act if proper application is filed

bef ore the conpetent authority i.e. the Controller that
the design has been previously registered in India or
published in India or in any other country prior to the
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date of registration, or that the design is not a new or
original design or that the design is not regi sterable
under this Act or that it is not a design as defined in
clause (d) of section 2. The Controller after hearing both
the parties if satisfied that the design is not new or
original or that it has already been registered or if it
is not registerable, cancel such registration and aggrieved
agai nst that order, appeal shall lie to the H gh Court.
These prohi bitions have been engrafted so as to protect the
original person who has designed a new one by virtue of his
own efforts by researching for a long time. The new and
original design when registered is for a period of ten
years. Such original design which is new and which has not
been available in the country or has not been previously
regi stered or has not been published in India or in any

ot her country prior to the date of registration shall be
protected for a period of ten years. Therefore, it is in
the nature of protection of the intellectual property
right. Thi's was the purpose as is evident fromthe
statenment' of obj ects and reasons and from vari ous

provi sions of the Act. In this background, we have to

exam ne whet her the design which was registered on the
application filed by the respondent herein can be cancell ed
or not on the basis of the application filed by the
appellant. In this/connection, the |aw of Copyright and

I ndustrial Designs by P.Narayanan (Fourth Edition), Para
27.01 needs to be quot ed.

" 27.01. Qbject of registration of
designs. The protection given by the |aw
relating to designs to those who produce new and
original designs, is primarily to advance
i ndustries, and keep themat a high level of
conpetitive progress.

" Those who wish to purchase an article for
use are often influenced in their (choice not only
by practical efficiency but the appearance. Comon
experi ence shows that not all are influenced in
the sane way. Sone | ook for artistic nerit. Some
are attracted by a design which is a stranger or
bi zarre. Many sinmply choose the article which
catches their eye. Whatever the reason may be one
article with a particular design nay sell better
than one without it: then it is profitable to use
the design. And nuch thought, tinme and expense nay
have been incurred in finding a design which wll
i ncrease sal es”. The object of design registration
is to see that the originator of a profitable
design is not deprived of his reward by others
applying it to their goods.

The purpose of the Designs Act is to protect
novel designs devised to be applied to ( or in
ot her words, to govern the shape and configuration
of) particular articles to be manufactured and
mar keted commercially. It is not to protect
principles of operation or invention which, if
profitable at all, ought to be nade the subject-
matter of a patent. Nor is it to prevent the
copying of the direct product of original artistic
effort in producing a drawi ng. |ndeed the whol e
purpose of a design is that it shall not stand on
its own as an artistic work but shall be copied by
enbodi ment in a comrercially produced artefact.
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Thus the primary concern, is what the finished
article is to look like and not with what it does
and the nonopoly provided for the proprietor is
effected by according not, as in the case of

ordi nary copyright, a right to prevent direct
reproduction of the inage registered as the design
but the right, over a nuch nore linited period, to
prevent the manufacture and sale of article of a
design not substantially different fromthe

regi stered design. The enphasis therefore is upon
the visual image conveyed by the manufactured
article. "

7. As mentioned above, the Assistant Controller
primarily has taken into consideration the two evidence,

(i) that the design was registered way back 1992 by the
German .conpany on the roller to be used either on gl ass,

or rexin or on |eather, therefore it is not new and
original ‘and (ii)  that the sane design has been obtai ned
in United Kingdomas is evident fromthe downl oadi ng of

Pat ent website of the United Kingdom On the basis of this
two evidence, the Assistant Controller has held that the
design which was registered on the application filed by the
respondent herein was not a new and original. Therefore, on
the application filed by the appellant, the Assistant
Control l er of Patents and Designs cancelled that design of
the respondent.

8. Now, we shall exam ne to what extent the view
taken by the Assistant Controller can be sustained and

whet her the view taken by | earned Single Judge was correct
or not. Now, coming to the first issue which has been
framed by the Assistant Controller, the Assistant

Controll er found that M s. Dornbusch Gravuren Grbh, a Gernan
Conpany published a brochure bearing distinctive nunber
2960-910 for the first tine on 10.9.1993 and the registered
proprietor took the user’s right ~and got it registered.
The Assistant Controller found that it is not the inventive
i ngenuity of the respondent and found that in-order to
register the design it should be new or original and the
Assistant Controller found that there is insufficient
evidence of originality and therefore, he cane to the
conclusion that the design is not a new and origi nal one
regi stered prior to the date of registration. Therefore,
the question is whether the design is new and original
Section 4 which is couched in the negative terns, says that
the design which is not a new or original then such design
cannot be registered. Therefore, the question is  the
desi gn whi ch has been prepared by the Gernan Conpany and
whi ch has been sold to the respondent which becanme the
proprietor of it, is a newor original or not. In this
connection, the burden was on the conpl ai nant to show that
the design was not original or new W have no hesitation
in recording a finding that the burden was not discharged
by the conplainant. It only tried to prove on the basis of
the letter of the Gernman conpany that they produced the
rollers and sold in nmarket but it was nowhere nentioned
that these rollers have been reproduced on the glass sheets
by the Gernman conpany or by any ot her company. The
expression, "new or original" appearing in Section 4 neans
that the design which has been regi stered has not been
publ i shed anywhere or it has been nmade known to the public.
The expression, "new or original" means that it had been
invented for the first time or it has not been reproduced




http://JUDIS.NIC IN SUPREME COURT OF | NDI A

Page 11 of

21

by anyone. The respondent conpany purchased the rollers
fromthe German conpany and got it registered with the

regi stering authority that by these rollers they are going
to produce the design on the gl ass sheets. Design has been
defined in section 2(d) which neans that a feature of

shape, configuration, pattern, ornanent or conposition of
lines or colours applied to any article whether in two

di nensional or three dinensional or in both forms, by any
i ndustrial process. That neans that a feature or a pattern
which is registered with the registering authority for
bei ng produced on a particular article by any industrial
process whet her manual, nmechanical or chem cal or by any

ot her means which appears in a finished article and which
can be judged solely by eye appeal. The definition of
design as defined in section 2(d) read with application for
registration and rule 11 with form1 nmakes it clear that
the design which is registered is to be applied to any
finished article which my be judged solely by eye appeal

A conj oi ned readi ng of these three provisions nmakes it
clear that a particular shape or a particular configuration
is to be registered whichis sought to be produced on any
article which will have visual appeal. Such design once it
is registered then it cannot be pirated by any other

person. But the questionis whether it is new or original
In the present case, the conplainant relied on the
correspondence of the German conpany which produced the
rollers and sold it to the respondent herein-and it gave
the proprietary right to the present respondent conpany.
"Proprietor’ as defined in section 2 (j) of the Act neans
that any person who acquires the-design or right to apply
the design to any article, either exclusively of any other
person or otherw se, neans, in the respect and to the
extent in and to which the design or right has been so
acquired. Therefore, this right to reproduce this design on
an article has been given by the German conpany to the
respondent. But again the question is whether the
conpl ai nant had di scharged their burden to show that this
design is not new or original. For this purpose, they only
banked upon the letter of the German conpany which prepared
these rollers and there is no evidence to show that the
desi gn whi ch was reproduced on gl ass sheets was either
produced by any ot her agency. Therefore, the expression
that * new or original’ in this context has to be construed
that whether this design has ever been reproduced by any

ot her conpany on the gl ass sheet or not. There is no

evi dence what soever produced by the conplainant either
bef ore the Assistant Controller or before any other forum
to show that this very design which has been reproduced on
the gl ass sheet was manufactured anywhere in the market in
India or in United Kingdom There is no evidence to show
that these rollers which were manufactured or originally
desi gned by the conmpany was narketed by this company to be
reproduced on gl ass sheets in India or even in United

Ki ngdom This proprietorship of this design was acquired by
this respondent fromthe German conpany and there is no

evi dence on record to show that these rollers were used for
designing themon the glass sheets in Gernmany or in India
or in United Kingdom What is required to be registered is
a design which is sought to be reproduced on an article.
This was the roller which was designed and if it is
reproduced on an article it will give such visual feature
to the design. No evidence was produced by the conplai nant
bef ore the Assistant Controller that anywhere in any part
of the world or in India this design was reproduced on
glass or it was registered anywhere in India or in any part
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of the world. The Gernman conpany only nanufactured the

roller and this roller could have been used for bringing a

particul ar design on the glass, rexin or |eather but we are

concerned here with the reproduction of the design fromthe

roll er on glass which has been registered before the

regi stering authority. Therefore, this design which is to

be reproduced on the article i.e. glass has been registered

for the first tine in India and the proprietary right was

acquired fromthe German conmpany. W have gone through the

letter of the German conpany and it nowhere says that this

was reproduced on a glass sheet. No evidence was produced

by the conpl ainant that this design was reproduced on a

gl ass sheet in Germany or in India. The contents of the

letter are very clear. It shows that it was designed in

1992 and was marketed in 1993. But there is no evidence to

show that this design was reproduced on gl ass sheet any

where in Germany. Section 4 clearly says that the

Controller will only register a design on application made

under Section 5 by the proprietor of any new or origina

desi gn not previously published in any country and which is

not contrary to public order or norality and it further

says that this application shall be in a prescribed form

and the prescribed form has been given in form1l. Forml1l

clearly says that the design is to be applied. Relevant

colum of the formreads as under

Insert nunber of class You are requested to

regi ster the accompanyi ng
in Class No\005.. in the name of
\ 005\ 005\ 005\ 005\ 005\ 005\ 005.

Insert ( in full) the nane
Address and nationality N - e e e e e
.. . who claims) to be the
proprietor thereof.

St at e whet her drawi ngs, Four exactly simlar\005 of
Phot ogr aphs, tracings or the design acconpany this

speci mens. request.

Insert name of article or The design is to be applied

articles to which the t o\ 005\ 005\ 005\ 005\ 005\ 005\ 005\ 005

design is to be applied

or state trade description
of each of the articles
contained in the set.

That shows that for nane of the article on which the design
is sought to be transcripted has to be nentioned at the
time of registration. The respondent noved an application
filling this formthat this roller which has been

manuf actured by the Gernman conmpany w th that design shal
be reproduced on the glass. Therefore, when the application
was filed by the respondent for registration, it was

regi stered on the basis that the roller which will be used
by mechani cal process will bring design on a glass which is
regi stered. Therefore, what is sought to be protected is
that the design which will be reproduced on the roller by
way of mechanical process and that design cannot be
reproduced on glass by anybody el se. Now, the question is
whether it is new or original design. For that it is clear
that there is no evidence to show that this design which is
reproduced on the gl ass sheet was either registered in
India or in Germany or for that matter in United Ki ngdom




http://JUDIS.NIC IN SUPREME COURT OF | NDI A

Page 13 of

21

The expression,’ design’ has cone up for interpretation in
English courts. The expression, design is alnost pari
materia with the definition of design in the Indian
context. The expression, 'design’ in the English Act which
is known as the Regi stered Designs Act, 1949 reads as under

" In this Act the expression,’
desi gn’ neans features of shape,
configuration, pattern or ornanent
applied to an article by any industri al
process, being features which in the
finished article appeal to and are judged
solely by the eye, but does not include

(a) a nethod or principle of construction or
(b) features of shape or configuration which
(i) are dictated solely by the function

whi ch the article has to perform. or

(ii) are dependent upon the appearance

of another article of which the article
i s intended by the author of the design
to forman integral part."

The history of this definition has been detail ed by Russel -
Clarke and Howe on Industrial Designs (Seventh Edition) at
para 3.11 at page 74 which reads as under
" 3-11. This definition contains a
cunmul ative series of requirenents, nany
of whi ch have been the subject of
judicial decision and anal ysis. The
hi storical process by which this
definition has evolved is of inportance
to its present day interpretation and
application. Sone of the nore inportant
enbel | i shments to the definition, (such as
those dealing with eye appeal and nethods
or principles of construction, have found
their way into the pre-2001 statutory
definition as a result of the explicit
adoption such requirements were held to
be implicit in the earlier and | ess
el aborate statutory definitions of
"design". This nanifests an intention by
the legislature to adopt and nake
explicit the principles devel oped in
those cases.

XX XX XX

3.13. The words of the section are:"\005 design
nmeans features of shape configuration

pattern or ornanent applied to an
article\005\005 . ."(enphasis supplied). Thus a
regi strabl e design, as defined by the RDA

(A), nust have reference to sone specific
article to which it is to be applied. The
design to be registered " is a shape,
configuration or pattern to be applied a
particul ar specified article". It can be
readily seen that a particular pattern of
surface ornanentation could be applied to

wi de range of different articles. An
application for registration was not in
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respect of the pattern as such, but in
respect of its application to the
specific article naned. If it was desired
to register the sane design, e.g. a
surface pattern or decoration, in respect
of a series of different articles (apart
fromthe special case of articles which
together forma set), then a separate
application had to be nade in respect of
each article, and each application to
regi ster was nunbered separately and
treated as a separate and distinct
appl i cation.
In the case of designs consisting of
features of shape or configuration, there
may of course be cases where the design
isintrinsically applicable only to a
specific kind of "article. The article
itself does not, however, constitute the
design. I'n Dover v. Nurnberger Celluloid
Waren Fabrik Gebruder Wl ff, Buckley L.J.
sai d:

"Desi gn means, therefore, a conception
or suggestion or idea of a shape or of a
pi cture or of a device or of sone
arrangenent which can be applied to an
article by some manual, mechanical or
chem cal neans. It is a conception
suggestion, or idea, and not an article,
which is the thing capabl e of being
regi stered\005. It is a suggestion of form
or ornanent to be applied to a physica

body. "
[ Pugh v. Riely Cycle Co Ltd. (1912) 29
R P.C. 196]

Accordingly, it is submtted that a
design is an idea or conception.as to
features of shape, configuration, pattern
or ornanent applied to an article.

Al t hough that idea, while still in the
aut hor’s head, may be potentially capable
of registration, in fact it nust be
reduced to visible formto be
identifiable, and until it is so reduced
there is nothing capable of registration
It may be so rendered either by its being
enmbodied in the actual article, or by its
bei ng pl aced upon a piece of paper in
such a way that the shape or other
features of the article to be nmade are
clear to the eye. Wenever the neans of
identification ( under sone of the old
Acts, provision was rmade whereby a mnere
ver bal description could in some cases be
accepted as sufficient), as soon as the
idea is reduced to a formwhich is
identifiable, there is something which is
a "design", and which, if new or
original, may be registrable."

Simlarly our attention was also invited to para 27.07 of
the | aw of Copyright and Industrial Designs by P.Narayanan
(Fourth Edition) which reads as under
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27.07. Design as a conception or idea
"Desi gn nmeans a conception or suggestion or idea
of a shape or of a picture or of a device or of
sone arrangenent which can be applied to an
article by some manual, mechanical or chenica
means mentioned in the definition clause. It is a
suggestion of formor ornanment to be applied to a
physi cal body". It is a conception, suggestion or
i dea, and not an article, which is the thing
capabl e of being registered. It may according to
the definition clause, be applicable to any
article whether for the pattern or for the shape
or configuration or for the ornament thereof (that
is to say of the article) or for any two or nore
of such purposes. The design, therefore, is not
the article, but is the conception, suggestion, or
i dea of a shape, picture, device or arrangenent
which is to be applied to the article, by sone one
of the neans to be applied to a physical body."

A desi gn capabl e of registration cannot
consi st of a nmere conception of the features
mentioned in the definition, or in the case of an
article in three dinensions, of a representation
of such features in two dinmensions It nust, in
such a case, in order to conply with the
definition, consist of the features as they appear
inthe article to which they have been applied by
sone industrial process or means. An applicant for
regi stration of a design has to produce a
pictorial illustration of the idea or suggestion
whi ch he has to establish as new or original;"

Therefore, the concept of design is that a particul ar
figure conceived by its designer-in his mind and it is
reproduced in sonme identifiable manner and it is sought to
be applied to an article. Therefore, whenever registration
is required then those configuration has to be chosen for
registration to be reproduced in any article. The idea is
that the design has to be registered which i s sought to be
reproduced on any article. Therefore, both the things are
required to go together, i.e. the design and the design
which is to be applied to an article. In the present case,
the design has been reproduced in the article like glass
which is registered. This could have been registered with
rexin or leather. Therefore, for registration of a
particul ar configuration or particular shape of thing which
is sought to be reproduced on a particular article has to
be applied. As in the present case the design sought to be
reproduced on a gl ass-sheet has been regi stered and there
is no evidence to show that this design was registered
earlier to be reproduced on glass in India or any other
part of the country or in Germany or even for that matter
in United Kingdom therefore, it is for the first tinme
registered in India which is new and origi nal design which
is to be reproduced on gl ass sheet. Therefore, the

submi ssi on of |earned senior counsel for the appellant,

M . GQupta cannot be accepted that this design was not new
and ori gi nal

9. In this connection, our attention was invited to
the decisions of the Delhi Hi gh Court in 1981 PTC 239

[Ms. Donestic Appliances and OGthers v. Ms. d obe Super

Parts] and 1983 PTC 373 The Wnto Ltd. Bonmbay v. Ms.

Meena Match Industries, Sivakasi & Ors.]. In Ms. Domestic
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Appliances & Os., Ms. dobe Super Parts, Faridabad
manuf act ured gas tandoors and they got the design

regi stered in respect of gas tandoor. The petitioners-
Ms. Donestic Appliances & Os. al so manufacture gas
tandoors under the trade mark 'Sizzler’'. They were selling
the sanme in Del hi market. The respondent filed a suit

agai nst the petitioners alleging inter alia infringenment of
the design and obtained tenporary injunction restraining
the petitioners fromselling the seasonal goods. The
petitioners filed an application under Section 51A of the
Desi gns Act, 1911 for cancellation of the design No. 145258
before the Controll er of Designs, Calcutta. The
cancel | ati on was sought on the allegations that the design
No. 145258 was pre-published in India on the date of
registration in as nmuch-as the respondents thensel ves were
manuf acturing and selling the gas tandoors earlier to the
date of application for registration of design No.145258
and sold the sane to various parties in Del hi, Punjab
Haryana, Jammu & Kashmir & Utar Pradesh and al so
advertised the said supercook gas tandoor in severa
newspapers. It was al so alleged that the respondents were
not the originators or the owners of the design. Therefore,
it should be cancelled. This was resisted by the
respondents. Simlarly in this case here also it was

al l eged that this application has been filed as a
counterblast to the suit filed by the respondent and it
was al so pl eaded that the petitioners were not interested
in cancellation of the design. In the suit certain issues
were framed and the High Court held that there was no
definite evidence produced by the parties that the design
had been previously registered in India. It was also held
that the respondents were manufacturing the gas tandoors of
the inpugned design prior to 1977 and ultimately the Court
hel d that the gas tandoors of the inmpugned design had been
sold prior to the date of its publication. In other words
the design had been published for the first time in India
in 1977. Therefore, this case was decided purely on the
guestion of fact and no ratio has been laid down. Sinmilarly
in 1983 PTC 373, this was a case by the Wnto Limted, a
public limted company which carried on business of

manuf acturing and selling match boxes. It was claimng
that they were one of the fanous manufacturers of natches
and they devel oped a design and gave it a nane as

" HOTSPOT' and nade an application for registration under
the provisions of the Designs Act,1911 and the same was
regi stered. Thereafter a suit was instituted agai nst™ Ms.
Meena Match Industries, Ms. Thilgaraj Match Works and Ms.
Sanjay & Co to restrain the defendants from manufacturing,
produci ng, selling and/or narketing or offering for sane
mat ch boxes bearing the i mpugned pattern/ design on the
mat ch boxes. After review of the evidence on record-the
Court held that the design given to Ms. Wnto was |iable
to be cancelled on the ground that it has been published in
India prior to the date of registration and the design was
not a new or original one. Therefore, this was al so deci ded
basically on the question of fact. Simlarly in the present
case, as we have discussed above, that this design which
was registered in the nane of Ms. CGopal d ass Wrks was
not published in India or in Germany. Therefore, it was a
new and ori gi nal design.

10. The question of eye appeal cane up for
consideration in Interlego A.G v. Tyco Industries Inc.
([1988] 16 RP.C. 343). In that their Lordships have laid
down inmportant test in the matter of visual appeal of the
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eye. It was observed as follows:
" In relation, however, to an
assessment of whether a particul ar shape
or configuration satisfies the former and
positive part of the definition, the fact
that an inportant part of the very
purpose of the finished article is to
appeal to the eye cannot be ignored. That
factor was one whi ch was conspi cuously
absent fromthe articles upon which the
courts were required to adjudicate in the
cases of Tecalemt Ltd. v. Ewarts
Ltd. (1927) 44 R P.C. 503, Stenor and Anp
and in the nore recent Irish case of
Allibert SCA v. O Connor [1981] F.S.R
613, in all of which the claimto
registration failed. It was one which was
present in the case of Kestos where the
claimto the validity of the design
succeeded. It i's present in the instant
case. One starts with the expectation of
eye-appeal , for part of the very purpose
of the article is to have eye-appeal
That was aptly expressed by Wiitford J.
inrelation to the sane subject-matter as
in this appeal in the case of Interlego
A.G v. Alex Folley (Vic) Pty.Ltd.
[1987]F.S. R 283 at page 298: -

" 1 would have expected a
desi gner designing toys to have the
guestion of the appeal of the toy to
the eye, even in the case of a
functional toy, in mnd. M.Rylands who
have evi dence for the defendants said
that when designing a functional toy it
is necessary to have regard not only to
suitability for purpose but to overal
appear ance. You have to design so that
the article in question will nake an
i medi ate visual appeal to a child or
to the parent or other person buying
for a child.""

One has to be very cautious unless two articles are

si mul t aneously produced the Court then al one the Court will
be able to appreciate. But in the present case no design
reproduced on the gl ass-sheets was either produced before
the Assistant Controller or before the Hi gh Court or before
us by the appellant to appreciate the eye appeal. The
appel | ant coul d have produced the design reproduced on

gl ass-sheet it manufactured in United Kingdom or Germnany.
That coul d have been deci si ve.

11. Qur attention was invited to Dover Ltd. wv.
Nur nber ger Cel | ul oi daren Fabri k Gebruder Wol ff ([1910] 27
R P.C. 498). This was a case in which the question was of
the pattern or ornanment of hand grip for cycle handles
brought an action for infringement against a German firm of
manuf acturers, and against their London agents. The
defendants admtted that they were selling cycle handles
with the design resenbling the plaintiffs' registered
desi gn but pleaded that the plaintiffs’ registered design
was not a new or original design not previously published
in the United Kingdom and alleged that it was comonly
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known for nmany years prior to the date of the registration
Though the Single Judge held that the design was new and
original having regard to the kind of article for which it
was registered and that it had been applied by the
def endants to the cycle handles sold by thembut the Court
of Appeal held that the design was not new or origina
within the definition of the Patents and Designs Act,
1907, and that the defendants had not infringed. Therefore,
this case was deci ded on the question of fact and
evi dence |l ead by the parties. In this case, Buckley,J.
observed as foll ows:
" In my opinion, there is in this
no originality. If, however, the
Respondents’ Counsel are right in saying
that the Design is the whole thing as
shown in the picture, then, it seens to
me, that the Defendants have not
infringed. Their handle is not divided
into six panels but-into nine panels.
Their grooves are so nmuch nmore shal I ow
than the Plaintiffs’ grooves as to be
easi |y distinguishable fromthem
Fraudul ent imtation there was certainly
none; neither was there obvious imtation
ei t her.
In ny judgnment, this Act was
i ntended to protect Designs which really
have sone nerit by way of novelty or
originality and not to give colour to
such paltry and trivial clainms as have
been set up in this case. The appea
must, | think, succeed and the action be
di sm ssed with costs."

Kennedy L.J. also took the simlar view and observed as
fol | ows:

" In the present case, as | have already
said, if | rightly appreciate the

evi dence, a paneled hand grip with
grooved divi sions was not new, nor was
the engi ne-turning of surfaces as an
ornanent ati on of those surfaces new, for
it had been applied to what | may, |
think, fairly call the kindred surfaces
of knife handl es and penhol ders, where
the hand grips them | cannot find either
novelty or originality in the Plaintiffs’
Desi gn by reason of such a combination.™

Therefore, both the case was distingui shable on question of
facts only.

12. Qur attention was also invited to King Features
Syndi cate I ncorporated and Frank Cecil Betts, the Persona
Representative of Elzie Chrisler Segar, Deceased. V. O &
M Kl eeman Ld. ([1941] 58 R P.C. 207). In this case also,
action was brought for alleged infringement of certain
copyright in certain drawings. It was contended by the

def endants that they had not manufactured or inported and
sold as alleged by the plaintiffs and there was no

i nfringement. Leave was granted. The Court of Appea

al l owed the appeal. The plaintiffs appealed to the House of
Lords and the appeal was allowed. There al so much turned
on the question of evidence.
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13. Qur attention was invited to Ganmeter v.
Controller of Patents & Designs and others A |l.R 1919
Cal . 887. Their Lordships discussed the concept of new and
original. In that context, it was observed as foll ows:

" A design in order to be new or
original within the neaning of the Act,
need not be new or original in the sense
of never having been seen before as
applied to any article whatever, there
m ght be a novelty in applying an old
thing to a new use, provided it is not
ner el y anal ogous. Were the design of a
netal band called the "Novelty band,"
intended to attach a watch to the wist,
was simlar in shape and configuration to
a bracel et previously manufactured for
or nanent al. purpose.”

Thei r Lordshi ps further held as follows:
" Though the shape of the
"Novel ty" band by itsel f could not be
said to be new and original, the
application of it to a watch to be worn
on the wist was for a purpose so
different fromand for a use so sinilar
to the purpose and use of the bracel et
that the design in question might be
said to be original. worn on the wi st
was for a purpose so different from and
for a use so simlar to the purpose and
use of the bracelet that the design in
guestion mght be said to be original."

Therefore, this case al so depended on the appreciation of
the material placed before the Court.

14. The next evidence which was |ead by the
appel l ant was a website had been downl oaded fromthe
United Ki ngdom Patent Office effecting patent that may be
applied to glass sheets. No evidence has been produced to
show that M s. Vegla Vereinigte G aswerke Grbh had
manuf actured this design in glass sheet or not. It is only
a desi gn downl coaded fromthe website of the Patent office
in UK and it is not known whether it was reproduced on
gl ass-sheet in U K or not. In this connection, the
Assi stant Controller has only observed that he has made a
vi sual comparison of the U K registered design No.2022468
with the impugned design No.190336 and he was satisfied
that both the designs nmake sane appeal to the eye and there
was sufficient resenbl ance between the two designs:
Therefore, the Assistant Controller held that the inpugned
design was prior published and it could not be said to be
new or original. The Assistant Controller further observed
that the proprietor of this design had not been able to
nake a difference between the U K. design and the present
design. This was not accepted by |earned Single Judge of
the Calcutta Hi gh Court and for the good reason. It was
observed by | earned Single Judge as under

" The illustrations in the form of
drawi ngs downl oaded fromthe website of
the United Ki ngdom Patent O fice depict
the patterns that nay be applied to
gl ass sheets. The patterns may be sane
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but the illustrations do not give the
sanme visual effect as the sanples of the
gl ass sheets produced by the appellant in
Court. There are also no clean
unm st akabl e instructions or directions
for production of glass sheets of the
pattern illustrated.

The visual effect and/or appeal of
a pattern enmbossed into glass sheets by
use of enbossing rollers could be
different fromthe visual effect of the
same pattern etched into glass sheets
manual | y. The respondent no.1 has not
consi dered these factors.

The order inpugned considered wth
the materials on record, including in
particul ar the conputer print outs
clearly reveals that the respondent no.1
has only ‘conpared the pattern and/ or
confi guration consi dered the visua
appeal thereof, but not the visual appea
of the pattern and/or configuration on
the article. In other words, the
Respondent No.1 has not considered the
vi sual appeal of the finished product.

There are no naterials on record to
show t hat the design had previously been
applied to glass sheets. On the other
hand, an affidavit was sworn on behal f of
the appellant by a Liaison Executive
affirm ng that he had ascertained that
the proprietor of the design registered
in the United Ki ngdom had never
manuf act ured gl ass sheets of the design
regi stered.™

Fromthis it appears that in fact the pattern of the design
which is reproduced on the glass-sheet and the design and
the pattern which was reproduced on the gl ass-sheet of the
United Kingdom was not comon. The affidavit sworn on
behal f of the respondent herein, the |iaison Executive that
he had ascertained fromthe proprietor of the design

regi stered in United Kingdom and they have never
manuf act ured gl ass-sheet of the design registered. This
affidavit evidence of the Liaison Executive of the
respondent conpany has remai ned un-rebutted.  Secondly, the
| earned Assistant Controller has not properly compared the
two designs that on what conparison he found that the sane
configuration or pattern are identical with that of the

i mpugned design. Sinply by saying visually one can‘liable
to commit the mistake but if the comparison is to be judged
whet her the pattern of the United Kingdom and that of the
present pattern is three dimension or not. Both the designs
were placed before us as was done before the H gh Court

al so. Learned Single Judge recorded its finding after
seeing both the designs that there is distinguishable

di fference between the two. Sinilar attenpt was nade
before us to show that both the designs i.e. one that is
published in United Kingdom and the inmpugned design are
identical. W have seen the original glass pattern produced
bef ore us and the phot ograph of the pattern produced on
record. If the conplainant was serious about the sane, it
coul d have produced the pattern which was reproduced on the
gl ass-sheet in the United Kingdom and the pattern which is
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reproduced on the gl ass-sheet by the rollers of the design

produced before us. |If these two gl ass-sheets were placed
bef ore | earned Single Judge or before us we woul d have been
able to record the finding. The finding recorded by the
Assistant Controller is nmost inconclusive and it does not
gi ve us any assurance that it was a proper conparison of
the two patters by the Assistant Controller. Learned

Si ngl e Judge of the Calcutta H gh Court had occasion to go
t hrough both the patterns and found that there is no
conparison. Likew se, the gl ass-sheets were placed before
us with all dinmensions along with a copy of the print out
of the United Kingdom and we are of opinion that there is
no conpari son between the two. Fromthe visual appea

pl aced before us, |earned Single Judge has rightly

concl uded that there is no-conparison of pattern or
configuration of two designs. W fully agree with the view
taken by l earned Single Judge. Hence on this count also
the view taken by the Assistant Controller does not appear
to be correct and the view taken by | earned Single Judge of
the Calcutta Hgh Court is correct.

15. As a result of our above discussion, we do not

find any nmerit in thi's appeal and the sane is disnissed
with costs of Rs.50,000/-(Rupees fifty thousand only).




