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The plaintiff, feeling aggrieved by the orders of the |earned
Trial Judge and the High Court of Cujarat, refusing his prayer for
the grant of ad-interiminjunction has filed these special |eave
petitions.

Leave granted.

According to the plaintiff, he started the business of col our
lab and studio in the year 1982 in Ahnmedabad, in the nane and
style of Miktajivan Colour Lab and Studio and is using the nane
since 1982 openly, extensively and to the know edge of

everyone concerned. The high quality of services rendered by
the plaintiff to his customers has earned a reputation and
devel oped a goodwi || associated with the trade nane Miktajivan
Col our Lab. In order to devel op his business the plaintiff has
pronoted his wi fe Radhaben to open a new colour labin the

name and style of Miktajivan Col our Studio at two ot her
localities of Ahnmedabad one, at H. J. House, next to Mani nagar
and two, at Nandanbaug Shopping Centre, Nava Vadaj. At the
|atter place the business is being run in the partnership of
Radhaben, the wife of the plaintiff and her brother, Karsan Mnji
Bhutia. The plaintiff has expanded his business by incurring
substantial expenditure on advertisenment and by incorporating
the word Muktajivan in all stationery materials, |etter-heads,

i nvoi ces, al bunms, hoardings, sign-boards etc. The defendant
no.1l who was carrying on his simlar business in the nane and
style of Gokul Studio is intending to comence business

through his w fe, the defendant no.2 by adopting the nane and
style of Miktajivan Col our Lab and Studio.

On 12.5.1997 the passing off action was initiated by the
plaintiff by filing a suit in the District Court of Ahnedabad
seeki ng i ssuance of pernmanent preventive injunction against the
def endants restraining themfrom passing off their business,
servi ces and goods as of and for the business, services and
goods of the plaintiff. An application seeking an ad-interim

i njunction, on identical facts, was also filed. On the sanme day
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the learned Trial Judge passed an ex-parte order of injunction
directing the defendants to naintain status quo in respect of
Mukt aj i van Col our Lab and Studio if the business is not yet
started in the nane and style of Miktajivan Col our Lab and

Studio till the next date. The defendants nmade appearance and
submitted that their business in the name of Miktajivan Col our
Lab and Studio had started before the filing of the suit. It was

further subnitted that the plaintiff was earlier carrying on
busi ness in the name of MJ. and it was in the year 1995 that
the plaintiff substituted Muktajivan in place of MJ. Secondly,
the plaintiffs business nane was QSS- Miktajivan Col our Lab
since 1995 and therefore it was not correct that the plaintiffs
trade nane was Miktajivan Col our Lab since 1982 as all eged by
him It was admtted that the defendant no.1 was carrying on
the business in the name of Gokul Studio but there was nothing
wong in the defendants starting or continuing their business in
the name and styl e of Miktajivan Col our Lab which will not be
identical wth the business of the plaintiff and therefore woul d
not anpbunt to comm tting the wong of passing off. It was al so
submitted that the locality where the defendants had started
their business was away fromthe area where the plaintiff was
carrying on his business and as the two localities were away
fromeach other, the plaintiff could not have any cause of action

Both the parties adduced evidence on affidavits.
Subst antial docunents were filed enabling the Court forming an
opi nion on the issue relevant for decision at the stage of grant of
tenmporary injunction. Vide order dated 9.9.1997 the Trial Court
directed the application filed by the plaintiff to be disnissed
al though the Trial Court had found that the plaintiff was carrying
on his business in the trade name of Miktajivan Colour Lab since
1995 and the defendant who had recently adopted the word
Mukt aj i van in his business name had so done on or about the
date of the institution of the suit. The Trial Court observed that
the defendants studi os name was sonewhat identical with the
trade name of the plaintiff. 'In spite of these findings the |earned
Trial Judge refused the prayer for the grant of injunction mainly
on the ground that although the businesses of the plaintiff and
the defendants were situated in Ahmedabad but the business of
the defendants was in the outer periphery of the city of
Ahmedabad, at a distance of about 4 to 5 kms. fromthe pl ace
where the plaintiff was carrying on his business which was
mainly in the city area, and therefore, a case for restraining the
def endants from doi ng the business in the name and styl e of
Mukt aj i van Col our Lab and Studio did not arise.

The plaintiff preferred an appeal in the H gh Court. The
H gh Court dism ssed the appeal mainly for two reasons.. Firstly,
the H gh Court held that the defendants business had already
come into existence on the date of the institution of the suit and
therefore could not be restrained by issuance of a‘ preventive
injunction. Secondly, the Hi gh Court opined that other than the
plaintiffs own business of Miktajivan Colour Lab and Studi o at
Nar angpura | ocality of Ahmedabad which was his sole
proprietary business he had no such interest in the business run
at H. J. House Mani nagar and Nandanbaug Shoppi ng Centre,
Nava Vadaj |ocalities which were partnership concerns wherein
the plaintiff hinself was not a party. The Hi gh Court went on to
observe that there were no pleadings to suggest that the other
two busi nesses using Miktajivan as part of their trade nanes
were so using the nanme under the authority and licence of the
plaintiff and therefore the plaintiff was not entitled to the grant
of an injunction restraining only the defendant from using
Mukt aj i van. The appeal was therefore directed to be dism ssed.
An interimorder of injunction which was granted earlier by the
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Hi gh Court was also directed to be vacated.

Though there is overwhel mi ng docunentary evi dence filed

by the plaintiff in support of his plea that he has been carrying
on his business in the nane and style of Miktajivan Col our Lab
since long we would, for the purpose of this appeal, proceed on
the finding of fact arrived at by the Trial Court and not di sl odged
by the High Court, also not seriously disputed before this Court
that the plaintiff has been doing so at |east since 1995. Wthout
entering into controversy whether the defendants had al ready
started using the word Miktajivan as a part of their trade nane
on the date of the institution of the suit we would assune that
such busi ness of the defendants had cone into existence on or a
little before the institution of the suit as contended by the

def endants. The principal issue determ native of the grant of
temporary injunction woul d be whether the business of the
plaintiff run in atrade name of which Miktajivan is a part had
cone into existence prior to conmencenment of its user by the

def endants and whether it had acquired a goodwi Il creating a
property inthe plaintiff soas to restrain the use of word
Mukt aj i van i n-the busi ness name of a'sinmlar trade by a
conpetitor, i.e., the defendants.

It is common in the trade and business for a trader or a

busi nessman to adopt /a nanme and/or mark under which he

woul d carry on his trade or business.  According to Kerly (Law of
Trade Marks and Trade Nanes, Twelfth Edition, para 16.49), the

nanme under which a business trades wll al nost always be a

trade mark (or if the business provides services, a service nmark

or both). |Independently of questions of trade or service mark
however, the nane of a business (a trading business or any

other) will normally have attached toit a goodw Il that the courts
will protect. An action for passing-off will then |lie wherever the
def endant companys nane, or its intended nane, is calcul ated

to deceive, and so to divert business fromthe plaintiff, or to

occasi on a confusion between the two businesses. |If this is not
nmade out there is no case. The ground is not to be limted to
the date of the proceedings; the court will have regard to the

way in which the business may be carried on in the future, and

to its not being carried on precisely as carried on at the date of
the proceedings. Were there is probability of confusion in

busi ness, an injunction will be granted even though the

def endants adopted the nane innocently.

It will be useful to have a general view of certain statutory
definitions as incorporated in the Trade Marks Act, 1999. The
definition of trade mark is very wi de and means, inter alia, a
mar k capabl e of being represented graphically and which'is
capabl e of distinguishing the goods or services of one person
fromthose of others. Mark includes anpngst other “things nane
or word al so. Nane includes any abbreviation of a nane.

A person may sell his goods or deliver his services such as

in case of a profession under a trading nane or style. Wrth the
| apse of time such business or services associated with a person
acquire a reputation or goodw || which becones a property which
is protected by courts. A conpetitor initiating sale of goods or
services in the same name or by imtating that name results in
injury to the business of one who has the property in that name.
The | aw does not permt any one to carry on his business in such
a way as woul d persuade the custoners or clients in believing
that the goods or services belonging to soneone else are his or
are associated therewith. 1t does not matter whether the latter
person does so fraudulently or otherw se. The reasons are two.
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Firstly, honesty and fair play are, and ought to be, the basic
policies in the world of business. Secondly, when a person
adopts or intends to adopt a nane in connection with his

busi ness or services which already bel ongs to someone else it
results in confusion and has propensity of diverting the
customers and clients of sonmeone else to hinself and thereby
resulting in injury.

Sal nrond & Heuston in Law of Torts (Twentieth Edition, at
p.395) call this formof injury as injurious fal sehood and
observe the same having been awkwardly termed as passing
of f and state: -

The | egal and econom c basis of this tort
is to provide protection for the right of
property which exists not ina particular
nane, mark or style but in an

est abl i shed business, commerci al or

prof essi onal reputation or goodwill. So
to sell nerchandise or carry on business
under such a nane, nmark, description, or
ot herwi se in such a manner as-to nislead
the public into believing that the

mer chandi se or busi ness is that of

anot her person is a wong actionable at
the suit of that other person. This form
of injury is conmonly, though

awkwardly, termed that of passing off
ones goods or business as the goods or
busi ness of another and is the nost

i nportant exanple of the wong of

i njurious fal sehood. The gist of the
conception of passing off is that the
goods are in effect telling a fal sehood
about thensel ves, are sayi ng sonething
about thensel ves which is calculated to
m slead. The law on this matter i's
designed to protect traders agai nst that
formof unfair conpetition which consists
in acquiring for oneself, by means of

fal se or m sl eading devices, the benefit
of the reputation already achi eved by
rival traders.

In Certli Vs. Bowran (1957) RPC 388, (at page 397) the

gi st of passing off action was defined by stating that it was
essential to the success of any claimto passing off based on the
use of given nark or get-up that the plaintiff should be able to
show that the di sputed mark or get-up has becone by user in

the country distinctive of the plaintiffs goods so'that the use in
relation to any goods of the kind dealt in by the plaintiff of that
mark or get up will be understood by the trade and the public in
that country as neaning that the goods are the plaintiffs goods.

It isin the nature of acquisition of a quasi-proprietary right to
the exclusive use of the mark or get-up in relation to goods of
that ki nd because of the plaintiff having used or made it known
that the mark or get-up has relation to his goods. Such right is
i nvaded by anyone using the same or sone deceptively simlar

mark, get-up or nane in relation to goods not of plaintiff. The
three el ements of passing off action are the reputation of goods,

possibility of deception and |ikelihood of damages to the plaintiff.

In our opinion, the same principle, which applies to trade mark
is applicable to trade nane.
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In an action for passing off it is usual, rather essential, to
seek an injunction tenporary or ad-interim The principles for
the grant of such injunction are the same as in the case of any
other action against injury conplained of. The plaintiff nust
prove a prima facie case, availability of bal ance of convenience
in his favour and his suffering an irreparable injury in the
absence of grant of injunction. According to Kerly (ibid, para
16. 16) passing off cases are often cases of deliberate and
intentional msrepresentation, but it is well-settled that fraud is
not a necessary elenment of the right of action, and the absence

of an intention to deceive is not a defence though proof of
fraudulent intention may materially assist a plaintiff in
establ i shing probability of deception. Chri st opher Wadlow in
Law of Passing OFf (1995 Edition, at p.3.06) states that the
plaintiff does not haveto prove actual danage in order to

succeed in an action for passing off. Likelihood of damage is
sufficient. The same | earned author states that the defendants
state of mind is wholly irrelevant to the existence of the cause of
action for passing off (ibid, paras 4.20 and 7.15). As to how the
i njunction granted by the Court would shape depends on the

facts and circunstances of ‘each case. Were a defendant has
imtated or adopted the plaintiffs distinctive trade mark or

busi ness nane, the order may be an absol ute injunction that he
woul d not use or carry on business under that name. (Kerly,

i bid, para 16.97).

In the present case the plaintiff clainms to have been

runni ng his business ' in the name and style of Miktajivan Col our
Lab and Studio since 1982. He has produced mmterial enabling

a finding being arrived at in that regard. However, the tria
court has found himusing Miktajivan as part of his business

nane at |east since 1995. The plaintiff is expanding his business
and exploiting the reputation and goodwi || -associated with

Mukt ajivan in the business of Col our Lab-and Photo by expanding
the business through his wife and brother-in-law. On or about

the date of the institution of the suit the defendant was about to
conmmence or had just commenced anidentical business by

adopting word Miuktajivan as a part of his business nane

al though till then his business was being run inthe nane and
style of Gokul Studio. The intention of the defendant to nake

use of business nane of the plaintiff so as to divert his business
or customers to hinmself is apparent. It is not the case of the
def endant that he was not aware of the word Muktajivan being

the property of the plaintiff or the plaintiff running his business
in that nane though such a plea could only have indicated the

i nnocence of the defendant and yet no difference woul d have
resulted in the matter of grant of relief to the plaintiff because
the likelihood of injury to the plaintiff was wit large. It |is
difficult to subscribe to the |ogic adopted by the Trial Court, as
al so the High Court, behind reasoning that the defendants

busi ness was situated at a distance of 4 or 5 Kns. “fromthe
plaintiffs business and therefore the plaintiff could not have
sought for an injunction. In a city a difference of 4 or 5 Kns.
does not matter nmuch. 1In the event of the plaintiff having
acquired a goodwill as to the quality of services being rendered
by hima resident of Ahnedabad city would not mind travelling a

di stance of a few kiloneters for the purpose of availing a better
quality of services. Once a case of passing off is made out the
practice is generally to grant a pronpt ex-parte injunction

foll owed by appoi ntnment of |ocal Comm ssioner, if necessary. In
our opinion the trial court was fully justified in granting the ex-
parte injunction to the plaintiff based on the material made

avail able by himto the court. The Trial Court fell in error in
vacating the injunction and simlar error has crept in the order of
the Hi gh Court. The reasons assigned by the Trial Court as also
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by the High Court for refusing the relief of injunction to the
plaintiff are wholly unsustai nabl e.

The observation of the Trial Court that the business name

sought to be adopted by the defendants was sonewhat simlar

to that of the plaintiffs was immterial and irrelevant. This
observation, the Trial Court was probably persuaded to nmake, in
the background that the business name sonetines adopted by

the plaintiff used Q@SS as prefixed to Muktajivan Col our Lab or
as part of the full name and that made the difference. The

| earned counsel for the plaintiff-appellant has pointed out that
@SS is an abbreviation, the elongated or full formwhereof is
Quick Service Station and that was nerely an adjective prefixed
to the nane. W find merit in the submssion. It is the word
Mukt aj i van the enpl oyment of which nakes distinctive the

busi ness name of the plaintiff and it is the continued use of
Mukt ajivan in the business name of the plaintiff which has
created a property therein linked with the plaintiff. W are,
therefore, unhesitatingly of the opinion that a clear case for the
grant of ‘ad interiminjunction prayed for by the plaintiff was
made out and the trial court and the H gh court both fell in an
error in not granting the samne.

There was no delay in filing the suit by the plaintiff. The
plaintiff filed the suit with an avernent that the defendants were
about to commt an injury to the plaintiff.  The defendants took a
pl ea that they had al ready conmenced the business with the

of fendi ng trade name w t hout specifying actually since when

they had commenced such business.” This has to be seen in the
background that the defendants business earlier was admttedly
being carried on in the nane and style of Gokul “Studio. The
conmencenent of such business by the defendants could

theref ore have been subsequent to the institution of the suit by
the plaintiff and before the filing of the witten statenment by the
defendants. In such a situation, on the plaintiff succeeding in
maki ng out a prima facie case, the court shall have to

concentrate on the likelihood of (injury which would be caused to
the plaintiff in future and sinply because the business under the
of fendi ng nane had al ready commenced before the filing of the
witten statenent or even shortly before the institution of the
suit woul d not make any difference and certainly not disentitle
the plaintiff to the grant of ad-interiminjunction

We are conscious of the law that this Court woul d not

ordinarily interfere with the exercise of discretion in the matter
of grant of tenporary injunction by the High Court and the Tria
Court and substitute its own discretion therefor except where the
di scretion has been shown to have been exercised arbitrarily or
capriciously or perversely or where the order of the Court under
scrutiny ignores the settled principles of |aw regulating grant or
refusal of interlocutory injunction. An appeal against exercise of
di scretion is said to be an appeal on principle. Appellate court
will not reassess the material and seek to reach a concl usion
different fromthe one reached by the court bel ow sol ely on the
ground that if it had considered the matter at the trial stage it
woul d have cone to a contrary conclusion. |f the discretion has
been exercised by the trial court reasonably and in a judicia
manner the fact that the appellate court would have taken a
different view may not justify interference with the trial courts
exerci se of discretion [(see Wander Ltd. v. Antox India P.Ltd :
1990 (Supp) SCC 727 and N.R Dongre v. Wirpool Corporation

and anot her: (1996) 5 SCC 714)]. However, the present one is

a case falling within the well accepted exceptions. Nei t her the
Trial Court nor the Hi gh Court have kept in view and applied

their mind to the relevant settled principles of |aw governing the
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grant or refusal of interlocutory injunction in trade nark and
trade nane disputes. A refusal to grant an injunction in spite of
the availability of facts, which are prima facie established by
overwhel m ng evidence and material available on record

justifying the grant thereof, occasion a failure of justice and such
injury to the plaintiff as would not be capabl e of being undone at
a latter stage. The discretion exercised by the Trial Court and
the H gh Court against the plaintiff, is neither reasonable nor
judicious. The grant of interlocutory injunction to the plaintiff
coul d not have been refused, therefore, it becones obligatory on
the part of this Court to interfere.

For the foregoi ng reasons these appeals are allowed. An
ad-interiminjunction under Rules 1 and 2 of Order 39 of the CPC
shal |l issue in favour of the plaintiff-appellant restraining the

def endant -respondents fromusing directly or indirectly the word
Muktajivan in their trade nane associated with the business

and services of colour |ab and studio and any other simlar word

or name which may be identical or deceptively simlar to the
plaintiffs trade nanme. The plaintiff-appellant shall be entitled to
costs throughout incurred upto this stage.

Before parting we would like to make it clear that this

order is being passed at an interlocutory stage, and therefore,

any observation nmade by this Court touching the facts, and any
factual finding arrived at this stage would not cone in the way of
the Trial Court or Appellate Court in-arriving at a final decision at
variance therewith on trial of the issues on nerits after recording
the evi dence.

( R C LAHOTI )
J

(K. G BALAKRI SHNAN)
December 4, 2001
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