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Thi s appeal by special is directed against the judgnment and order
dated 12th Oct ober, 2007 passed by a Division Bench of the Hi gh Court of
Judi cature at Madras in Trade Mark Second Appeal (TMSA) No. 2 of 1998
affirm ng the judgnent and order dated 25th Septenber, 1998 passed in
T.M A No.3 of 1989 whereby and whereunder an appeal preferred by the
appel | ant herein under Section 109 of the Trade and Merchandi se Marks
Act, 1958 arising out of an order dated 12th My, 1979 by respondent No. 3
was di smi ssed

Appel l ant is a company incorporated under the Conpani es Act, 1956.
It manufactures whi sky under the mark \021Peter Scot\022. Mnufacture of the
sai d product allegedly was started by the conpany in My, 1968. An
application was filed by it for registration of its mark before the respondent
No.3. Appellant was inforned that its application'was accepted and al | owed
to proceed with the adverti senent, subject to the condition that the mark
woul d be treated as associated with Reg. T.M No.249226-B

A proceeding was initiated as regards registration of the trade mark
No opposition was filed by the respondent. Only one Ms. Mhan Meakins
filed an opposition. The said trade nmark was regi stered.

Respondent Nos. 1 and 2 cane to know of the appellant\022s nark on or
about 20th Septenber, 1974. They filed an application for rectification of
the said trade mark on 21st April, 1986. W nmay also notice that a suit for
passing off has also been filed by the 1lst respondent ‘and others in the
Bonbay Hi gh Court being C.S. No. 1729 of 1987, which is stated to be still
pendi ng.

Appel | ant havi ng been cal |l ed upon showi ng its cause, by way of an
affidavit affirnmed by one M. Petern Warren expl ai ni ng the nmanner’ in which
the word \021Peter Scot\022 was coined, stating :-

\023While | was enpl oyed in Khoday, the whisky we
produced was sold under at |east two marks,

nanel y RED KNI GHT and PETER SCOT. The

brand nanme \021Peter Scot\022 was coined primarily with
ny father in nnd i.e. using his forenane, \021Peter\ 024,
and his nationality, \021Scot\022. Another factor behind
the coining of this brand nane was the

internationally known British explorer, Captain

Scott, and his son Peter Scott, who is wdely
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known as an artist, naturalist and Chairman of the

Wrld Wldlife Fund. Although the nane \021Scott\ 022

is spelt with two \021t\022s, it is phonetically the sane as
\ 021Scot\ 022.

Before the 3rd respondent, respondents 1 and 2 filed affidavits
affirmed by 20 different persons in support of their application for
nodi fication. One of the affidavits to which, we woul d advert to a little later
was affirmed by lan Barclay, who is an in-house Solicitor of the said
respondents.

Several issues were framed by the 3rd respondent in the said
proceedi ngs whi ch were as under \026

\023(1) Wether the applicants are \023persons
aggri eved\ 024 under Section 56;

(2) VWet her the Application for rectification is
not maintai nabl e due to any m s-joi nder of
Appl i cants;

(3) Whet her the inpugned mark was not

di stinctive of the goods of the registered
proprietors at the conmencenent of the
rectification proceedings;

(4) Whet her the i npugned registration
contravenes Section 1l at the

conmmencenent of rectification proceedings;

and

(5) Whet her the mark is liable to be rectified
and if so, in what manner.\024

Wil e opining that the 1st respondent has no locus standi to mmintain
the said application for rectification, it upheld the |ocus standi of the 2nd
respondent. As regards Issue No.2 is concerned, it held that the m s-joi nder
of the applicants is not fatal. |[|ssue No.3 which was to the effect that whether
the i mpugned mark was not distinctive of the goods of the registered
proprietors at the commencenent of the rectification proceedings, it was
answered in favour of the appellant.

| ssue No.4 which primarily concern us was discussed by the 3rd
respondent at sonme details. It was held that the mark has been used
deceptively for long tine and, although there-is also unexpl ai nabl e and
i nexcusabl e delay on the part of the respondents in filing the rectification
application, the registered proprietors failed to file any evidence nor did they
raise their little finger to rebut the evidence filed by the
appl i cants/respondents. The plea of acquiescence/del ay rai sed by the
appel | ant was negatived on the ground that the plea of deceptive elenment in
the i npugned nmark having neither been displaced nor rebutted by evidence
on the part of the registered proprietors, the pleas of delay and acquiescence
cannot be allowed in favour of the registered proprietors.

On the affidavit evidence filed on behalf of the respondents,
respondent No. 3, although opined, that the same was not satisfactory but
hel d the respondents\ 022 plea that the inmpugned registration contravenes
Section 11 of the Act, stating :-

\ 023Nonet hel ess, the evidence gives an inpression
that some custoners are being persuaded into

t hi nki ng that PETER SCOT brand Whisky is also a
Scotch Wi sky. This is on account of the
poresence of two factors, namely \026 (1) the
presence of the word Scot in the PETER SCOT

mark and (2) the presence of sone slogan on the
Wi sky bottles under PETER SCOT brand.
Unfortunately, there is absolutely no evidence
what ever fromthe registered proprietors to assai
or counteract or rebut the Applicants\022 evidence. In
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the absence of any material or evidence in rebutta
or reply fromthe registered proprietors, the

evi dence of Applicants stands unquesti oned,
unrebutted, unassailed and even unnitigated and
have no other go except to receive the vol um nous
affidavit and documentary evidence filed by
Applicants on its face val ue.\024

On the aforenentioned prem se, the application for rectification was
al | oned.

An appeal was preferred thereagai nst by the appellant before the Hi gh
Court in terms of Section 109 of the Act.

A learned Singl e Judge of the H gh Court dism ssed the said appeal
As regards the plea of acquiescence it was held :-

\ 023The acqui escence if it is to be made a
ground for declining to rectify, nust be of such a
character -as to establish gross-negligence on the
part of the applicant or deliberate inaction which
had regulated in the appel lant incurring substantia
expenditure or being msled into the belief that the
respondents though /entitled to, had deliberately
refrained fromtaking any action and were
unm ndful of the use of the nmark by the person in
whose nane it was regi stered
The facts of this case are not such as to warrant the
concl usion that there has been acqui escence.\024

Noti cing that the appellant had neither adduced any evi dence nor
cross-exam ned the deponents of the affidavits, it was held :-

\023It is unfortunate that the appellant had chosen to
refrain fromplacing any material ‘before the

authority to refuse the claimfor rectification
Apparently, appellant did not have great faith in

the validity of the registration and did not consider

it worthwhile even to cross-exani ne the w tnesses

who had filed the affidavits in support of the
application for rectification. It is evident that
adoption of the mark \021Peter scot\022 by the appell ant
was for the reasons nentioned in the affidavit of

Peter Jeffery Warren. The mark was adopted

apparently with a view to take advantage of the

good wi || associated with Scotch whi sky by using

the word \023Scot\ 024 as part of the trade mark for the
whi sky manuf actured by the appel |l ant.\ 024

As regards the quality of the affidavits it was held :-

\023The criticismlevel ed agai nst the deponents of

sone of the affidavits filed by the respondents as

evi dence though justified to sone extent does not

hel p the appellant to avoid rectification. The
statutory standard is not the actual confusion and
deception but likelihood thereof. The term\021Scot\ 022
when used in association with whisky of non-

Scottish origin is inherently capable of and is

i kely to cause confusion and deception.\024

Feeling aggrieved, an intra court appeal was preferred thereagainst

by
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the appellant. A Division Bench of the Hi gh Court, as noticed herei nbefore,
di smi ssed the said appeal. The Division Bench noticed at some | ength the
submi ssions nmade by the parties to inter alia hold :-

\ 023We have carefully consi dered the abovesaid
subm ssi ons made by the counsel on either side. 1In
our considered view, the use of the device \023Lion
Ranpant\ 024 and the abovesai d description especially
the description \023Distilled fromthe Finest Malt and
Bl ended with the Choi cest Wi skeys by Scotch

Experts under CGovernnent Supervision\024 is
definitely intended to | ead the consuners to

bel i eve that the whi skey manufactured by the
appel l ant is scotch whi skey. Though specific
averments as above sai d have been made in the
affidavit on lan Barclay, the same have not been
rebutted by the appellant by adducing rebutta

evi dence. . The appel |l ant has al so not chosen to
cross-exam ne-lan Barclay on the avernents

contained in the affidavit. Therefore, we are of the
consi dered view that both the third respondent and
the | earned single Judge have considered all the

rel evant materials avail able on record and have
exercised their discretion properly and as such we
do not find any reason'to interfere with the

j udgrment of the | earned single Judge.\024

M. R F. Narinman, |earned senior counsel appearing on behalf of the
appel l ant, submitted :-

1. Respondent No. 3 as also the Hi gh Court conmtted a serious
error insofar as they failed to take into consideration that in
view of the statement made in the affidavit affirmed by |an

Barcl ay that the respondents were aware of infringenment of

mar ked as far back in 1974 but as no action was taken in

relation thereto till 1986, the application for rectificati on was
barred under the principles of waiver and acqui escence.
2. Long delay of 14 years caused in filing the said application for

rectification should have been held to be fatal having regard to
the fact that the same caused i mense prejudice to the appel l'ant

as in the nmeantinme, the sale of the appellant had gone many

fol ds.

3. Acqui escence on the part of the respondents would anmount to
wai ver, if not abandonnment, of their right as any order passed

for rectification of the mark bei ng unconscionable and

i nequi tabl e, the same shoul d not have been al | owed.

4. The word \021Peter Scot\022 all egedly being evol ved of Scotl and
cannot be held to be a subject matter of passing off as :-
a) Purchasers of the sanme are di scerning;
b) They are aware of the brand which they woul d be
pur chasi ng
C) Ri ch and weal thy people would only ordinarily purchase

goods like Scotch Wisky and they being literate cannot

possi bly be pulled by the word \021Scot\ 024 knowi ng that they

are purchasing Scotch Whisky, particularly in view of the

fact that in the label as also in the box, it has

categorically been nmentioned that the product is a

\021PRI DE OF I NDI A\ 024 and is manufactured at Bangal ore in

I ndi a;

5. The Division Bench commtted a serious error insofar it failed
to take into consideration the aforenmentioned argunents of the
appel | ant, although categorically noticed by it, so far as if the
label is to be looked by inits entirety, the enblem of Ranpant
Lion with the words \021Distilled fromthe Finest Malt and

Bl ended with the Choi cest Wi skies by Scotch Experts under
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Gover nment Supervi sion\ 022 nust be read with the word \ 023PRI DE
OF I NDI A\ 024 and the nanes of the appellant and the fact that it
was manuf actured at Bangal ore.

6. The Division Bench of the High Court commtted a serious
error in so far as it failed to take into consideration that having
regard to the provisions contained in Section 26 of the

Geogr aphi cal Indication of the Goods Act, 1999 (for short \023the
1999 Act\024), the rights of trade marks which had been acquired
through use in good faith were protected and thereby conmitted

a serious error in not allow ng the appellant to raise the said
contention, on the prem se that the sane was being raised for

the first time before it.

M. Ashok H. Desai, |earned Senior Counsel appearing on behalf of
the respondent Nos. 1 and 2, on the other hand subnitted :-

(1) The findings of fact arrived at by the respondent No. 3 and as
affirmed by the | earned Single Judge and the Division Bench of the

H gh Court should not be interfered with as they cannot be

characterized as extraneous or perverse bei ng based on no

evi dence.

(ii) An application for rectification is the only renedy in respect of a
regi stered trade mark which is likely to deceive or cause confusion

for the purpose of ‘maintaining the purity of register of trade narks
wher ef or the extended concept of passing off action should be

recogni zed.

(iii) The basic distinction betweenthe trade mark infringement and
passing off action is that whereas the former flows froma statutory
right, the latter is action intort being inthe real mof unfair
conpetition.

(iv) Courts in India and abroad having consistently protected Scotch
Whi sky, any mark carryi ng words such as SCOT, d en and

Hi ghl and shoul d not be allowed to continue. Appellant by using

its product as Peter Scot, which'is an Indian Whisky, intended to

be seen as a manufacturer of Scotch Whisky, as woul d be evident

fromthe affidavit of M. Peter J. Warren

(v) If there is a fraud at inception in adopti on of the nanme, the court
shoul d di scourage such fraud in sternest way. |t is not correct to
contend that the delay, if any, on the part of the respondents woul d
amount to acqui escence or waiver as the purpose of filing an

application for rectification is to maintain the purity of register and
public interest.

(vi) There is significant evidence in the present case as regards
confusi on concerni ng whi sky bearing the name of Peter Scot

whi ch havi ng not been controverted or rebutted would clearly go to
show t hat any ordinary consumer would tend to believe that Peter

Scot is a Scotch and not an Indi an Wi sky.

(vii) The | abel used by the appellant clearly suggests that it is a Scotch
Wi sky and not of Indian origin

(viii) The provisions of the 1999 Act are not applicable to the facts and
ci rcunst ances of the present case.

Bef ore adverting to the rival contentions we may notice some of the
provi sions of the Act.

Sections 2(1)(d) ; 11, 27(2); 56 and 109 of the Act read as under
\ 0232 \ 026 Definitions and interpretati on\027(1) In this
Act, unless the context otherw se requires,\027
(a) to (c) \005\005
(d) "deceptively simlar":--A mark shall be deened
to be deceptively simlar to another mark if it so
nearly resenbles that other nark as to be likely to
decei ve or cause confusion
11 \ 026 Prohibition of registration of certain
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mar ks\ 027A mar k\ 027

(a) the use of which would be likely to deceive or
cause confusion; or

(b) the use of which would be contrary to any | aw
for the time being in force; or

(c) which conprises or contains scandal ous or
obscene matter; or

(d) which conprises or contains any natter |ikely
to hurt the religious susceptibilities of any class or
section of the citizens of India; or

(e) which would otherwi se be disentitled to
protection in a court,

shall not be registered as a trade nmark

27 \026 No action for infringenent of unregistered
trade mark.\ 027

(1) \ 005. \ 005.
(2) Nothing in this Act shall be deened to affect

ri ghts of ‘action agai nst any person for passing off
goods as the goods of another person or the
renmedi es inrespect thereof.

56 \ 026 Power to cancel or-vary registration and to
rectify the register.\027(1) On application nade in
the prescribed manner to a Hi gh Court or to the

Regi strar by any person aggrieved, the tribuna

may make such order as it nay think fit for

cancel ling or varying the registration of a trade
mark on the ground of any contravention, or

failure to observe a condition entered on the
register in relation thereto.

(2) Any person aggrieved by the absence or

om ssion fromthe regi ster of any entry, or by any
entry made in the register without sufficient cause,
or by any entry wongly remaining on the register,
or by any error of defect in any entry in the ’

regi ster, may apply in the prescribed manner to a

Hi gh Court or to the Registrar, and the tribuna

may make such order for making, expunging or
varying the entry as it may think fit.

(3) The tribunal may in any proceeding under this
section decide any question that may be necessary

or expedient to decide in connection with the
rectification of the register.

(4) The tribunal, of its own notion, may, after
giving notice in the prescribed manner to the
parties concerned and after giving them an
opportunity of being heard, nake any order

referred to in sub-section (1) or sub-section (2).
(5) Any order of the High Court rectifying the

regi ster shall direct that notice of the rectification
shal | be served upon the Registrar in the prescribed
manner who shall upon receipt of such notice
rectify the register accordingly.

(6) The power to rectify the register conferred by
this section shall include the power to renove a
trade mark registered in Part A of the register to
Part B of the register.

109 \ 026 Appeal s.\027(1) No appeal shall lie from any
deci sion, order or direction nmade or issued under
this Act by the Central Government or from any

act or order of the Registrar for the purpose of
giving effect to any such decision, order or
direction.

(2) Save as otherw se expressly provided in sub-
section (1) or in any other provision of this Act, an
appeal shall lie to the High Court within the
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prescri bed period fromany order or decision of the
Regi strar under this Act or the rules made there-
under .

(3) Every such appeal shall be preferred by petition
in witing and shall be in such form and shal
contain such particulars as nay be prescri bed.

(4) Every such appeal shall be heard by a single
Judge of the High Court:

Provi ded that any such Judge may, if he so thinks
fit, refer the appeal at any stage of the proceedi ng
to a Bench of the High Court.

(5) Were an appeal is heard by a single Judge, a
further appeal shall lie to a Bench of the High
Court.

(6) The Hi gh Court in disposing of an appeal under
this section shall have the power to nake any order
whi ch the Regi strar could make under this Act.

(7) I'n an appeal by an applicant for registration
agai nst a decision of the Registrar under section 17
or section 18 or section 21, it shall not be open
save with the express permission of the court, to
the Registrar or any party opposing the appeal to
advance grounds ot her than those recorded in | he
sai d deci sion or advanced by the party in the
proceedi ngs before/'the Registrar, as the case my
be, and where any such additional grounds are
advanced, the applicant for registration nay, on
giving notice in the prescribed manner, w thdraw

hi s application w thout being liable to pay the costs
of the Registrar or the parties opposing his
appl i cation.

(8) Subject to the provisions of this Act and of the
rul es made thereunder, the provisions of the Code

of Civil procedure, 1908 (5 of 1908), shall apply to
appeal s before a Hi gh Court under this Act.\024

Al t hough a | arge nunber of i ssues have been rai sed by the |earned
counsel for the parties, we are of the opinion that the principal issues which
arise for our consideration are:

(1) Vet her the delay on the part of the respondent Nos. 1 and 2 in
filing the application for rectification would anount to

acqui escence and/ or waiver?

(ii) Wet her the respondent No. 3 as also thelearned Single Judge and
the Division Bench of the Hi gh Court have failed to apply the

correct tests and, thus, msdirected thenselves in | aw

It is not in dispute that the appellant manuf actures whi sky under the
brand nane of \021Peter Scot\022. The box of the carton contains the enblem of
\ 021Rampant Lion\022. It is a malt whisky. On one side of the box it {is stated
\ 023PRI DE OF I NDI A\ 024 and on the other \023KHODAY DI STI LLERI ES
PRI VATE LI M TED\024. Apart fromthe said informati on on the right hand
side of the label it is stated \021Distilled fromthe Finest Malt and Bl ended with
the Choi cest Wi skies by Scotch Experts under Governnent Supervi'sion\022

In terns of Section 56 of the Act, the Registrar exercises a quas
judicial power wherefor he has to take into consideration the provisions of
Sections 31 and 21 of the Act. A presunption can be raised in terns of
Section 31 in all the | egal proceedings that the trade mark is valid. The
jurisdiction can be invoked if the mark is not distinctive or the mark used
falls under any of the clause envisaged in Sections 32 of the Act.
Furthernmore if a mark had remained in existence for 7 years or nore from
the date of registration, it would be presunmed to be valid, unless :-
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a) It had been obtained by fraud.
b) It is contrary to Section 11 ; and
c) The mark had not becone distinctive.

In this case no plea of fraud has been raised. Registrar held in favour
of the appellant that the mark had not becone distinctive. The respondents\ 022
case is based on the prem se that the same was contrary to Section 11 of the
Act .

In support of their application, the respondents raised the follow ng

grounds : -

1) The mark is not distinctive.

2) It was not capable of distinguishing itself as the goods of
the appel |l ant.

3) The use of the mark is likely to deceive or confuse.

4) Non- user of the nmark.

They have succeeded before the | earned Magistrate only on the third
gr ound.

The ‘princi pal question which arises for consideration is as to whether
the term\021Scot\022 would itself be a sufficient ground to opine that the mark
\021Peter Scot\022 is deceptive or confusing. I ndi sputably the onus of proof
woul d be open the respondents. The question arises is as to whether they
have di scharged the same or not.

RE: |1 SSUE NO. 1

lan Barclay is admittedly the in-house Solicitor of the respondents.
They have not only been filing actions against several persons infringing the
said mark in India but also in several other countries |like Australia and
United Sates of America. lan Barclay in hisaffidavit stated :-

\023The first applicant received notice of the
advertisenent of the said mark PETER SCOT in

the Trade Mark Journal when it received a routine
report from\021W | dbore and G bbons dated 20th

Sept enber, 1974. Regrettably, the first Applicant

did not | odge opposition with the tine all owed\ 005\ 024

Respondents, therefore, were well aware that the appellant had fil ed
an application for registration. One of the questions which 'was raised before
respondent No.3 as al so before the Hi gh Court was as to whether Article 137
of the Limtation Act, 1963 would apply to the rectification proceedings.
Keeping in view the decision of this Court in Sakur v. Tanaji [AIR 1985 SC
1279], evidently the sane has to be rejected as the Registrar is not a court.

The submi ssion of M. Nariman, however, is that the period of three
years provided for should be taken to be the upper limt as an equitable
jurisdiction is to be invoked. Qur attention in this behalf has been drawn to
the decision of this Court in State of Madhya Pradesh ~v. Bhailal Bhai and
others, [1964 (6) SCR 261 at 271] wherein it was held :-

\ 0231t was necessary for the H gh Court to consider
this question of delay before any order for refund
was made. It does not appear however that any
attention was paid to this question. In making the
orders for refund in each of these cases the High
Court merely said this:

\ 023The present case is governed by Bhail a

Bhai case. Learned CGovernment Advocate

formally raised the question of the renmedy

open to the petitioner for refund of tax in

order to keep the point open in the Suprene

Court. W accordingly allow this petition

and issue a wit directing the opponents to

refund to the applicant firmthe anpunt of
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tax collected fromit during the above

nmentioned period.\024

The | earned Judges appear to have failed to notice
that the delay in these petitions was nore than the
delay in the petition made in Bhailal Bhai case out
of which Gvil Appeal No. 362 of 62 has arisen

On behal f of the respondents-petitioners in these
appeal s (CAs Nos. 861 to 867 of 1962) M Andl ey

has argued that the delay in these cases even i s not
such as would justify refusal of the order for
refund. We argued that assuming that the remedy

of recovery by action in a Cvil Court stood barred
on the date these applications were nmade that

woul d be no reason to refuse relief under Article
226 of the Constitution: Learned counsel is right in
hi s subm ssion that the provisions of the
Limtation Act do not as such apply to the granting
of relief under Art 226. It appears to us however
that the maxi mum period fixed by the |egislature

as the time-within which the relief by a suit in a
Cvil Court nust be brought nay ordinarily be

taken to be a reasonabl e standard by whi ch del ay

in seeking renedy under Article 226 can be
nmeasured. The court ‘may consi der the del ay
unreasonabl e even if it is less than the period of
limtation prescribed for a civil action for the
renmedy but where the delay is nmore than this
period, it will alnost always be proper for the
court to hold that it is unreasonable. The period of
l[imtation prescribed for recovery of noney paid

by m stake under the Limtation Act is three years
fromthe date when the mistake is known. If the

m st ake was known in these cases on or shortly
after January 17, 1956 the delay in making these
applications shoul d be consi dered unreasonable. If,
on the other hand, as M Andley seens to argue,
that the m stake di scovered nmuch later this woul d
be a controversial fact which cannot conveniently
be deci ded in proceedings. In either view of the
matter we are of opinion the orders for refund

made by the High Court in these seven cases

cannot be sustai ned.\ 024

We are unable to accept this submni ssion. ~ Wat would be the
reasonabl e period in a given case woul d not depend upon the nature of
action initiated before a statutory authority but also upon the purport and

object of the statute. |If the reliefs sought for before the superior courts are

the same which could be sought for in a suit, the period of limtation
specified for in the Limtation Act nmay be taken to be 'the criteria for

consi deration as to whether the sanme should be treated as a reasonabl e

period, but not otherwi se. In Bhailal Bhai and others (supra) a wit petition
was filed for refund of the tax which was legally collected. /It was
essentially a nmoney claimand in that context the aforementioned

observati ons were nade.

It was next contended that the appellant suffered a great prejudice by
reason of delay as during the said period of 18 years the sales figures had
gone up. Qur attention has been drawn to a chart filed before the |earned
Si ngl e Judge on 6th July, 1988. Such a stand apparently had not been taken
before the respondent No.1. No application appears to have been filed in
terns of Order 41 Rule 27 of the Code of Procedure or principles anal ogous
thereto nor the | earned Single Judge appears to have pernmitted themto
produce additional evidence before it. The sales figures as contained in the
said chart, therefore, cannot be taken into consideration.
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We woul d, however, assunme that such a delay ex facie causes
prejudi ce as a manufacturer of a popular brand. It nust have arranged its
affairs in such a manner so that it may not have to withdraw the brand or the
mark after it gains popularity.

Respondent No. 3 as also the H gh Court refused to entertain the plea
of delay leading to application of the principles of estoppel and/ or waiver
only on the prenise that the appellant is guilty of adopting a mark which is
deceptively simlar and/ or causes confusion

Contention rai sed before us by M. Desai is that having regard to the
provi sions of the Act, no application for rectification should be rejected on
the ground of del ay.

The said contention is based on the premise that Section 11 of the Act
provides for a prohibition of registration of certain marks, the use of which
woul d |ikely to deceive or cause confusion

Sect'ion 56 of the Act provides for filing of application and application
for rectification and, thus, should be considered only fromthat point of view
Regi stration of a trade mark i's governed by the provisions of the Act.

Section 9 thereof provides for restrictions for registration in Parts A and B of
the Register unless the essential particulars laid down therein are satisfied. It
provides for a detailed enquiry. An advertisenent has to be issued.

ojections are to be called for. Only upon proof of existence of one or the

ot her essential particulars therein and upon consideration of the objections

whi ch may be raised therein, the registration of mark may be all owed.

Sections 10 to 14 provide for prohibitions. The prohibitory provisions,
therefore, are required to be taken into consideration for the purpose of
registration of the mark. The question as to whether the use of a mark woul d
likely to deceive or cause confusion soas to disable the Registrar from

regi stering the mark as a trade mark woul d be necessary to be consi dered

only in the course of the enquiry conducted therefor. | A Registrar of Trade
Mark is not supposed to know that there exist other marks which are

regi stered or which woul d decei ve or cause confusion with any other

established mark. |In a given case, the Registrar of Trade Mark may be

aware thereof. But, in sonme cases, he may not be. It may, therefore, not be
correct to contend that Section 11 of the Act prohibits the Registrar for

regi stration of marks which would likely to deceive or cause confusion

I ndi sputably, the purity of the Registrar is to nmaintainthe register.
I ndi sputably again, the public interest has to be kept in view. An application
for registration has also to be considered keeping the public interest in view
What is therefor, necessary for the Registrar isto arrive at a conclusion as
regards registration of mark, is as to whether having regard to the nature of
the mark sought to be registered and the use thereof as also the class of bias,
woul d be deceived or confused with the mark regi stered or not.

An application for rectification and correction of the register may be
entertained if any of the grounds specified therein exists, viz., contravention
or failure to observe the condition entered on the register or in relation
thereto. An application for rectification and correction of the register would
also be maintainable if a person is aggrieved by the absence or omi ssion
fromthe register of any entry or by any entry nade in the register w thout
sufficient cause or by any entry wongly renmaining on the register or by any
error or defect in any entry in the register.

The power of the Registrar in ternms of Section 56 of the Act is wi de.
Sub-section (2) of Section 56 of the Act used the word \023may\ 024 at two pl aces.
It enables a person aggrieved to file an application. It enables the Tribuna
to nake such order as it may think fit. It may not, therefore, be correct to
contend that under no circunstances the delay or acqui escence or waiver or
any other principle anal ogous thereto woul d apply.

Purity of register as also the public interest would indisputably be
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rel evant consideration. But, when a discretionary jurisdiction has been
conferred on a statutory authority, the sanme although woul d be required to

be consi dered on objective criteria but as a legal principle it cannot be said
that the delay |eading to acqui escence or wai ver or abandonnment will have

no role to play. [See Cba Ltd. Basle Switzerland v. M Ramalingamand S
Subramani am trading in the name of South Indian Manufacturing Co.,

Madura and another AlIR 1958 Bonbay 56]

In determ ning the said question, therefore, conduct of the person
aggrieved in filing the application for rectificati on would be rel evant.

For the aforenentioned purpose, whether it is a class or group action
or a private action although would be relevant but nmay not be decisive. It is
one thing to say that class or group action will receive special attention of
the statutory authority vis-“-vis a private action. But, in both types of cases,
public interest should remain uppernost in the nmind of the authority. The
guestion which is required to be posed therefor would be as to whether the
public in general or the class of bias would be deceived or be confused if the
existing markis allowed to remain on the register. Thus, deceptively simlar
or confusion is the principal criteria for determ ning applications both for
regi stration as also for rectification.

We have noticed hereinbefore that it is not the case of the respondents
that any fraud was practised by the appellant.

Appel | ant started manufacturing of the product as far back as in the
year 1968. It marketed two brand nanes, viz., Peter Scot and Red Knight.
It is said to have been done for making the nane attractive. It was a period
when there were restrictions on inport of \Wisky. The customduty was
high. The price of a genuine Scotch Wisky was prohibitive for a | arge
section of the consuners. Appel | ant applied for registration in the year
1971.

lan G en Barclay affirmed an affidavit in support. of the respondents.
He, in his affidavit which otherw se renmai ned uncontroverted, admitted that
the respondents were aware of registration of the mark through an
advertisenent made in a trade mark journal at the instance of the appellant
as also a report received from W | dbore and G bbons dated 20.09. 1974.
Respondent No. 1 had issued a notice. It also issued'a notice in respect of an
application filed by the appellant for regi stered proprietors trade mark
\ 021Hogmanay\ 022 which led to withdrawal of the said application by the appellant
before hearing. He also affirnmed that there are provisional trade mark
agenci es about the trade marks advertisements in all the countries in classes
32 and 33 which inter alia have British or Scottish connotati ons.

On their own showing a | arge nunber of applications were filed
agai nst those who were using trade marks which have sone relation with use
of a label, mark or insignia which remnds the customers of the products of
Scot | and which included the word such as Scot, G en and Hi ghl and.
Respondents have referred to as many as 19 judgnents rendered by different
H gh Courts in India and four decisions rendered by the Courts of France,
Italy, Illinois and Mal aysia to contend that all oppositions nade and/ or
litigations filed ended in success. It is relevant to place on record the
deci si ons whi ch have been placed before us by M. Desai and the marks
whi ch were being used by different conpanies:

\0231. Mbhan Meakin Breweries Ltd. Vs. The
Scot ch Wi sky Association, PTC (Suppl) (1) 352
(Del) (DB) Para 6, Para 17 and 18

2. Scot ch Wi sky Association & ors. Vs.
Col den Bottling Ltd., 2006 (32) PTC 656 (Del.)
Paras: 22, 23, 24, 25, 27 and 28.

3. Srilab Breweries Pvt. Ltd. Vs.Scotch




http://JUDIS.NIC IN SUPREME COURT OF | NDI A

Page 12 of 32

Wi sky Associ ation, 2006 (33) PTC 527 (Reg.)
Para 13

4. SWA & Anr. Vs. Mhan Meakin Ltd.
(Royal Scot) \026 (Bombay Hi gh Court)

5. Scotch Wi sky Association & Os. Vs.
Col den Bottling Ltd. (Red Scot) \026 2006 (32) PTC
656 (Del.)

6. SWA & Anr. Vs. Royal Distillery (Royal\022s
Scot) \026(Bomnbay Hi gh Court)

7. SWA & Ors. Vs. The Brihan Mharashtra
Sugar Syndicate Ltd. (Brihan\022s O d Scot) \026
(Borbay Hi gh Court).

8. SWA & Ors. Vs. The Ugar Sugar Wirks
Ltd. (Appeal Order) \026(Bonbay H gh Court).

9. SWA & Anr. Vs. Rangar Breweries Ltd.
(Grand Scot) \026(Bonbay H gh Court)

10. SWA & Anr. Vs. Swaroop Vegetable
Products Industries Ltd. & Os. (Final O/der) \026
(Del hi High Court)

11. Scot ch Wi sky Associ ation Vs. Dyer
Meaki n Breweries Ltd. (H ghland Chief) \026 ILR
1972 Del hi 124

12. Dyer Meakin Breweries Ltd. (now known as
Mohan Meakin Breweries Ltd.) Vs. The Scotch

VWi sky Association \026 PTC (Suppl) (1) 352 (Del)
(DB)

13. SWA & Anr. Vs. Ms Rheea Distillers
(Scotch Terrier) \026(The Court of Addl. Cvil Judge,
Sr. Division \026 Margao, Goa).

14. Wlliam Gant & Sons Ltd. Vs. MDowel |
& Co. Ltd. (Gdenfiddich Case) \026 1997 (17) PTC
134

15. Srilab Breweries Pvt. Ltd. Vs. Scotch

Wi sky Association (Rare Blend) \026 2006 (33) PTC
527 (Reg.) WA & Anr. Vs. Forbes Camphell &

Co. Ltd. (G en Forbes, Blended with the finest
Scotch) \ 026 (Bonbay Hi gh Court)

16. SWA & Anr. Vs. Pravara Sahakar Shakar
Kar khana Ltd. (Drum Beater, Gold Tycoon) \026
(Bombay Hi gh Court)

17. SWA & Anr. Vs. Scottish Distilleries & Os.
(Macqueen and Black Kilt) \026(Bonbay H gh Court)

18. SWA Vs. Silver Gak Blenders and Bottlers
Private Ltd. & Anr. (W ndsor C ub) \026(Bonbay
Hi gh Court).

19. SWA Vs. Maharashtra Manufacturing
Corporation & Ors. (Black Skipper, Wite Scot &
Salute India) \026(Del hi H gh Court)
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Deci si ons of Foreign Courts:

20. SWA Vs. Societe d\022 Inportation e de
Di stribution des Gandes Marques (Judgrent

dated 23rd January, 1992 of the Commercial Court
of Saint Etienne, France)

21. SWA & Anr. Vs. Pollini Liquori Spa
(Judgnment dated 19th March, 1980 passed by the
Court of Rone, Italy)

22. SWA & Ors. Vs. Bartaon Distillery Co.
(Judgment dated 12t h Novenber, 1973 passed by
the United States Court of Appeal, Illinois)

23. SWA & Anr. Vs. BEwein Wnery (M Sdn.
BhD \ 026 [1999] 6 M.J 280 (Mul aysi a)\024

The details of the cases aforenentioned would clearly go to show t hat
not only oppositions were nade, but also actions were initiated against the
per sons who used the word \021Scot\ 022 as al so agai nst those who used the words
\ 021Hi ghl'and Chief, Scotch Terrier, denfiddich, Rare Bl end\ 022, etc.

In Australia and United States of Anmerica, the respondent No. 1
initiated actions alnbst on the self-sanme cause of action but failed.

It is, therefore, evident that whereas actions had been taken agai nst
each and every party throughout the world whenever a mark evocating
Scotl and or any other brand which remained in the mnds of the buyer of the
Scot | and had been opposed, the appellant was singularly left out. They
opposed to the registration of 'the mark and in fact issued a notice. If it had
i ssued a notice then there is absolutely no reason as to why they did not
pursue the sane. A notice was issued in relation to an attenpt made by the
appel l ant to get the name Hogmanay registered. |f such an opposition had
been nade even in relation to the regi stered proprietors trade mark Peter
Scot, as it did in the case of Hogmanay, it could have withdrawn its
application. It would have known its position as to where it stood. It could
have started manufacturing Wi sky of the same quality with a different
brand nane. W may furthernore place on record that not only in respect of
Hogmanay, opposition was also made in relation to \0210 d Angus\ 022 in O ass 32
whi ch bears the nanme of a county in Scotland and, therefore, evocative of
Scottish origin although the product was a \021Rum 022 and not \021Whi sky\022. If the
respondent No. 1 took such actions in respect of trade marks \Y'021Hognmanay\ 022
and 10214 d Angus\022 in 1974 and 1979, one fails to understand as to why a
simlar action was not taken in relation to Peter Scot.

Barclay, in his affidavit, attenpted to give an expl anation therefor
stating: -

\ 02343. Proceedi ngs in respect of the registration of
the mark \ 023H GHLAND CHI EF\ 024 were pending in

the Indian Courts at the relevant tine. The 1st
Appl i cant succeeded in these proceedi ngs before

the Del hi Court in 1971 but thereafter the matter
was taken to the Division Bench of the Del hi High
Court where the 1st Applicant al so succeeded.
However, the matter was thereafter taken to the
Supreme Court. The 1st Applicant did not

appreciate, that it would take so long to obtain a
final judgment. The Judgment fromthe Suprene

Court would be binding on all tribunals in India.

At issue in the said Appeal was registration of

wor ds, or devices or marks or |abels or

descriptions evocative of Scotland for use on

Indian Whisky. 1In this connection | crave |eave to
refer to and rely upon the judgnent of the Del hi
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H gh Court (see Exhibit X-4). | say that the
Appeal to the Suprene Court fromthe sane
j udgrment had not yet been deci ded.

44. | say that the 1st Applicant, having failed to
| odge opposition to the \021Peter Scot\022 application
within the prescribed period, was awaiting the

deci sion of the Supreme Court before adopting
proceedi ngs agai nst the regi stered proprietor for
rectification of the mark PETER SCOT. However,

in recent years, the 1st Applicant |earned that
various other parties were attenpting to adopt the
word \021SCOT\ 022 as part of their trade marks, and/or
other marks with Scottish Connotations.

Therefore, the 1st Applicant decided that it could

not afford to wait for the decision of the Supremne
Court and proceedi ngs were adopted by filing

passi ng off actions which are referred to in the
annexures referred to herei nabove, as well as the
rectification proceedi ngs agai nst the regi stered
proprietor. Thus, the delay is due to the aforesaid
facts.\024

Ex facie, the said explanation is wholly unacceptable.

Even before us, the result of the litigation before this Court has not
been di scl osed. Wen action had beentaken by the respondent No. 1 in so
many natters although one of the matters was pending before this Court, the
expl anati on offered appeared to be absolutely hollow, particularly when
even on its own showi ng the respondent No. 1 succeeded even in the said
pr oceedi ngs.

Moreover, if the said explanation is to be accepted, then why an
application for rectification should have been filed even in 1986? They
shoul d have waited till the decision in the case then pending was rendered by
this Court. Nothing has been stated in the said affidavit as to what was the
occasion to file such an application in 1986 but pronpted themto wake up
after such a long tine is beyond anybody\022s conprehensi on

Once the facts are adnmitted the legal inference shall ensue.
Respondent No. 3 as also the | earned Single Judge and the D vision Bench
of the H gh Court failed and/ or neglected to advert to this aspect of the
matter. They did not pose unto thensel ves the question-as to whether an
application for rectification can be dism ssed on the ground of principle of
del ay, acqui escence, waiver or abandonnent. It is one thing to say that such
principles can never be applied but it is another thing to say that whether
they should be applied in a fact situation obtaining in a particular case or not.
If they have any application, the sane shoul d have been considered by the
respondent No. 3 as also by the Hi gh Court on their own nerit.

M. Desai hinmself has relied upon a decision of Chagla, C.J. of 'the
Bonbay High Court in Ciba Ltd. Basle Switzerland (supra). The |earned
Chi ef Justice therein recorded his opinion, thus:
\02310. The second contention in which there is much
nore force is that the appellants have conme to file
this application under Section 46 after considerable
delay and no relief should be granted to them It is
true that the granting of relief under Section 46 is a
di scretionary relief, but it is equally true that the
Legi sl ature has not |aid down any period of
[imtation for making an application under Section
49. Kerly at p. 271 states: "The delay of the
applicant in coning to the Court to ask for
rectification of the register is not of itself any bar
to his application, and the narks have been
renoved or varied after being registered for |ong
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periods to the knowl edge of the applicant..... But
at p. 264 the | earned author points out that the
denerits of the applicant in any such case are
irrelevant to the question whether rectification
shoul d be ordered or not, for the question is not
bet ween t he applicant on the one hand and the
respondent on the other, but between public and

the respondent. But the |earned author further
points cut at p. 272 that where the objection
alleged to a mark is that it to the same as that of
the applicant, or that it has such resenblance to his
as to be calculated to deceive, it will be sone

evi dence agai nst the applicant, on whomthe

burden lies of showi ng that the registration was
made wi t hout sufficient cause, if he had stood by
and allowed the regi stered proprietor to use the
mark objected to for a length of time, especially if
no case of actual deception is proved. But the

| ear ned aut hor al sopoints out that in such a case
two things have got to be considered; first, what
was the reason of the delay in the application to
expunge; and, secondly, whether any substantia

i njury has been caused by the delay to the person
who has registered. Therefore, the question of

del ay rmust be approached fromthis point of view
whet her the applicant’ stood by and thereby caused
substantial injury to the respondent and the-injury
was so substantial ‘that that injury would outweigh
the interest of the public whichthe Court mnust
consi der where a trade mark is likely to deceive.\024

In this case, the respondent stood by the nark.

A distinction may be nade between a \021fraudul ent trade nmark\022 and a
\ 021deceptive trade mark\022. - In both the cases evidences have to be adduced.

Whet her a misrepresentation i's made or not is essentially a question of
fact. It will depend upon many factors.

The principles of waiver and acqui escence in a case of this nature are
applicable. Apart fromthe ordinary rule of waiver of a right expressly
provided for in a case of passing off, the court has consistently been noticing
devel opnent of law in this field. The principles in that behalf were laid
down by way of provender in Scotch Whiskey Associ ation and anot her v.

Pravara Sahakar Shakar Karkhana, [AIR 1992 Bom 294].

The devel opment of | aw was al so noticed by the Court of Appeal in
Habi b Bank Ltd. v. Habib Bank, A.G Zurich, [ [1980] (1) WL.R /1265 ] at
1283 \ 026 1284, in the following terns :-

\023We were again referred to many authorities on
this subject and to the debate which has taken

pl ace as to whether, in order to succeed in a plea of
acqui escence, a defendant must denonstrate all the
five probanda contained in the judgnment of Fry J.
in WIllnott v. Barber [(1880) 15 Ch.D. 96: see the
recent judgnment of Robert Goff J. in Amatganated

I nvest ment & Property Co. Ltd. v. Texas

Commerce International Bank Ltd. [(1981) 2 WR
554]. \Whether all five of those probanda are
necessary or not, M. Aldous submts that to
succeed HBZ nust at | east establish three things.
They must show, first, that HBZ have been acting
under a mstake as to their legal rights. That, in
the instant case, nust nean that they were unaware
that what they were doing (that is to say, carrying




http://JUDIS.NIC IN SUPREME COURT OF | NDI A Page 16 of 32

on their business under the nane in which they had

been incorporated with the active assistance of the

pl ai ntiffs\022 predecessors), constituted any invasion
of the plaintiffs\022 rights. Secondly, they must show
that the plaintiffs encouraged that course of action,
either by statenments or conduct. Thirdly, they

nust show that they have acted upon the plaintiffs\022
representati on or encouragenent to their

detrinment.\024

Noti ci ng various other decisions, Qiver, L.J., noticing a decision in
Tayl or Fashions Ltd. v. Liverpool Victoria Trustees Co. Ltd. [ (Note)
[1981] 2 WL.R] 576 opined :-

\023Furthernore the nore recent cases indicate, in ny
judgrment, that the application of the Ransden v.
Dyson, L.R 1 H. L. 129 principle\027whet her you
call it proprietary estoppel, estoppel by

acqui escence or _estoppel by encouragenent is
really inmaterial\027requires a very much broader
approach which is directed rather at ascertai ning
whet her, in particul ar individual circunstances, it
woul d be unconscionable for a party to be
permtted to deny that which, know ngly, or

unknowi ngly, he has allowed or encouraged

another to assune to his detrinment than to

i nqui ri ng whet her the circunstances can be fitted
within the confines of sonme preconceived formula
serving as a universal yardstick for every form of
unconsci onabl e behavi our.\ 024

It was held

\ 0231 have to acknow edge ny indebtedness to
counsel on both sides for some illum nating
argunents, but at the end of them| find nyself
entirely unpersuaded that the judge erred in any
material respect. He concluded hi's judgnent in
this way on the question of estoppe

\023OF course, estoppel by conduct has been a
field of the aw in which there has been
consi der abl e expansi on over the years and it
appears to nme that it is essentially the
application of a rule by which justice is done
where the circunstances of the conduct and
behavi our of the party to an action are such
that it would be wholly inequitable that he
shoul d be entitled to succeed in the
proceedi ng. \ 024

That, to ny mnd, sufficiently appears on the facts
of this case.\024

Thus, in cases involving equity or justice also, conduct of the parties
has al so been considered to be a ground for attracting the doctrine of
est oppel by acqui escence or waiver for infringement.

This Court also in Ms. Power Control Appliances and others .
Suneet Research and Hol dings, [ (1994) 2 SCC 448 | held : -
\ 02326. Acqui escence is sitting by, when another is
i nvading the rights and spending noney on it. It is
a course of conduct inconsistent with the claimfor
exclusive rights in a trade mark, trade nane etc. It
inmplies positive acts; not nerely silence or
i naction such as is involved in laches. In Harcourt
v. Wiite Sr. John Ronmilly said: \023It is inmportant to
di stingui sh nere negligence and acqui escence.\ 024
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Theref ore, acqui escence is one facet of delay. If
the plaintiff stood by knowi ngly and |l et the

def endants build up an inportant trade until it had
becone necessary to crush it, then the plaintiffs
woul d be stopped by their acqui escence. If the
acqui escence in the infringenent amounts to
consent, it will be a conplete defence as was laid
down in Mouuson (J.G) & Co. v. Boehm The

acqui escence nmust be such as to lead to the
inference of a licence sufficient to create a new
right in the defendant as was |laid down in Rodgers
v. Nowi Il.\1024

The question again canme up for consideration before this Court in
Randev Food Products (P) Ltd. v. Arvindbhai Ranbhai Patel and others, [
(2006) 8 SCC 726] wherein-it was held :-

\023103. Acquiescence is a facet of delay. The
princi pl e of acqui escence woul d apply where: (i)
sitting by or allow ng another to invade the rights
and spending money on it; (ii) it is a course of
conduct inconsistent with the claimfor exclusive
rights for trade mark, trade nane, etc.\024

The delay by itself, however, nay not be necessarily a ground for
refusing to issue injunction. It was opined :-

\ 023106. The defence of acqui escence, thus, woul d be
satisfied when the plaintiff assents to or |ays by in
relation to the acts of another person and in view

of that assent or |aying by and consequent acts it
woul d be unjust in all the circumstances to grant

the specific relief.\024

It was furthernore observed : -

108. Specific know edge on the part of the plaintiff
and prejudice suffered by the defendant is also a
rel evant factor. (See Spry on Equitable Renedi es,
4th Edn., p. 433.)

I n Hal shury\ 022s Laws of England, Fourth-Edition, Vol. 16, para 1505, it
is stated:

\ 023Where a person has by words or conduct made to
anot her a cl ear unequi vocal representation of fact,
either with knowl edge of its fal sehood or with the
intention that it should be acted upon, or has so
conducted hinmself that another would, as a
reasonabl e man, understand that a certain
representation of fact was intended to be acted on,
and that the other has acted on the representation
and thereby altered his position to his prejudice an
est oppel arises against the party who nade the
representation, and he is not allowed to aver that
the fact is otherwi se than he represented it to be.\024

Del ay woul d be a valid defence where it has caused a change in the
subj ect matter and action or brought about a situation in which justice cannot
be done.

M. Desai relied upon Wllnott v. Barber [15 Ch. D. 96] wherein it is
st at ed:
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\ 023The equitable doctrine of acquiescence is founded
on there having been a m stake of fact; can it be
repel l ed by showi ng that there was constructive
notice of the real facts? In every case in which a
man acts under the m staken belief that he is
entitled to land, he mght, if he had inquired, have
found out that he had no time. And yet the Courts
appear always to have inquired sinply whether a
m st ake has been made, not whether the plaintiff
ought to have made it.\024

However, in Pfizer Products Inc. v. Rajesh Chopra & Ors. [2007 (35)
PTC 59 (Del)], injunction was granted despite delay, stating :-
\023Where infringenent is deliberate and wilful and
the defendant acts fraudulently with know edge
that he is violating plaintiff's rights, essentia
el enents of estoppel are |lacking and in such a case
the protection of plaintiff’'s rights by injunctive
relief never is properly denied. The doctrine of
est oppel can only be invoked to pronote fair
deal i ngs.
31. It would appear to ne that where there is an
honest concurrent user by the defendant then
i nordi nate delay or |aches may defeat the claim of
damages or rendition of accounts but the relief of
i njunction should not be refused. This so because it
is the interest of the general public, which is the
third party for such cases, which hasto be kept in
mnd. In the case of inordinate delay or |aches, as
di stingui shed fromthe case of an acqui escence, the
mai n prejudi ce which may be caused to the
defendant is that by reasons of the plaintiff not
acting at an earlier point of time the defendant has
been able to establish his business by using the
infringing mark. Inordinate delay or |aches may be
there because the plaintiff may not be aware of the
i nfringenment by the defendant or the plaintiff may
consi der such infringenment by the defendant as not
bei ng serious enough to hurt the plaintiff’'s
busi ness. Nevertheless, if the Court cones to the
conclusion that prejudice is likely to be caused to
the general public who may be mi sl ead into buying
the goods manufactured by the defendant thinking
themto be the goods of the plaintiff then an
i njunction nust be issued. The Court may, in
appropriate cases, allow sone tinme to the
defendants to sell off their existing stock but an
i njunction should not be denied.\024

In Mc Donal d\022s Corporation and Another v. Sterling\022s Mac Fast Food
Represented by its Partner John Mat hew [|I LR 2007 Karnataka 3346], the
Kar nat aka Hi gh Court hel d:

\0239. Though the plaintiff adopted its registered
trade mark BIG MAC in 1968 in USA, in

par agraph 7 of nenorandum of appeal it is stated

as under: -

\0217. The first appellant is the proprietor in
India of other McFanmily trade marks

havi ng prefix or suffix M/MAC and

it has also applied for registration and

nost of them were registered during

the pendency of the suit and the

trademarks are used in India since

Cct ober, 1996.\022
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Fromthe above, it is clear that the plaintiffs are
using their trade marks in India since Cctober

1996. However, in the very next paragraph it is
stated as under:

\0218. The first appellant was given approva
on February 15, 1993 by the Governnent of
India to operate a chain of restaurants in
India. The second appel | ant was

i ncorporated and registered with the

Regi strar of Conpani es on August 30, 1993
vide (Ex. P-30).\022

It is thus clear that plaintiffs got registered in India
in the year 1993 only. On-the other hand, the

def endant has been-carrying on with its business

since 1983. Having started business by the

plaintiffs much | ater than the defendant in India,

the plaintiffs cannot found fault with the defendant

in using its trademark in its business.\024

A contention is sought to be raised that the purported w ong
comm tted by the appel l'ant being a continuing one would not attract the
doctrine of |atches, /acqui escence or waiver.

The doctrine of continuing wong has nothing to do with the refusa
on the part of a statutory authority or a court of law to exercise its
di scretionary jurisdiction on the ground of latches, acquiescence or waiver.

I n Bal akri shna Saval ram Puj ari Waghmare and ot hers v. Shree
Dhyaneshwar ©Maharaj Sansthan and ot hers [AI'R 1959 SC 798], this Court,
while dealing with a question of applicability of Articles 124 and 120 of the
Limtation Act, 1908, made a distinction between a wongful act causing an
injury which is conplete and a wong which creates a continuing source of
injury rendering the doer of the act responsible and liable for the
continuance of the said injury.

Rel i ance placed by M. Desai on Bengal Waterproof Limted v.
Bonbay Water proof Manufacturing Conpany and Anot her [(1997) 1 SCC
99] cannot be said to have any application herein whatsoever.  Therein, this
Court principally was dealing with a petition as regards application of O der
I, Rule 2(3) of the Code of Civil Procedure. Holding that the cause of
action filed in the suit in question was not the sane on which the earlier suit
was passed and further opining that the cause of action for filing the suit was
a continuous and recurring, infringement of the plaintiff\022s trade mark by the
respondents continuously till the date of filing of the second suit, it was held
that the presence in the register of a mark was a conti nuous w ong.
However, it is not necessary to delve deep into the natter any further as we
have hel d heretobefore that the provisions of the Limtation Act, 1963wl
have no application in the instant case.

It is also not a case where a court has been conferred power to
exercise a suo notu jurisdiction. Reliance placed by the appellant in State of
Punjab & Ors. v. Bhatinda District Coop. MIk P. Union Ltd. [2007 (2)

SCALE 135], therefore, cannot be said to have any application

VWereas on the one hand M. Desai objects to the evidence that was
produced before the | earned Single Judge with regard to the increase in the
vol une of sale of Peter Scot, on the other hand, it was urged that if a
conparison is made of the |Indian whi sky and Scotch Wi sky it would
appear that sone Indian whiskies are costlier than some of the Scottish
brands. The stand taken by the respondents is self contradictory. W think
that their stand is not fair.




http://JUDIS.NIC IN SUPREME COURT OF | NDI A Page 20 of

32

We, therefore, in the peculiar facts and circunstances of this case, are
of the opinion that action of the respondents is barred under the principles of
acqui escence and/ or waiver.

The power conferred on the Registrar is discretionary in nature. In a
gi ven case, the Registrar may not exercise its jurisdiction. [See Kabushi ki
Kai sha Toshi ba v. Tosiba Appliances Co. & Os. [Civil Appeal No. 3639 of
2008 deci ded on 16th May, 2008]

RE: | SSUE NO 2

Anot her principal question which arises for consideration is as to
whet her the use of the term\021Scot\022 would itself be a sufficient ground to form
an opinion that the mark \021Peter Scot\022 is deceptive or confusing.
I ndi sputably, the onus of proof therefor would be on the respondents.
Whet her they have discharged the said onus is the question?

The nature of a passing off action vis-‘-vis the action for infringenent
of a regi'stered trade mark may | ead to ground of the sanme reliefs, but we, at
the outset, may notice that in Mdern Law Trade Marks by Morcom it is
st at ed:

\ 023Passing of f \026 the group or class type action \026
the necessary characteristics.

14. 64 A trade nanme nmay coneto denote
goods of a particular type or class, Traders who
sell these goods do not have the-exclusive rights in
the nanme. The goodwill in the name is shared by

all of the traders who sell this type or class of
goods. A passing off action may be brought by

one or nore of these traders to protect the goodwil |
in the name.\024

A passing off action may be brought by those who fulfill the
foll owi ng requi renents:
(i) the claimant hinmself owns or has a sufficient proprietary interest in
the requisite goodwi ll, and
(ii) the goodwi || so owned must be the goodwill which is really likely

to be damaged by the alleged m srepresentations.

The deci sion of the respondent No. 3 that the respondent No. 1 has no
locus standi to file an application under Section 56 of the Act has attained

finality. Locus has been found only in favour of the respondent No. 2. It
comes within the purview of a foreign manufacturer whose goods are sold in
this country. It indisputably have acquired a protectable goodwill in his
trade nane or tradenarks. There will then be the question, whichin
principle woul d invol ve pure question of fact, is whether the goodw Il Ji's that

of the foreign manufacturer or the inporter. [See Kerly\022s Law of Trade
Mar ks and Trade Nanes, Fourteenth Edition, para 15-067, page 456]

The Law in this regard has been specifically stated in Kerly\022s Law of
Trade Marks and Trade Nanmes, Thirteenth Edition pg. 600 in the follow ng
terms:

\023(3) If the goods are expensive or inportant to
the purchasers and not of a kind usually

sel ected without deliberation, and the

customers general |y educated persons, these

are all matters to be considered.\024
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Respondent No.1 initiated sone proceedings in Australia and United
States of Anerica

We nmay notice sone precedents operating in Australia and United
States of America

AUSTRALI A

In Scotch Whi sky Association v. Marton De Wtt, [(2008) FCA 73]
Federal Court of Australia, was concerned with the question as whether the
mar k \ 021GLENN QAKS\ 022 was deceptively simlar to trade nmarks that, before
the priority date of the Application, had acquired a reputation in Australia
for scotch whisky and scotch whi sky-based |iquors as envi saged under
Section 60 of the Trade Marks Act, 1995. |In that proceeding also |an
Barclay had affirmed anaffidavit in favour of respondent No. 1l-Associ ation.
As regards the market (s) and consumer know edge, it was held :-

\ 02333. There are two cl asses of consumer in the
scot ch whi'sky -and bourbon markets: the invol ved
consumner ‘and the uninvol ved consuner. The

know edge of these consunmers may be obtained in
several ways \026 including | abels, customer

sal espeopl e, word of mouth and past experiences.\024

Noticing the details involving the manufacture of scotch whisky that it

is ordinarily made frombarley; it originates in Scotland ; if there are two
forms of whisky : blended and malt ; it has various brands and its al coholic
content is at least 40 % by volunme.~ It has further been noticed:

35. Al the applicant\022s expert w tnesses woul d

fall within this class of consunmer. Gdven the

market is quite small, product distinction between

scot ch whi sky and other products is nore readily

di scerned by consumers in this class. ~ They woul d
al so be aware that scotch whisky is-sold in bottles
and in pre-mxed drinks (scotch whisky
products).\ 024

It was also held : -

\ 02338. The purchase of bourbon and scotch whi sky
products is not one of inpulse. The habits of

al cohol purchasers differs fromthose of purchasers
of soft-drinks or sports drinks, who are usually
teenagers and children. Are, pricing and product
quality are all factors that make for nore

di scerni ng consuners of scotch whisky and

bour bon.
39. The uni nvol ved purchaser buying a present
or someone else will usually ask a sal esperson,

who will assist in product distinction between
bour bon products and scotch whi sky products.

The sal esperson in a liquor store is a nmeans by
whi ch consuners beconme know edgeabl e about
different products. By contrast, consuners would
not typically ask a sal esperson what a bottle of
coke or a new soft drink tastes like. They would
purchase the product and try it thensel ves.
Consuners woul d al so read product | abels, see that
\ 023scot ch whi sky\ 024 is witten on the container, and
i nfer that scotch whisky is nmade in Scotland.\024
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The tests which have been | aid down therein are as under :-

\ 02338. The purchase of bourbon and scotch whi sky
products is not one of impulse. The habits of

al cohol purchasers differs fromthose of purchasers
of soft-drinks or sports drinks, who are usually
teenagers and children. Are, pricing and product
quality are all factors that nmake for nore

di scerni ng consumers of scotch whi sky and

bour bon.
39. The uni nvol ved purchaser buying a present
or soneone else will usually ask a sal esperson,

who will assist in product distinction between
bour bon products and scot ch whi sky products.

The sal esperson in-a liquor store is a means by
whi ch consuners beconme know edgeabl e about

di fferent 'products. By contrast, consunmers woul d
not typically ask a sal esperson what a bottle of
coke or a new soft drink tastes Iike. They would
purchase the product and try it thensel ves.
Consumers woul d al so read product |abels, see that
\ 023scot ch whi sky\ 024 is witten on the container, and
i nfer that scotch whisky is made in Scotland.\024

The Court held that both involved and uninvol ved purchasers of
bour bon and scotch whisky products could not be confused save and except
those who are exceptionally stupid or careless.

As regards deceptive simlarity test, it-was held :-

\ 02366. The key issue under S.60 is a comparison

bet ween t he GLENN QAKS nmark and mar ks used

before its priority date. The approach in Pianoti st
Co\ 022s Application (1906) 23 RPC 774 at 777 is oft
cited. There, Parker J said:

\ 023You nust take the two words. You nust judge of
them both by their |ook and by their sound. You
must consider the goods to which they are applied.
You nust consider the nature and kind of custoner
who would be likely to buy those goods. |In fact,
you must consider all of the surrounding

ci rcunst ances; and you nust further consider what

is likely to happen if each of those trade marks are
used in a normal way as a trade mark for the goods
of the respective owners of the marks.\024

67. That passage was cited with approval in
Cooper Engi neering Co. Pty. Ltd. v. Signund
Punps Limted (1952) 86 CLR 536 at 538 and in
Wollen MIIs at 658, where Di xon and

McTi ernan JJ described the conparative anal ysis
as follows:

\ 0231 n deciding this question, the marks ought not, of
course, to be conpared side by side. An attenpt
shoul d be made to estinmate the effect or

i mpression produced on the mnd of potentia

customers by the mark or device for which the
protection of an injunction is sought. The

i mpression or recollection which is carried away

and retained is necessarily the basis of any
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m st aken belief that the chall enged mark or device
is the same. The effect of spoken description nust

be considered. If a mark is in fact or fromits
nature likely to be the source of sonme name or
ver bal description by which buyers will express

their desire to have the goods, then simlarities
both of sound and of neaning play an inportant
part. The usual manner in which ordinary people
behave nust be the test of what confusion or
deception may be expected. Potential buyers of
goods are not to be credited with any high
perception or habitual caution. On the other hand,
exceptional carel essness or stupidity may be

di sregarded. The course of business and t he way
in which the particul ar-class of goods are sold
gives, it may be said, the setting, and the habits
and observation of ‘men considered in the mass
affords the standard. ~ Evi dence of actual cases of
deception, is forthcomng, is of great weight.\024

The Hi gh Court of Australia in Cooper Engineering Co. Pty. Ltd. wv.
Si gmund Punps Ltd., [(1952) HCA 15 ] was considering the question as to
whet her the word \ 021RAI NMATER\ 022 is deceptively simlar to \021RAI N KI NG 022 in
respect of spray nozzles, sprinklers and their parts. 1t was opined that the
same word \021RAI N 022 suffixing the word \ 021MASTER\ 022 and \021KI NG 022 differs in
appear ance and sound and those nmarks as a whol e make them quite distinct,
opi ning :-

\023There is not a single common-letter in nmaster and
in King. The two words are so unlike to the eye
and to the ear that counsel for the appell ant was
forced to rely on the likelihood of deception
arising fromthe two words conveying the sane

i dea of the superiority or supremacy of the article
as a mechanismfor making a spray sinmlar to
falling rain or artificial rain.as it was called during
the argunent. But it is obvious that trademarks,
especially word marks, could be quite unlike and
yet convey the same idea of the superiority or

some particular suitability of an article for the
work it was intended to do. To refuse an
application for registration on this ground woul d
be to give the proprietor of a registered trademark
a conpl ete nonopoly of all words conveying the

sane idea as his trademark. The fact that two

mar ks convey the same idea is not sufficient in
itself to create a deceptive resenbl ance between
them although this fact could be taken into
account in deciding whether two marks which

really | ooked alike or sounded alike were likely to
deceive. As Lord Parker said in the passage cited,
you must consi der the nature and kind of customer
who would be likely to buy the goods. A

purchaser of spray nozzles and sprinklers woul d

not be likely to be lacking in discernment. He
would not be in a hurry to buy. He would not be
likely to pay any attention to the presence of a
conmon word like rain in the combination. That
prefix already appears in other trademarks for
goods of the sanme description sold on the

Austral ian market such as Rai nwel |, Rai nnaker,

Rai n Queen, and Rai nbow. The |earned register

was right in holding that the only simlarity
between the two marks is the common prefix
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\023Rai n\024 and that this simlarity is not sufficient to
create a reasonabl e |ikelihood of deception when
the remaining portions of the marks are so
different. (at p539).\024

Qur attention has al so been drawn to an order of a Del egate of the
Regi strar of Trade Marks in Re :- Opposition by Southcorp Wnes Pty Ltd.
to the registration of trade mark application nunber 749793 in the name of
Keneny\ 022s Food & Liquor Pty. Limted for the trade mark, conprising the
wor ds DEVI L\ 022S RI DCE and device, in Cass 33 wherein on the question of
simlarity of the words \021DEVI L\ 022S LAI R 022 and \ 021DEVI L\ 022S RI DGE\ 022 bot h bei ng
brand nanmes of wines, it was observed : -

\023Despite Ms. WIIlianson\022s concerns about wi nes
bei ng purchased with | abel s unseen on wine lists,

or in a hurry at bottle shops, | do not think that
there woul d be a great deal of confusion between

the marks here because of the common word in

them 1 believe that ordinary Australian w ne

dri nkers are becom ng increasingly know edgabl e

and sophi'sticated in their drinking habits and take
nore care with their selection than Ms. WIIianmson
bel i eves they do.\024

The two marks were held to be not substantially identical with, or
deceptively simlar to each other

UNI TED STATES OF AMERI CA

In Application of E.I. DuPont DeNemours & Co.[476 F.2d 1357], it

was stated:
\ 023The Deci si-onal Process

The ultimte question of the |ikelihood of
consumer confusion has been terned a question of
fact. Coca-Col a Conpany v. Snow Crest
Beverages, Inc., 162 F.2d 280 (1st Cir. 1947), cert.
den. 332 U.S. 809, 68 S.Ct. 110, 92 L.Ed. 386
(1947). 1f labeled a m xed question or one of |aw,
it is necessarily drawn fromthe probative facts in
evi dence. As so often said, each case must be
decided on its own facts. There is no litnus rule
whi ch can provide a ready guide to all cases.
In testing for likelihood of confusion under Sec.
2(d), therefore, the follow ng, when of record,
must be consi dered:
1. The simlarity or dissimlarity of the marks
intheir entireties as to appearance, sound,
connot ati on and commerci al i npression.
2. The simlarity or dissimlarity of and nature
of the goods or services as described in an
application or registration or in connection
with which a prior mark is in use.

3. The simlarity or dissimlarity of established,
i kel y-to-continue trade channel s.

4. The conditi ons under which and buyers to
whom sal es are made, i.e. "impul se" vs.

careful, sophisticated purchasing.

5. The fane of the prior mark (sales,
advertising, length of use).

6. The nunber and nature of simlar marks in
use on simlar goods.

7. The nature and extent of any actua
conf usi on.

8. The length of time during and conditions

under which there has been concurrent use
w t hout evidence of actual confusion.
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9. The variety of goods on which a mark is or
is not used (house mark, "famly" mark,

product mark).

10. The market interface between applicant and
the owner of a prior nmark:

(a) a mere "consent" to register or use.
(b) agreenent provisions designed to

precl ude confusion, i.e. linmtations on
conti nued use of the marks by each
party.

(c) assignnment of mark, application
regi stration and good wi Il of the
rel at ed busi ness.

(d) laches and estoppel attributable to
owner of prior mark and indicative of

| ack of confusion.

11. The extent to which applicant has a right to
exclude others fromuse of its mark on its

goods.

12. The extent of potential confusion, i.e.

whet her de mininmis or substanti al

13. Any ot her established fact probative of the

effect of use.\024

As regards public interest, the learned Judge hel d:
\ 023Whet her offered in response to a right-to-use
argunent or agai nst any of the evidentiary
consi derations |isted above, citation of "the public
interest" as a basis for refusal of registration is a
bootless cry. [fn8] W need add little to the
shattering of that shibboleth in the concurring
opinion in National Distillers, supra, and-in the
dissents in Utra-Wite, Zildjian and Continenta
Baki ng, supra. Witers and scholars listed in those
reported opi nions have al so shown the fallacy in
the notion that the Patent Office(is somehow
guardi ng the public agai nst confusion when it
refuses a registration. After a likelihood of
confusion is found (and the case thus deci ded)
citation of the public interest is unnecessary.
The Patent O fice does have a guardi anship role
under Sec. 2(d). It lies not in a negative, nay-
sayi ng of refusal alone, but in the protection of a
mark by registering it and then rejecting later
i mproper attenpts, of which the registrant is
unaware, to register it or a simlar mark. Refusal to
regi ster cannot prevent confusion. At nost, it
m ght di scourage further use. [fn9] Refusal can
under certain circunstances, encourage potentia
confusion. Absence of a registration of RALLY for
auto cleansers in the present case may, for
exanpl e, lead others to adopt and use that or a
simlar mark for auto cleansers. Ganting a
registration will not produce confusion. Use al one
can do that and neither we nor the Patent Ofice
can grant or deny a right to use.
Presunably, everything the Patent Ofice and this
court does is in the public interest. W find no
pl ace for "the guardi anship of the public interest™
as support for refusals to register under Sec. 2(d).\024

Respondent No. 1 herein brought out an action agai nst Majestic
Distilling Conmpany in The Scotch Wi sky Association v. Mijestic Distilling
Conpany [958 F.2d 594]. The Dupont test was applied to hold:
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\ 023Al t hough the dictionary defines Black Watch as a
Scottish infantry regi nent, SWA produced no

evi dence that the public would understand it as
such. W sinply do not believe this creates an

i ssue of material fact, especially considering that
the labels clearly indicate the products are nade in
the United States. Mreover, the | abels contain no
express reference to Scotland nor were the

products ever advertised as being of Scottish
origin. Mdrre inportantly, gin, blended whiskey,

and vodka are not characteristically products of
Scot | and.

Yet again in Chanpagne Louis Roederer, S.A v. Delicato Vineyards,
[148 F. 3d 1373 ] the United States Court of Appeals for the Federal Circuit
appl yi ng the DuPoint (supra) test in a case of wine stated : -
\ 023Li ke regul atory agenci es or- other executive
tribunals in their subject areas, the Trademark Tria
and Appeal Board has acquired a high |evel of
expertise in evaluating the DuPont factors and
count er-wei ghing these factors to reach its ultimte
conclusion -- the likelihood vel non of confusion
bet ween conpeti ng nmarks. Nonethel ess, the Board
too shoul d explain with reasonabl e \ 023preci si on\ 024 not
only its factual findings but the \023theory
underlying\024 its final conclusion. W need to be
told and not be \023conpelled to guess at the theory\024
the Board applied to conpare its conflicting
findi ngs and deci de |ikelihood of confusion.
Wt hout such expl anation we are hard-pressed to
revi ew i ndependently, as we nust, whether the
Board\ 022s ultimate conclusion is legally correct. \In
such circunstances, we cannot assure ourselves
that the Board did indeed \023engage in reasoned
deci si on- maki ng.\ 024

It was observed : -

\ 023Because the Board in this case failed to
\ 023supply a synthesis\024 of its conflicting findings that
woul d enable us to \023discern the path\024 toits
ultimate conclusion, | initially wondered whet her
its conclusion of no Iikelihood of confusionin this
case was correct. As our per curiam opinion notes,
however, it is perfectly lawful for the Board to
determ ne in an appropriate case that one DuPont
factor outweighs all others and thus di sposes of the
guesti on of whether conpeting marks are
confusingly simlar. It was not inmediately clear
to ne fromthe Board\022s opinion, however, that this
is such a case. See Specialty Brands v. Coffee
Bean Distributors, Inc., 748 F.2d 669, 671, 223
USPQ 1281, 1282 (Fed. Cir. 1984) (holding that,
in sone instances, the appearance, sound, and
significance of the marks may be dispositive, \023but
the simlarity between words in the respective
marks is only part of the inquiry into Iikelihood of
confusi on\024). Thus, the difficulty here arises, in ny
vi ew, because the Board explicitly found that four
of the DuPont factors weighed in Roederer\022s favor,
but concl uded nonetheless that the dissimlarities
of the narks in appearance, sound, significance,
and comercial inpression weighed dispositively
in favor of Delicato. | for one amleft wondering
how the Board justified its disregard or dimnution
in weight of the four DuPont factors that it found
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supported Roederer\022s Opposition, for the Board

has failed to \023bring together the disparate

el ements\ 024 to explain the basis for its conclusion of
no |ikelihood of confusion.\024

| NDI A
We nay al so notice sone Indian decisions operating in the field.
In Carew Phipson Linited v. Deejay Distilleries Pvt. Ltd., [ AR
1994 Bom 231 ], the Bonbay Hi gh Court stated the | aw thus :-
\0236. Even on conparison of the trade mark of the
plaintiffs with the defendants’ trade mark, it is
difficult to hold that the two marks are deceptively
simlar and are likely to create any confusion in the
m nds of the custoners.\024

It was furthernore observed : -

\ 0230n conparison of the two marks bearing the
aforesaid principles in mnd, it is difficult to
appreci ate as to how there is even a renpote

possi bility of any customer being msled. In ny
opi ni on, when a customer goes-to a shop to buy the
plaintiffs’ product, he will not ask for "Duet" or
"Gn NLinme" or "Gn N Oange" but he will ask

for a "Blue Riband/G n N Linme" or "Blue Riband
Tango G n N Orange". /[Further having regard to

the fact that the custonmer who is |likely "to buy the
products of the plaintiffs and the defendants will
be normal |y educated and discerning type, it is

i npossible to hold that there isany |ikelihood of
confusion. It is pertinent tonote that the plaintiffs
have failed to cite even a single instance show ng
that there was confusion in the mnds of the
custonmers. The absence of evidence of actua
deception is a circunstance which definitely

wei ghs in favour of the defendants. It is also
necessary to nention that the defendants have
produced on record vol um nous evidence show ng

that such prem xtures are sold by several other
conpani es under the nanes "American Extra Dry

Gn with Lime Duet Plus", "Forbes Two in One

Dry Gn and Lime", "Rainbow Gemet G n and

Linme" etc. In nmy opinion, there is no possibility of
any confusion in this case at all.\024

Yet again in Diageo North Anerica, Inc. and -another v. Shiva
Distilleries Ltd., [143 (2007) DLT 321] a |l earned Single Judge of 'the Delh
H gh Court held as under :-

\02314. So nuch for the second syllable. As regards
the first syllable, |I find that there is no sinmlarity
between SM R and BRI'S. Although the | earned

Counsel for the plaintiffs had submitted that all the
letters are common except the letter and Min

SMR and the letter Bin BRIS, this, to ny mnd, is
of no consequence because the arrangerment of the
letters is entirely different, as is the phonetic and
visual result. | also agree with the subnission

made by the | earned Counsel for the defendant that
the i ntendi ng purchasers of the conpeting products
are literate persons belonging to the affluent class
of society and who would be in a position to easily
di sti ngui sh SM RNOFF from BRI SNOFF

particul arly when the eyebrow device and the

col our conbination is sought to be given up by the




http://JUDIS.NIC IN SUPREME COURT OF | NDI A Page 28 of

32

def endant. The average person with inperfect
recol | ection woul d have to be from anbngst the
sub-set of such persons i.e., discerning consuners
of vodka. My prima facie viewis that the trade
mar k BRI SNOFF i s not deceptively simlar to, nor
can it be confused with the Plaintiffs’ trade mark
SM RNOFF. \ 024

This Court in Cadila Health Care Ltd. v. Cadila Pharmaceuticals
Ltd., [ (2001) 5 SCC 73] inter alia laid down the lawin the foll ow ng
ternms -

\02335. Broadly stated, in an action for passing-off
on the basis of unregistered trade mark generally
for deciding the question of deceptive simlarity
the followi ng factors are to be considered

(e) The class of purchasers who are likely to
buy the goods bearing the nmarks they

require, ‘'ontheir education and intelligence

and a degree of care they are |likely toe

exerci se in purchasing and/or using the
goods. \ 024

The tests which are, therefore, required to be applied in each case
woul d be different. Each word nust be taken separately. They should be
judged by their | ook and by their sound.. Mist consider the goods to which
they are to be applied. Nature and kind of customers who would likely to
buy goods nust al so be considered. ~Surrounding circunstances play an
i mportant factor. Wat would likely to happen if each of those trade marks
is used in a normal way as a trade nmark of the goods of the respective
owners of the marks would al so be a rel evant factor. [See Pianotist Co.\022
Application, Re , (1906) 23 RPC 774]-.

Thus, when and how a person would |likely to be confused is a very
rel evant consideration

Wiere the class of buyers, as noticed hereinbefore, is quite educated
and rich, the test to be applied is different fromthe one where the product

woul d be purchased by the villagers, illiterate and poor. Odinarily, again
they, like tobacco, would purchase al coholic beverages by their brand name.
When, however, the product is to be purchased both by villagers and town
people, the test of a prudent man woul d necessary be applied. It may be true

that the tests which are to be applied in a country like India nmay be different
fromthe tests either in a country of England, United Sates of Anerica or
Australia. W however, do not nean to suggest that in a case of this nature,
the Hei ghtened Scrutiny Test should be applied as urged on behal f 'of the

appel | ant . Bollinger, J. and Gthers v. Costa Brava Wne Coy., Ld. [1960
(1) RPC 16], whereupon M. Desai has strongly relied upon, nakes such a
distinction. Bollinger, J. (supra) was a case on denmurrer. |t was concerned

with sale of Spanish Chanpagne. |n that case, in paragraph 4 of the
application, the applicant stated:

\023Then in Para 4 they deny that this name \023Spani sh
Chanpagne\ 024 is a fal se description, and they
continue: \023The defendants deny that the said

section inposes any statutory duty on the

def endants or any statutory duty owed by the

defendants to the plaintiffs. Alternatively, if the
sai d section does inpose any such statutory duty

the sanme is not actionable at the suit of any of the
plaintiffs or at all\024.

The court proceeded on certain assunptions which are:
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\023(1) the Plaintiffs carry on business in a
geographi cal area in France known as

Chanpagne;

(2) The Plaintiffs\022 wine is produced in
Chanpagne and from grapes grown in

Chanpagne;

(3) the Plaintiffs\022 wi ne has been known in the

trade for a long tine as \023Chanpagne\ 024 with a
hi gh reputation;

(4) Menbers of the public or in the trade
ordering or seeing wne advertised as

\ 023Chanpagne\ 024 woul d expect to get w ne
produced i n Chanpagne from grapes grown

there; and

(5) The Def endants are produci ng a wi ne not
produced in that geographical area and are
selling it under the name of \023Spanish
Chanpagne.\ 024

I't was noti ced:
\ 023The wel | -established action for \023passi ng- of f\ 024
i nvol ves the use of a name or get-up which is
cal cul ated to cause confusion with the goods of a
particular rival trader, and | think it would be fair
to say that the law inthis respect has been
concerned with unfair conpetition between traders
rather than with the deception of the public which
may be caused by the Def endant\022s conduct, for the
ri ght of action known as a \023passi ng-of action\024 is
not an action brought by the menber of the public
who i s deceived but by the trader whose trade is
likely to suffer fromthe deception practised on the
public but who is not hinself deceived at all.\024

Before the | earned Judge, the plaintiffs claimed that their goodwill in
the nanme or description \023Chanpagne\ 024 is injured by the Defendants\022 conduct
to which the counsel for the defendants did not contest the correctness of the
st atenent .

The | earned Judge, referring to Mayor of Bradford v. Pickles [1895
AC 587] and | aying down the principles of injuries, noticed the argunent of
the counsel that before a person can negative the argunment of the defence
counsel, the person can recover for loss or it nust be shown that his case
falls within the class of actionable wongs stating:
\023But the | aw nay be thought to have failed if it can
of fer no remedy for the deliberate act of one
person whi ch causes damage to the property of
another. There are such cases, of course, but they
occur, as a rule, when the clains of freedom of
action outweigh the interests of the other persons
who suffer fromthe use which a person nmakes of
his own property.\024

It was in the aforenentioned fact situation, the learned Judge
proceeded to deternmine as to whether the description \023Spani sh Chanpagne\ 024
is calculated to deceive holding that the plaintiff has a right to bring any
action.

J. Bollinger and Others v. The Costa Brava Wne Conpany Limted
(for short \023Bollinger 11\024) [1961 (5) RPC 116], however, clearly shows as to
what was the test applied. The inference deduced fromthe evidence
adduced was noticed in the follow ng ternmns:

\023In particular, it appeared fromthe evidence that
Chanpagne is a wine specially associated with
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occasi ons of celebration so that (in addition to
sal es to persons who regularly buy wine) it is
purchased on such occasions fromtine to tinme by
many persons who are not in the habit of buying

wi ne for consunption and are not educated in the
nature or qualities of different kinds of w ne.\024

Hol di ng t hat \023Spani sh Chanpagne\ 024 nay lead to ordinary belief into
thi nking that wine so described was the real thing, it was observed:

\ 023Mor eover, when the case is tried in an

at nosphere of educated persons, many of whom

are well acquainted with the qualities of various
Wi nes, it may seem absurd that persons shoul d be
decei ved by what nmy appear to be a transparent

i mpersonation. It -was argued inndeed that
Chanpagne was so wel | -known t hat everyone

except ‘a trifling mnority of ignorant persons (who
were not to be considered, especially in regard to
what was ternmed a luxury article) would not be
decei ved.\ 024

It was hel d:
\ 023Chanpagne, on the other hand, is a French word,
and it is wong if not dishonest to apply it to
anyt hing but the product of Chanpagne, the area
round Rheins in France. Ohers nust cal
t hensel ves Sparkling Mselle, Sparkling
Californian Wite, or what they please. There is

sone still chanpagne, a pleasant hard white w ne,
whi ch you can drink in France, and even sone dul
still red wine\024; and on pages 79-80 of the sane

book it is said: \023lt mayn\ 022t be forgery to describe a
Wi ne as, say, Australian Chablis; it is deplorable

and shows the nmaker has no proper pride in his

product, but the adjective \021Australian\022 is a sort of
warni ng\024. In a previous edition (the 6th) of the

same book, the words in the sane passage are \023is a

fair warning\024.

The | earned Judge proceeded to hol d:

\023All the lovers of wine who gave evi dence before
me deplored this practice by which the nanes of

wel | - known wi nes have been debased. Sone of

the witnesses, enployed in the nore practical side
of the wine trade, referred to the conveni ence of
thus using the nanme of the real wine to indicate a
type. But it appeared that a nunber of the wine
merchants who dealt in such wines were careful in
their price lists to list such wines under titles or
descripti ons which showed that they were of a type
but not fromthe original district.\024

Referring to Kerly on Trade Marks, which we have referred to
herei nbefore, the | earned Judge said:
\023And it has been said that regard should not be had
to \023unusual |y stupid people, fools or idiots\024.
Moreover, \023if the goods are expensive and not of a
ki nd usual ly sel ected w thout deliberation and the
customers generally educated persons these are al
matters to be considered.\024 (That is also a
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gquotation fromthe sane book.) Various other
judicial statenents are collected in the judgnent of
the Assistant-Registrar in George Angus & Co.\022s
Application (1943) 60 RP.C. 29, at pp. 31-32, to
which | was referred.\024

In arriving at the said decision, the follow ng was specifically noticed:

\023M . Munday, whose w ne business was in

Swansea, when asked \023How far do you think the

cl ass of customers that you deal with know the
origin of Champagne?\024 replied: \023Limted. Some
woul d know. The first category | nentioned

woul d know a fair anmount about it. In the second
category sonme. But there would be a considerable
nunber in ny area who woul d know not hi ng about

it except that it was a wine they wanted for a
speci al - occasion or for sonmething in their life they
wanted to cel ebrate with. They would then want

that. That is how nuch they woul d know about it-
just a general-outline\024.\024

It was furthernore hel d:

\023There is thus, 'in nmy view, a considerabl e body of
evi dence that persons whose |ife or education has

not taught them much about the nature and

producti on of w ne, but who fromtime to tinme

want to purchase Chanpagne, as the wine with the
great reputation, are likely to be m sled by the
descri pti on \023Spani sh-Chanpagne\ 024.

Sonet hi ng was said on the subject of the

burden of proof. Well, burden of proof is
somet hi ng which may shift in the course of an
action. It appears to ne that whenthe plaintiffs

have shown that a description used by the

def endants contains an untruthful statenment that a
wi ne which is not Chanpagne is Chanpagne, they

have gone some way to establishing their case, and
the Court mght require to be satisfied that such-an
untrue statement was so clearly qualified as to be
not likely to mslead. But, however, that may be, |
am satisfied on the evidence that a substantia
portion of the public are likely to be nisled. And
as Lord Justice Lindley said in Sl azenger & Sons

v. Feltham & Co. (1889) 6 R P.C. 531 at p. 537:

\ 0230ne nust exerci se one\ 022s comon sense, and, if
you are driven to the conclusion that what is

i ntended to be done is to deceive if possible, | do
not think it is stretching the inmagination very much
to credit the man with occasional success or
possi bl e success. Wy should we be astute to say
that he cannot succeed in doing that which he is
straining every nerve to do?\ 024

Bol l i nger test was not only applied in Warnick (Erven) Besloten
Vennoot schap v. J. Townend & Sons (Hull) Ltd. [1980 RPC 31], but in al
the case which have been referred to by M. Desai to which the different
Hi gh Courts of India as also to which we have taken note of.

However, tests laid down in Australia and United States in respect of
sel f-same goods are noticed hereinbefore are somewhat different.

But then we are concerned with the class of buyer who supposed to
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know t he val ue of nobney, the quality and content of Scotch Whisky. They

are supposed to be aware of the difference of the process of manufacture, the
pl ace of manufacture and their origin. Respondent No.3, the |learned Single
Judge as al so the Division Bench of the H gh Court, therefore, failed to
notice the distinction, which is real and otherw se borne out fromthe
precedents operating in the field. [See - Kerly\022s Law of Trade Marks and
Trade Nanmes, Thirteenth Edition pg. 600].

Had these tests been applied the matter might have been different. |In
a given case probably we woul d not have interfered but we intend to do so
only because wong tests applied led to a wong result.

So far as the applicability of the 1999 Act is concerned, having regard
to the provisions of Sections 20(2) and 26(2), we are of the opinion that the
1999 Act will have no application.

For the reasons aforenentioned, the inmpugned judgnent is set aside.
The appeal is-allowed. No costs.




