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JUDGMENT

WI TH

ClVIL APPEAL NO 8817 OF 2003

S.B.SINHA, J

Interpretation of the provisions of the Trade and Merchandi se Marks
Act, 1958 (for short "the 1958 Act") arises for consideration in these
appeal s arising out of a judgnent and order dated 08.05.2003 passed by the
H gh Court of Cujarat at Ahmedabad.
FACTS

The appel l ant is a conmpany incorporated under the Conpanies Act,
1956. The other parties to these appeals were/are its Directors.

In the year 1965, one Ranbhai Patel started a business of grinding

and selling spices under the name and style of 'Randev’. He had three
sons and two daughters, Arvindbhai, Hasmukhbhai and Pravi nbhai were his
sons. A partnership firmwas constituted in the year 1975. It applied for

registration of the trademark 'Randev’, which was granted on 03.01. 1986
bei ng Trademar k No. 447700. Anot her partnership deed was executed in
supersession of the earlier partnership deed wherein new partners were

i nducted. On 06.01.1989, the appellant company was i ncor porated

wher eby and whereunder the pattern of shareholdi ng anongst the three
brothers was : Arvindbhai G oup (40%; Hasnukhbhai G oup (30%; and

Pravi nbhai Group (30%. The registered tradenark was assigned by

"Randev Masal a Stores’ in favour of the appellant by a deed dated

20. 05.1990. However, by the said deed the goodwi || was not assigned. The
trademark together with the goodwi || was assigned in favour of the
appel | ant conpany by anot her deed of assignnent dated 20.05.1992. A
"user’ agreenent was also entered into by the same parties permtting the
firm’'Ms. Randev Masala Stores’ to use the said trademark subject to the
terns and conditions stipulated therein. Another partnership firm being
" Randev Masala’ was started on 01.04.1991 for carrying on the trade of
grinding and tradi ng of masal as. A user agreenent was also entered into
by and between the appell ant conpany and the said firmpermtting the
latter to use the registered trade mark for seven years i.e. from01.04.1991
to 31.03.1998 in terns whereof it was stipul ated

"3. AND WHEREAS the User is a firm

regi stered under the Indian Partnership Act and

wi shes to use in the city of Ahnmedabad except the
area of Naroda City of Ahnedabad and district
Mehsana, Qujarat State (lndia) registered
proprietors aforesaid registered Trade Mark
(hereinafter referred to as "the said Trade Mark")
in respect of the said goods."User restricted to the
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cities of Ahmedabad and Mehsana;

4( 0 That the User will continue to use the said
mark only so | ong as he manufactures his goods in
accordance with the ternms and specifications

devi sed by the Registered Proprietor.

4( E) That within the terns of this agreenent and
thereafter the User will not acquire any right to the
said mark by any neans what soever except in
accordance with | aw

4(Q That the User covenants not to use the said
Trade Mark in the advertisenent, journal |abe

and/ or other documents in such a manner that the
said Trade Mark may in any way be diluted in

respect of distinctiveness of validity if necessary
and indication either usually, phonetically may be
given to the purchasing public to the extent that the
User uses the said mark by way of permitted use
only."

I ndi sputably, the firm’ Randev Masala Stores’ was dissol ved on
04.11.1991. Yet again a new partnership firmcanme into being under the
nane and style of ' Randev Exports’. The said partnership firmwas
constituted for the purpose of export of spices manufactured by the
appel | ant conmpany.

It is not in dispute that the business of manufacturing and selling of
spi ces under the trade nane of ' Randev’ was being run by the three
brothers through the appell ant conpany.

Anot her partnership firmbeing ' Randev Masal a’ was being run
through seven outlets for retail sale of the products of the Conpany.

It is also not in dispute that both the firns ' Randev Masal a’ and

"Randev Exports’ had distinct and separate existence. /Their-areas of
operation were also different. The respective roles assigned to each of the
partnership firmhad clearly been specified intheir respective partnership
deeds. VWereas Ms. Randev Masala was all owed to nmanufacture and

trade in spices, the business of Ms. Randev Exports was limted to export
of the spices manufactured by the appellant conpany. Yet again, the
partnershi p deed of Randev Masal a was anended on 01.04.1995; in terns

wher eof the business of the said firmwas confined only to trading in spices
manuf actured by the appellant company. |n other words, the respective

busi nesses under the partnership deeds of the said firns are stated to be as
under

a. Type of business of Randev Masal a under the first partnership deed
was grinding and selling of spices.

b. Type of business of Ms. Randev Masal a under 'the second
partnership deed was trading in spices.

C. The busi ness of Ms. Randev Exports was exporting the goods

manuf actured by the appell ant conpany.

DI SPUTES

Di sputes and differences having arisen between the nmenbers of the

famly and in particular between the three brothers, the sanme was settled by
their well-w shers, pursuant whereto and in furtherance whereof a

Menor andum of Under standi ng (MOU) was executed by and between the

parties, to which we woul d advert to a little later.
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LEGAL PROCEEDI NGS

On the prem se that the respondents had been infringing its rights,
trade nane and | ogo, the appellant conpany filed a suit in the Cty G vi
Court, Ahnedabad, which was nunbered as CS No. 828 of 2000, inter alia,
for the following reliefs :

"A) The defendants by thensel ves, their
servants, agents, partners and all persons claimng
through or under them be restrained by a perpetua
order of this Hon’ble Court from in any nanner
using the trade mark 'RANDEV' in their [ abel
packing materials, advertising naterials, business
materials etc., in respect of goods which are
covered under registration of the plaintiff’'s mark
and/ or any mark which may be identical and/or
deceptively simlar to the plaintiff’s registered
trade mark and thereby restrain themfrom
infringing the plaintiff's registered trade nmark
bearing No. 447700 and other narks bearing

No. 531084, 531085, 545253, 545253, 545255,

545257 and 545258."

An application for i'njunction was also filed wherein the follow ng
interimprayers were nade

"(A) The defendants by thensel ves, their
servants, agents, partners and all persons clainng
t hrough or under thembe restrained by an order of
tenmporary injunction of this Hon ble Court from
in any manner, using the trademark ' RAMDEV in
their | abel, packing materials, advertising
materials, business materials etc. inrespect of
goods whi ch are covered under registration of the
plaintiff’s mark and/ or any mark whi ch may be

i dentical and/or deceptively simlar to the
plaintiff’'s registered trade mark ‘and t hereby
restrain themfrominfringing the plaintiff’'s

regi stered trade mark bearing No. 447700 and ot her
mar ks bearing No. 531084, 531085, 545253,

545255. 545257 and 545258, till the hearing and
final disposal of the suit.

(B) The defendants by thensel ves, their

servants, agents, partners and all persons clainming
through or under them be restrained by an order of
temporary injunction of this Hon'ble Court from
using in relation to any spices, masal a bearing the
nane ' RAMDEV' as produced with separate |i st

or any | abel or packing material or advertising
material containing the trade mark ' RAVMDEV

and/ or any mark which is identical and/or mark
contai ning word ' RAMDEV' either on |abel or in
trading style or trading name, so as to pass off the
def endants goods and/or busi ness as that of the
plaintiff, till the hearing and final disposal of the
suit."

An application was also filed for appointment of a Court
Conmi ssi oner .

DEFENCES OF THE RESPONDENTS

The princi pal defences raised by the respondents in the said suit are

as under:
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(i) The appel | ant has no exclusive statutory right to use ' Randev’

apart fromthe | abel as a whole. (Sections 15 and 17 issue)

(ii) The first respondent has a right to use the mark as concurrent

user; (Section 29 issue)

(iii) That the use conplained of is protected, as bona fide user and
furthernore the appellant is not entitled to the reliefs sought for as
the same were barred under the principles of estoppel

acqui escence, etc.

ORDER ON THE APPLI CATI ON FOR | NJUNCTI ON

By a judgment and order dated 17.03.2000, the learned Trial Judge
opi ned that the plaintiff conpany was the owner of the trademark. It was
further held that the defendants had started manufacturing and marketing
the same busi ness which is deceptively simlar to the trademark of the
plaintiff which created confusion in the mnd of public. However, the
def endants were given liberty to nmanufacture spices in their factory and sel
the same in seven outlets under the tradenmark ' Randev Masal &’

On an interpretation of the said MU dated 30.05.1998, it was, inter
alia, held :

"\ 005Therefore, if there is agreenent between the
parties that the defendant No.1 shoul d purchase
spices fromthe plaintiff for the purpose of retail-
sale in 7 outlets, it nust have been nentioned in
the MOU. No such condition is-nmentioned. If that

be so, it cannot be presunmed that the defendants
shoul d purchase spices fromthe plaintiff for the
purpose of retail-sale in 7 outlets. In case of
witten-agreenent between the parties, it should be
taken as it is. It should be read as it is. No
additional ternms and conditions or agreenent can

be presuned. Therefore, in absence of any

specific condition that the defendants shoul d sel
spi ces by using trade-nmark "Randev" in 7 outlets

by purchasing the goods fromthe plaintiff is not
bel i evabl e.

13. This condition al so does not seemto be
possi bl e\ 005

14. \ 005The defendants have arranged for the
packi ng material bearing regd. trade-mark

"Randev" and used the sane for the purpose of

retail business. These facts clearly suggest that
there was no restriction on the defendants to

purchase spices fromthe plaintiff for the purpose

of retail business in 7 outlets. On the contrary, the
def endant was at liberty to manufacture in their
factory and sell the same in 7 outlets for the

pur pose of retail business.

15. Rel evant portion of MU is reproduced
earlier. Accordingly, the defendants are permitted
to use the trade-mark or | ogo "Randev" for the
purpose of retail-sale in 7 outlets. The words used
suggest that the defendants were entitled to use the
trade-mark "Randev" wi thout any restriction for

the purpose of retail sale of spices. It was not
conpul sory on the part of the defendants to
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purchase spices fromthe plaintiff. They can
arrange or manufacture in their way and sell the
same in 7 retail outlets under the trade-mark

"Randev".
21. \ 005Therefore, he cannot sell spices in other
shops under the trade-nark "Randev". He can run

spi ces’ business and ot her business in his shop
Randev Masal a. The plaintiff cannot restrict
him ™"

The respondents had been selling a |arge variety of spices under the

trade nane "Swad". However,; the packings and | abels adopted by them

were also held to be deceptively simlar to the trade-mark "Randev" of the
appel l ant. Al though they had been manufacturing and marketing spices

under the trade nane ’'swad’, the respondents had been witing the words
"Randev Masal a" in such a manner that it creates confusion in the m nds

of custoners. It was, therefore, opined that the respondents had been
passi ng of f their goods as if it was manufactured by the appellant. The

| ear ned Judge, however, opined that as per the provisions of the Prevention
of Food Adulteration Act, 1955, it was mandatory to di scl ose the nane and
address of the manufacturer they have been witing their nane "Randev
Masal a" as manuf act urer which does not create any deception or confusion
Noticing that the appellant got it entered.in the records of the Registrar of
Trade Mark by followi'ng due procedure and acknow edgi ng that the

appel | ant conpany is the registered proprietor of trade nanme bearing | ogo
of "Randev", it was held that as the respondents had started manufacturing
and marketing spices under the trade name "swad" and they had been

selling spices in small packets and in view of the avernments nade by the
appel | ant that the | abels and packi ngs adopted by the respondents were
deceptively simlar to the registered trademark ' Randev’ and, therefore,
passing off goods as it is manufactured by the plaintiff. The |earned Judge
further observed

"\ 005Conparing the packing material “and | abel of
both the parties, it is clear that the | abel of the
def endants is phonetically and visibly simlar with

the |l abel of the plaintiff. It is deceptively sinilar
with the | abel of the plaintiff. It creates deception
as well as confusion in the m nds of custoners

who are literate, illiterate, nale or female, who

used to purchase in retail market fromsnmall shops
as well as big departnental stores. Therefore,
there is every likelihood of passing off the goods
of the defendants as if it is manufactured by the
plaintiff."”

It was opined

"As stated earlier, it is proved that the

plaintiff is the regd. proprietor of trade-mark
"Randev" bearing registration No.44770. The
plaintiff has acquired goodwi Il and reputation of
the trade mark "Ramdev Masal a" in the market.
Packi ng and | abel adopted by the defendants for
their products "Swad" containing the word

"Randev Masal a" on the front page of the |abel in

| arger size, in first al phabet definitely creates
deception and confusion. It is deceptively simlar
with the trade-mark of the plaintiff. Therefore, the
plaintiff has proved prina facie case on this point.
As regards the bal ance of conveni ence and
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irreparable injury, it is settled | egal position that in
case of deception public at large is affected.

Unvaried custoners are |likely to be deceived.

When prina facie case is proved, it is necessary in

the interest of justice to maintain status quo.

Consi deri ng above all facts and circunstances,

i njunction should be granted agai nst the

def endants. "

The | earned Judge summari sed his findings as under

"Para 41\ 005 (i) The defendant No.1 and
consequently all defendants are entitled to
use trade mark "Randev" for the retai

busi ness of spices in 7 outlets as mentioned
in MOU It is not nmandatory for the

def endants to purchase goods fromthe
plaintiff for retail sale in the said outlets.
The defendants are at |iberty to manufacture
spices in-their factory and carry on retai
business in 7 outlets by using trade-mark
"Randev" bearing registration No.44770.

(ii) The defendant No.1l is at liberty to run
busi ness under the trade nane "Randev

Masal a" for retail and whol esal e busi ness of

spi ces, instant mx and other articles.

However, he shoul d not use trade-nark

"Randev" except 7 outlets as mentioned in

M O. U.

(iii) Label and packi ng adopted by the
def endants for their goods under the trade-
nane "Swad" contai ning word "Randev

Masal a" is creating infringenent of the
trade-mark of the plaintiff as it (is
deceptively simlar. Therefore, the

def endants should be prevented in using the
word " Randev Masal a" on their |abel and
packi ng in any manner. However, the

def endants are at liberty to manufacture and
mar ket spices in any trade name w t hout
using the word "Randev" or "Randev

Masal a".

The respondents were, thus, restrained by temporary injunction from
using registered trademark, |ogo ’'Randev’ or any other trademark, which
is identical and deceptively simlar to the trademark of the appellant i'n
respect of |abel and packing material of their goods except in seven outlets
mentioned in MU till final disposal of the suit. They were held to be at
[iberty to run business of spices under the trade nane ' Randev Masal a’
wi t hout using the registered trademark ' Randev Masal @’ except in seven
outlets.

H GH COURT JUDGVENT

Both the parties preferred appeal s thereagai nst before the High
Court. The Hi gh Court by reason of its judgment opined:

(i) The chain of events goes to show that the business of grinding
spi ces by using the words "Randev" and "Masal a" in the
formation of firm name continued all throughout and, thus, the
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respondents could be restrained fromcarrying on busi ness of
manuf acturing and selling of spices.

(ii) The respondents were pernitted users in view of the registered
user agreenent executed between the parties.

(i) The effect of the MOU could not be wholly determned as the
deeds of retirenent had not been produced.

(iv) Even if the MU is kept out of consideration in view of the Rules
framed under Prevention of Food Adulteration Act and Standards

of Weights and Measures Act, the manufacturer is duty bound to

di splay its name and address in the manner, size and placenment as

prescri bed, on the packets. Thus, once a statute prescribes an
obligation on manufacturer and stipul ates the m ni nrum st andards

of neasurenent, the manufacturer is bound to act in accordance

with | aw and cannot be restrained from conplying with specific

statutory provisions.

It, while upholding the findings of the | earned trial Judge contained
i n paragraphs 41(i) and 41(ii); in respect of the directions contained in Para
41(iii), opined:

"42. 3 However, finding in paragraph 41(iii) of the

i mpugned judgnent requires to be nodified. The
trial court was in/error for the aforestated reasons
when it held that printing and publication of the
principal display panel was creating infringement

of trade mark as it was deceptively simlar. The
def endants cannot be prevented from using the

wor ds "Ranmdev" and "Masal a" on their |abel and
packing in light of the statutory requirenents as
stated herei nbefore. However, the defendants shal
print the name of the manufacturer using only the

m ni mum st andard prescribed, dependi ng upon the
nature of the packing and the placenment of the
princi pal display panel shall be only at the bottom
on the reverse side of the packing and the front
portion of the packing shall not carry any principa
di spl ay panel except for its own brand nane

" SWAD" .

SUBM SSI ONS:

M. C A Sundaram and M. Ashok Desai, | earned Senior Counse
appearing on behal f of the appellant, in support of these appeal s /submtted

(i) The appellant was entitled to an order of injunction in view of the
wel | -settled principles of law that in case of a registered trade

mark, the use thereof by any other person would constitute an

i nfringenent thereof.

(ii) As there can be only one mark, one source and one proprietor and
in particular having regard to the public interest, it was

i nperm ssible for the Trial Judge as also the High Court to all ow

the respondents to use the registered trade mark of the appell ant

either in the seven outlets or the goods manufactured by them

i ndependent | y.

(iii) The trade nmark ' Randev Masal a’ used by the respondents being
deceptively simlar with that of the registered trade nark, the

same would interfere with the quality control product of the
appel | ant and, thus, an order of injunction as was prayed for

shoul d have been passed.
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(iv) The | earned Trial Judge as also the H gh Court m sconstrued and
m sinterpreted the provisions of the 1958 Act vis-‘-vis Prevention

of Food Adulteration Act and Standards of Wi ghts and Measures

Act, as in a case of such nature, a mandatory injunction could be

i ssued directing change of the corporate name of the respondent

No.1l; as the appellant’s right to protect its trade nark is absol ute.

(v) By reason of the MU, the respondents were only allowed to
carry on the existing trade and thereby the respondents were not
permtted to start manufacturing spices under the nane and style

of ' Randev Masala’ as woul d be evident fromthe fact that they

were only entitled to carry on retail business fromthe seven
outlets for the purpose of selling only the end products upon
printing the words "not for resale" which is a clear pointer to the
fact that merely a right to trade therefromand not manufacture of
spices in the said name had been granted in terms thereof.

M. F.S. Narinan, |earned Senior Counsel appearing on behalf of the
respondents, on the other hand, subnitted:
(i) The appel | ant coul d exercise their right only for the purpose of
i mpl ementing the MOU which nmust be read with the deed of
retirement dated 1st June, 1998, the renedi es under the Trade
Marks Act are not avail abl e agai nst the respondents who were
nmenbers of the fam'ly.

(ii) The Conpany, al though was not a party to the MOU, but having
been represented by the Directors therein must be held to be

bound thereby and the parties tothe MOU having not filed any
speci al leave petition in their individual capacities, these appeals
are |liable to be dism ssed.

(iii) As a distinction exists between a lis based on infringement of a
regi stered trade mark and passing off, the principles which are
applicable for grant of injunction in-an action for passing off are
applicable in the instant case.

(iv) The claimof the appellant to obtain an order of injunction is
clearly barred by Sections 15(1) and 15(2) of the 1958 Act insofar

as a distinctive | abel having been registeredas a whole, no order

can be passed restraining the defendants from using a part - thereof,

as has been held in The Registrar of Trade Marks v. Ashok

Chandra Rakhit Ltd. [(1955) 2 SCR 252] and Re Cadbury

Brothers’ Application [1915 (2) Ch. 307].

(v) The appellant itself having applied for 'Randev’ as a separate
trade mark as woul d appear froma public docunent, viz., the

Trade Mark Journal No. 6 dated 25.11.2003 and the said trade

mar k havi ng not yet been registered in its favour, no order of

i njunction as had been prayed for can be passed in its favour

(vi) In any event, if an order of injunction is passed, against the
respondents, they would have to be compl etely dependent. upon

the appellant for carrying on business which would | ead to

di scord between the nenbers of the famly, which was sought to

be avoi ded by the MU

(vii) In view of the stipulations nade in the MOU whereby and

wher eunder Shri Arvi ndbhai became the absol ute owner of both
"Ramdev Exports’ and ' Randev Masal a’ and Hasnukhbhai and

Pravi nbhai haing given up their right thereupon, the First
respondent is entitled to carry on the said business in those nanes
whi ch were not required to be changed by reason of the said

MOU.

(viii) Furthernore, the stipulations nade in the MOU clearly do not
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oblige the respondent to buy any product fromthe appellant-
Conpany, and in the event, if it be held that the respondent is
bound to sell only the products of the appellant, running of
busi ness by the respondent would clearly depend upon the supply
of the materials by the appellant al one.

(ix) As by reason of the said MOU, the respondent No.1l becane
entitled to use of mark from seven outlets, the same envisages its
right to sell goods having the said nmark and not sell of the
plaintiffs’ goods alone. The MOU nust be interpreted in the |ight
of the deed of retirement dated 1.6.1998, which categorically
contained a stipulation that the continuing partner "have al so
decided to continue the said business in the sane firm nanes,

viz., 'Randev Exports’ and 'Ms. Randev Masala " and, thus, the
appel I ant cannot now turn round and contend that the respondent
cannot carry on business of grinding and selling nmasal a.

(x) In the event the appellant’s contention is accepted, the right of the
respondent to-continue the business under the nane and style of

or in the firmname of 'Ms. Randev Masal a’ and ' Randev

Exports’ woul d beconme inconsistent with the deed of retirenent

of Hasmukhbhai and Pravinbhai from’'Ms. Randev Masala' and

" Randev Exports’.

Dr. A°M Singhvi, |earned senior counsel appearing on behalf of
sone of the respondents suppl enented M. Narinman urging that a
docunent upon readi ng contextually may be found to be a famly
settl enent although the said expression was not used therein. It was,
therefore, urged that the courtswould | ean strongly in favour of the famly
settl enent and the MU, so read, woul d operate as estoppel against the
other famly nmenbers who have taken advantage thereof from denying or
di sputing inpl enentation thereof.

STATUTCORY PROVI SI ONS

It is not in dispute that the Iis between the parties would be governed
by the 1958 Act.

"Deceptively sinmlar" has been defined in Section 2(d) of the 1958
Act to mean as under

"A mark shall be deened to be deceptively simlar to
another mark if it so nearly resenbles that other mark as
to be likely to deceive or cause confusion."

Section 2(j) defines "Mark" to include "a device, brand, heading,
| abel , ticket, name, signature, word, letter or numeral or any conbination
thereof". The expression "registered proprietor"” has been defined in
Section 2(q) to nean a person for the tinme being entered in the register as
proprietor of the trade mark in relation to a trade nark

Chapter |l provides for appointnent of the Controller-Ceneral of

Pat ents, Designs and Trade Marks for the purpose of the said Act. Sections
15 and 17 read as under

"15. Registration of parts of trade marks and of
trade marks as a series.--(1) Wuere the

proprietor of a trade mark clains to be entitled to
the exclusive use of any part thereof separately, he

may apply to register the whole and the part as
separate trade marks.

(2) Each such separate trade mark shall satisfy al
the conditions applying to and have all the

i nci dents of, an independent trade mark

(3) Were a person clainmng to be the proprietor of
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several trade marks in respect of the sane goods or
descripti on of goods which, while resenbling each
other in the material particulars thereof, yet differ
in respect of--

(a) statenent of the goods or services in relation to
whi ch they are respectively used or proposed to be
used; or
(b) statenent of number, price, quality or nanes of
pl aces; or
(c) other matter of a non-distinctive character
whi ch does not substantially affect the identity of
the trade mark; or

(d) colour;
seeks to register those trade narks, they may be
regi stered as a series in one registration
17. Registration of trade marks subject to
di scl ainer.\0271f a trade mark - -

(a) contains any part--

(i) which is not the subject of a separate application
by the proprietor for registration as a trade nmark; or

(ii) which is not separately registered by the
proprietor as a trade mark; or

(b) contains any matter which is comon to the
trade or is otherw se of -a non-distinctive character,
The tribunal in deciding whether the trade mark
shal |l be entered or shall remain on the register, my
require, as a condition of its being on the register,
that the proprietor shall either disclaimany right to
the exclusive use of such part or of all or any
portion of such matter, as the case may be, to the
excl usive use of which the tribunal holds himnot to
be entitled, or nake such other disclainer asthe
tribunal may consider necessary for the purpose of
defining the rights of the proprietor under the
registration:

Provi ded that no disclaimer shall affect any rights
of the proprietor of a trade nmark except such as
arise out of the registration of the trade mark in
respect of which the disclainer is rmade."

Chapter 111 provides for the procedure for and duration of
registration. The 1958 Act envisages filing of an application (Section 18),
advertisenent thereof (Section 20), opposition thereto (Section 21) and
correction and anendnent thereof (Section 22). Registration of a trade
mark i s envisaged in Section 23 of the 1958 Act, the effect whereof is
stated in Section 27 thereof.

The rights which are conferred by registration are stated in Section
28 of the 1958 Act in the follow ng terns:
"28. Rights conferred by registration.--(1)
Subj ect to the other provisions of this Act, the
registration of a trade mark in Part A or Part B of
the register shall, if valid, give to the registered
proprietor of the trade mark the exclusive right to
the use of the trade mark in relation to the goods or
services in respect of which the trade mark is
registered and to obtain relief in respect of
infringenent of the trade mark in the manner
provided by this Act.
(2) The exclusive right to the use of a trade nmark
gi ven under sub-section (1) shall be subject to any
conditions and Iimtations to which the registration
i s subject.
(3) Were two or nore persons are registered
proprietors of trade marks, which are identical with
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or nearly resenble each other, the exclusive right
to the use of any of those trade marks shall not
(except so far as their respective rights are subject
to any conditions or limtations entered on the
regi ster) be deenmed to have been acquired by any
one of those persons as agai nst any other of those
persons nerely by registration of the trade narks
but each of those persons has ot herw se the sane
rights as agai nst other persons (not being

regi stered users using by way of permtted use) as
he woul d have if he were the sole registered
proprietor."

Section 29 provides for the consequences of infringenment of trade
marks in the follow ng terns:

"29. Infringement of registered trade marks. --

(1) Aregisteredtrade nmark is infringed by a

person who, not being a registered proprietor of

the trade mark or a regi stered use thereof using by
way of permitted use, usesin the course of trade
mark which is identical with, or deceptively

simlar to, the trade mark in relation to any goods
in respect of which the trade mark is registered and
in such manner as to render the use of the mark
likely to be taken as being used as a trade nark.

(2) I'n an action for \infringement of a trade mark
registered in Part B of the register an injunction or
other relief shall not be granted to the plaintiff if
t he defendant establishes to the satisfaction of the
court that the use of the mark of whichthe plaintiff
conplains is not likely to deceive or cause
confusion or to be taken as indicating a connection
in the course of trade between the goods in respect
of which the trade mark is registered and sone
person having the right, either as registered
proprietor or as registered user, to use the trade
mark. "

Section 33 provides for saving of vested rights.

| NTERPRETATI ON OF DEED \ 026 PRI NCI PLES OF

MU, for the purpose of these appeals, nay be treated to be a famly
settlenent. It is, however, well-known that intention of the parties to an
i nstrument must be gathered fromthe ternms thereof exami ned in the |ight of
the surroundi ng circunstances. [See Sohan Lal Naraindas v. Laxni das
Raghunath Gadit, (1971) 1 SCC 276]

In Delta International Ltd. v. Shyam Sundar Ganeriwalla [(1999) 4
SCC 545], this Court noticed:

"17. For construction of contracts between the
parties and for the interpretation of such docunent,
| ear ned Senior Counsel, M Desai has rightly
relied upon some paragraphs from The
Interpretation of Contracts by Kim Lew son, QC
as under:

"1.03 For the purpose of the construction of
contracts, the intention of the parties is the
nmeani ng of the words they have used. There is no
i ntention independent of that meaning.

6.09 Where the words of a contract are capabl e of
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two neani ngs, one of which is |awful and the other
unl awful , the former construction should be
preferred.

Sir Edward Coke [Co. Litt. 42a] expressed the
proposition thus:

"It is a general rule, that whensoever the words of a
deed, or of one of the parties wthout deed, may
have a doubl e intendnent and the one standeth

with aw and right, and the other is wongful and
against law, the intendnment that standeth with |aw
shall be taken.’"

It is further stated:

"For that purpose, he referred to the follow ng
observations of Buckley, J. fromthe paragraphs

whi ch are sought-to be relied upon from The
Interpretation of Contracts by KimLew son, QC.
"My first duty is to construe the contract, and for
the purpose of arriving at the true construction of
the contract, | nust disregard what woul d be the

| egal consequences of ‘construing it one way or the
ot her way.""

Mor eover, the docunent is to be read as a whole. It is equally well
settled that the deed has to be construed keeping in view the existing | aw

It is now a well-settled principle of |law that a docunment nust be
construed having regard to the terns and conditions as well as the nature
thereof. [Union of India v. Ms. MIleniumMinbai Broadcast Pvt. Ltd.
2006 (5) SCALE 44]

MoU

We nay proceed on the basis that the MU answers the principles of
famly settlenent having regard to the fact that the sane was actuated by a
desire to resolve the disputes and the courts would not easily disturb them
as has been held in S. Shannugam Pillai and Others v. K. Shannugam
Pillai and Ohers [(1973) 2 SCC 312], Kale and O hers v. Deputy Director
of Consolidation and G hers [(1976) 3 SCC 119] and Hari Shankar
Singhania & Ors. v. Gaur Hari Singhania & Ors. [JT 2006 (4) SC 251].

Al t hough at one point of tinme the appell ant -Conpany had taken a
stand that it being not a party to the MOU, it is not bound by the terns
thereof but the same would not nmean that in an action for infringenent of
trade mark, when the MOU was put as a shield to its claim it could not
have taken recourse to proper interpretation thereof for the purpose of
determ nation of the rights of the parties to use the trade mark in question
It is not a case where the courts refused to lean in favour of famly
arrangenent or base its decision on technical or trivial ground. ‘W have
been taken through the MOU again and again. It fell for judicia
interpretation. |Interpretation processes were undertaken by the Courts
bel ow. The sane woul d al so be reviewed by us hereafter.

MOU \ 026 ANALYSI S OF

The appel | ant before us is a Conpany registered and incorporated
under the Conpanies Act. Indisputably, the parties to the MOU being
Arvi ndbhai, Hasmukhbhai and Pravi nbhai were its Directors. They are al
brothers. Al the shares of the Conpany were held by themand their
fam ly menbers. The Conpany although is a juristic person was not made
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a party thereto. The effect of the Conpany being not a party nay have to
be considered by the Trial Court in the suit; but, as the parties for the
pur pose of disposal of this appeal proceeded on the basis that the MOU was
entered into by and between the parties thereto; an endeavour shall be nade
to construe the sane as it stands. W would, however, |ike to observe that
in the event any other attending circunmstances are brought on record by
way of adduction of oral evidences, if permssible inlaw, warranting a
different interpretation of the said MOU, the |earned Trial Judge woul d be
at liberty to do so. W nay furthernore place on record that we are
construing the said MU only for the purpose of disposal of an
interlocutory matter which would not, thus, be binding on the courts bel ow
at the final hearing of the suit.

The broad propositions which are evident froma perusal of the said
MOU appear to be as under:

Among all the three brothers, Arvindbhai who was the el dest anpng
themis on one side and Hasnmukhbhai and Pravi nbhai are on the other. The
division of the assets is broadly arrived at in that proportion. The Counse
appearing before us proceeded on the basis that MOU for all intent and
purport was a famly settlenent.  Disputes and differences having arisen
between the parties, the said MOU was entered into with a viewto resolve
the same as regards the business and property held by themso as to enable
themto be in peace, harnbny and understanding in the famly. The said
settlenent was arrived at through the nechani smof nediation of the well-
wi shers of the famly. MM was, thus, entered into for the purpose of
di stribution of the properties and business and the sane was given effect to
on and from1.4.1998. It stipulates:

(1) Manuf acturing and sel ling of masal a (spices) and instant m x was
bei ng done by the Conpany.

(ii) The goods used to be nmanufactured in a factory situated in village
Sola. Another factory was constructed on bl ock No. 527, 542 and

528 at Changodar. The Joint famly, viz., the Partnership

(Randev Masal a) had been selling goods in retail in the name of

"Randev Masala’ to seven outlets named therein

(iii) The export business in respect of goods, viz., pepper-spices,
instant m x, groceries and other articles was being done in the
nane of Randev Exports.

The Trade Mark or trade name which was registered in the nane of
the conpany, viz., Randev and its |ogo of a saint astride on a horse with a
standard went to the Conpany. The expression "Randev" is witten in the
Guj arati |anguage just above the said | ogo and the word "masal a" which.is
again in the Gujarati |anguage appears just bel ow'the sane.

Arvi ndbhai becane the exclusive owner of the business Randev
Exports (Partnership Firmj and Randev Masal a (another Partnership Firm.
MOU contained a clarification to the effect that the other two brothers, viz.,
Hasmukhbhai and Pravi nbhai becane the owners thereof and woul d carry
on the nmanagenent of the business of the Conpany. The two brothers,
Hasmukhbhai and Pravi nbhai were given the right to carry on export
busi ness under the brand nane of 'Randev’ but in a nmanner_which woul d
not cause any loss to Arvindbhai or vice-versa. Wereas the |and situated
at Sola went to Arvindbhai along with the building, the nmachineries
bel onging to the conpany remai ned with the Company. The new factory
and machi nery also went to the Conpany. A right of pre-enmption in
respect of the trade mark Randev was al so created in ternms whereof
Hasmukhbhai and Pravinbhai was to offer sale of the said trade mark to
Arvindbhai in the event they intend to do so. It was, thus, nmade clear that
the manufacturing activities were to be restricted to the Conpany through
Hasmukhbhai and Pravi nbhai
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The two brothers, viz., Hasmukhbhai and Pravinbhai, also had the
right to carry out export business under the brand nanme of Randev but in a
manner whi ch woul d not cause any |loss to the el dest brother or vice-versa.

We have noticed hereinbefore that the partnership Randev Masal a
had an user agreenment for seven years from 1.4.1991 which | apsed on
31.3.1998. MM came into force with effect from1l.4.1998. By reason of
the said MU prina facie Arvindbhai had not been given any
manuf acturing right through the user agreenent. The trade mark Randev,
t hus, bel onged exclusively to the Conpany.

Al t hough several trade marks were registered and bel onged to the
Conpany, we are primarily concerned with the trade nark bearing No.
447700 havi ng the aforenenti oned description

Both the |l earned Trial Judge as al so the Hi gh Court proceeded on the
basis that in ternms of the said MU, the Conpany acquired an excl usive
right to use the sane.

I't i's not"in dispute that the respondents have been manufacturing
spi ces under and nane and style of "Swad’. The said mark is a registered
one.

The Courts bel ow proceeded on the basis that the mark used by the
respondents are deceptively simlar to the trade mark registered in favour of
the appellant. There is no dispute in regard to the said findings. W would
herei nafter consider the effect thereof.

TRADE MARK- CONCEPT

The concept of trade mark dates back to-ancient times. Even in the
Harappan Civilization marks of trade with foreign countries such as
Mesopot ani a and Babyl oni a were found enbossed on articles. The |aw of
trade marks was formalised with the process of registration which gave
exclusivity to a trader right to deal in goods using a synbol or mark of
some sort to distinguish his goods fromsimlar goods sold by other traders.
Even today the grant of a trade mark is an indicator of exclusivity in trade
under that mark and this right cannot be transferred. Only a linmted right of
user can be granted via |licence.

In The Modern Law of Trade Marks by Christopher NMorcom
Butterworths 1999, it is stated:

"\ 005The concept of distinguishing goods or services
of the proprietor fromthose of others was to be
found in the requirenments for a mark to be

regi strable. Essentially, whatever the wording
used, a trade mark or a service mark was an

i ndi cati on which enabl ed the goods or services
froma particular source to be indentified and thus
di sti ngui shed from goods or services from ot her
sources. |In adopting a definition of 'trade mark’
whi ch sinply describes the function in terns of
capability of ’distinguishing the goods or services
of one undertaking fromthose of other

undertakings’ the new lawis really saying

preci sely the same thing."

In Gujarat Bottling Co. Ltd. and O hers v. Coca Cola Co. and Qthers
[(1995) 5 SCC 545], it was held that licensing of trade mark i s governed by
conmon | aw which is also statutorily perm ssible provided:

"\005 (i) the licensing does not result in causing
confusion or deception anong the public; (ii) it
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does not destroy the distinctiveness of the trade
mark, that is to say, the trade mark, before the
public eye, continues to distinguish the goods
connected with the proprietor of the mark from

those connected with others; and (iii) a connection
in the course of trade consistent with the definition
of trade mark continues to exist between the goods
and the proprietor of the nmark\ 005"

Maki ng use of another’s trade mark is not only a violation of
busi ness ethics but has al so been Iinked to di shonestly maki ng use of the
goodwi I | and reputation built up and associated with the mark

In Laxm kant V. Patel v. Chetanbhai Shah and Another [(2002) 3
SCC 65], it was stated:

"10. A person may sell his goods or deliver his
services such-as in'case of a profession under a
tradi ng name or style. Wth the | apse of tine such
busi ness or services associated w th-a person
acquire a reputation or goodwi'll which becones a
property which is protected by courts. A
conpetitor initiating sale of goods or services in
the same nane or by imtating that nane results in
injury to the business of one who has the property
in that nane. The | aw does not pernit any one to
carry on his business in such a way as woul d
persuade the custoners or clients in believing that
the goods or services bel onging to soneone else
are his or are associated therewith. It does not
matter whether the latter person does so

fraudul ently or otherw se. The reasons are two.
Firstly, honesty and fair play are, and ought to be,
the basic policies in the world of business.
Secondl y, when a person adopts or intends to

adopt a nanme in connection with hi's business or
servi ces which already bel ongs to soneone else it
results in confusion and has propensity of diverting
the custoners and clients of soneone else to

hi nsel f and thereby resulting in injury."

PURPOSE OF TRADE MARK

A trade mark is the property of the manufacturer. The purpose of a
trade mark is to establish a connection between the goods and the source
t hereof which woul d suggest the quality of goods. 1f the trade mark is
regi stered, indisputably the user thereof by a person who is not otherw se
authorised to do so would constitute infringement. Section 21 of the 1958
Act provides that where an application for registration is filed, the sane can
be opposed. Odinarily under the | aw and, as noticed herei nbefore, there
can only be one mark, one source or one proprietor. 'Odinarily again right
to user of a trade mark cannot have two origins. The first respondent herein
is arival trader of the appellant-Conmpany. It did not in law have any right
to use the said trade mark, save and except by reason of the terns contained
in the MOU or continuous user. It is well-settled that when defences in
regard to right of user are set up, the onus would be on the person who has
taken the said plea. It is equally well-settled that a person cannot use a
mar k whi ch woul d be deceptively sinmlar to that of the registered trade
mark. Registration of trade marks is envisaged to renmpve any confusion in

the mnds of the consunmers. |If, thus, goods are sold which are produced
fromtwo sources, the sane may lead to confusion in the mnd of the
consunmers. In a given situation, it may al so amobunt to fraud on the public.

A proprietor of a registered trade mark indisputably has a statutory right
thereto. In the event of such use by any person other than the person in
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whose nane the trade mark is registered, he will have a statutory renedy in
terns of Section 21 of the 1958 Act. Odinarily, therefore, two people are
not entitled to the same trade nark, unless there exists an express licence in
that behal f.

DI FFERENT FUNCTI ONS OF A TRADE MARK
W nay now note a few precedents on the function of a trade nark.

In Sumat Prasad Jain v. Sheojanam Prasad (Dead) and O hers and
State of Bihar [(1973) 1 SCC 56], this Court held:

"\ 005Thus, the distinction between a trade nmark and
a property mark is that whereas the forner denotes
the manufacture or quality of the goods to which it
is attached, the |atter denotes the ownership in
them In other words, a trade mark concerns the
goods thensel ves, while a property mark concerns
the proprietor. A property mark attached to the
novabl e property of a person renains even if part
of such property goes out of his hands and ceases
to be his."

I n Canon Kabushi ki /Kai sha v. Metro-Gol dwyn-Mayer I nc. [(1999)
RPC 117], the European Court of Justice enphasised the test of |ikelihood
of confusion in the followi ng terns:

"40. That view is also confirmed by the judgnent

of the court in SABEL; in which it held that the

"li kel i hood of confusion nust\005be appreciated
globally, taking into account all factors relevant to
the circunstances of the case" (at paragraph 22).

It is true that that statement was nade in a different
context: the court was there considering the

guesti on whet her conceptual simlarity of the

mar ks al one could give rise to confusion within the
neani ng of Article 4(1)(b), in a situation in which
the goods in question were clearly the sane.

However, the statenent is one of general

application.”

In Baker Hughes Limted v. H roo Khushal ani- [ 1998 PTC (18) 580],
the question as regards |ikelihood of confusion even by the enlightened
public was noticed in the foll owi ng words :

"Again in Gotrian, Helfferich, Schulz, Th

Stei nweg Nachf, a Corporation Vs. Steinway &
Sons, a corporation, 365 F.Supp. 707 (1973),
striking a simlar note the Court held as under

"Plaintiff argues that purchaser will not be
confused because of the degree of their

sophi stication and the price (B & L Sal es
Associates Vs. H Daroff & Sons, Inc.

supra, 421 F.2d at 354). It is true that

del i berate buyers of expensive pianos are
not as vul nerable to confusion as to products
as hasty buyers of inexpensive merchandi se
at a newsstand or drug store [Call mann
Unfair Conpetition Trademarks and
Monopolies, (3d ed. 1971)]. The

sophi stication of buyers, however, does not
al ways assure the absence of confusion
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[ Comruni cations Satellite Corp. Vs.

Contet, Inc., 429 F.2d at 1252]. It is the
subl i mi nal confusion apparent in the record
as to the rel ationship, past and present,
bet ween the corporate entities and the
products that can transcend the conpetence
of even the nbst sophisticated consuner.
Msled into an initial interest, a potentia
Stei nway buyer nmay satisfy hinself that the
| ess expensive Grotrian-Steinweg is at |east
as good, if not better, than a Steinway.
Decepti on and confusion thus work to
appropriate defendant’s good will. This
confusion, or mistaken beliefs as to the
conpani es’ interrelationships, can destroy
the val ue of the trademark which is intended
to point to only one company [Anerican
Drill Busing Co. v. Rockwell Mg. Co., 342
F.2d 1922, 52 CCPA 1173 (1965)]. Thus,

the nere fact that purchasers may be

sophi sticated or discrimnatingis not
sufficient to preclude the Iikelihood of
confusion. "Being skilled in their own art
does not necessarily preclude their

m st aki ng one tradenmark for another when
the marks are as sini/lar as those here in

i ssue, and cover nerchandi se in the sane
general field" [Id].

Havi ng regard to the above di scussion prima facie
| am of the opinion that the word Baker occurring
in the corporate nane of the second defendant
suggests its connection or nexus wth ' Baker’

whi ch depicts a wong picture as from February,
1995 ' Baker’ has terminated its relation with the
def endants. The continuance of the word Baker as
part of the corporate nane of the second defendant
is likely to cause deception and confusion in the
m nd of the customers. There woul d be no
justification for the second defendant to use the
word Baker as part of its corporate nane after the
ties between the first plaintiff and the second
def endant have ceased to exist."

The sai d deci sion has been noticed by this Court in Baker Hughes
Ltd. and Another v. H roo Khushlani and Another [(2004) 12 SCC 628].

In MImet Oftho Industries and Qthers v. Allergan Inc. [(2004) 12
SCC 624], in regard to nmedicinal products, this Court opined:

"\ 005Whi | st considering the possibility of |ikelihood
of deception or confusion, in present times and
particularly in the field of medicine, the courts
must al so keep in mnd the fact that nowadays the
field of medicine is of an international character.
The court has to keep in mnd the possibility that
with the passage of time, sonme conflict nmay occur
bet ween the use of the mark by the applicant in

I ndia and the user by the overseas conpany. The
court must ensure that public interest is in no way
i mperill ed\ 005"

W may in this connection notice a recent judgnment of the European
Court of Justice in Canon Kabushi ki Kaisha (supra) wherein it was opined:
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"28. That case concerned the interpretation of
Article 4(1)(b) of the Directive in so far as it refers
to "a likelihood of confusion on the part of the
public, which includes the likelihood of

association with the earlier trade mark". The court
explained that it had been submitted that "the

i keli hood of association nay arise in three sets of
ci rcunst ances: (1) where the public confuses the
sign and the mark in question (likelihood of direct
confusion); (2) where the public nakes a

connection between the proprietors of the sign and
those of the mark and confuses them (Ilikelihood of

i ndirect confusion or association); (3) where the
public considers the signto be simlar to the mark
and perception of the sign calls to nind the

menory of the mark, although the two are not
confused (likelihood of association in the strict
sense) . (Paragraph 16 of the judgnent).

29. The court stated that it was therefore necessary
to determne "whether Article 4(1)(b) can apply
where there is no |likelihood of direct or indirect
confusion, but only alikelihood of association in
the strict sense" (paragraph 17 of the judgment). It
concluded: "The ternms of the provision itself
exclude its application where there is no likelihood
of confusion on the part of the public".” (paragraph
18 of the judgnent).  Thus, the court-held that "the
nmere associ ati on which the public m ght make

between two trade marks as a result of their

anal ogous senantic content is-not in itself a
sufficient ground for concluding that there is a

i keli hood of confusion" within the neani ng of
Article 4(1)(b)."

TRADE MARK AND GOODW LL

Traditionally, a trade mark has al ways been considered a vital and
i nsepar abl e part of the goodw Il of the business.” In'fact, the sale of a trade
mark wi thout the sale of the goodw Il to the sane buyer is considered nul
and void. However, the trade mark can be assigned with or-w thout the
goodwi I I of business though subject to certain conditions. [See V.A
Mohta's Trade Marks, Passing Of and Franchising, pages 12, 313.]

ENTI TLEMENT TO USE

The contention of the appellant before the Courts bel ow was that its
right to the said trade mark has been entrenched by the respondents on
account of use of the sane as part of the trade nane in view of the fact that
although it has started the business in the trade nane/ ' Swad' , the first
respondent, on the |abel and the packing material of the said product, ‘had
printed the nanme of the nanufacturer ’'Randev Masal a’ in such a prom nent
manner that the same would create an inpression in the mnd of the
ordi nary unwary customer that the same is a product of the appellant
Conpany. It also alleged that the respondents had adopted adverti senents,
mar ket ed and di spl ayed boards in such a manner so as to deliberately
decei ve the custormer.

The concurrent finding of fact arrived at by both the courts was that
the packing material and wapper of both the parties was phonetically and
visibly simlar to the registered mark. The packing material and | abel used
by the respondents were deceptively simlar to that of the appellant and the
same creates deception as well as confusion in the ninds of custonmers who
are literate, illiterate, male or female, who used to purchase in retail market
fromsmall shops as well as big departmental stores.
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The | earned Trial Court as also the H gh Court proceeded on the

basis that the respondents are entitled to use the said trade mark by reason
of the stipulations contained in the said MOU as a result whereof they
became entitled to use the trade mark Ranmdev for their retail business of
spices in seven outlets, which used to be belonging to the conpany. The
said outlets were neant to be used for retail sale of the products of the
appel | ant al one.

The | earned Trial Judge as also the H gh Court, however, failed to
notice two significant and inportant provisions in the said MU, viz., (i)
the defendants could not carry on business in whol esale of the said
products; (ii) it was nmeant to be sold directly to the consuners and on the
productions "not for resale' was required to be printed on each packet.
What, therefore, could be done by the respondents was to sell the products
of the appellant through the said outlets. It was one of the primary business
of the partnership firmwhich was given to the first respondent. Prinma
facie, therefore, the first respondent could sell only the product of the
appel l ant, The respondents, however, were not restrained from
manuf acturing spices in their own factory. They were entitled to do so.
They started the same under the brand nanme of 'Swad’'. They could even
use the sane retail outlets for the purpose of pronoting their own products
but prim facie they could not use the mark registered in the name of the
appel | ant Conpany. ~The registration nunber of trade mark is 447700.
Once the appel |l ant 'had acquired goodwi || '‘and reputation thereto, in the
event of any infringenent to the said right, the renedies provided for in the
1958 Act would be available to it. The terms of the MU, in our opinion
are clear and unanbiguous. It was required to be construed, even if it was
obscure to some extent by meking-attenpt to uphold the one which woul d
be in consonance with law and not offend the sane. Quality control by a
regi stered trade hol der vis-‘-vis the one produced by an unregistered one is
one of the factors which is required tobe taken into consideration for the
pur pose of passing an order of injunction. It is one thing to say that the
respondents were permitted to carry on trade but it would be another thing
say that they would be entitled to manufacture and market its products
under a nanme which woul d be deceptively simlar to that of the registered
trade mark of the appellant. So long the parties to an arrangenent can
continue to carry out their respective businesses w thout infringing the right
of another, indisputably the terms thereof nust be given effect to. But the
matter would be entirely different when a party who has not been expressly
aut horised to manufacture the goods in which the Conpany had been
carrying on business under the sane nane, the respondents under |aw could
not have been permitted to carry on the manufacturing and marketi ng of
their products under the same nane. In a case of this nature, even a
mandatory injunction can be granted. The respondents in the instant case
have adopted a part of the appellant’s registered trade mark as a part of its
corporate nane. They had merely been pernitted to trade from seven
outlets. 1In that view of the matter, they had a limted right under the MOU
and by reason thereof they could not have been permtted to start
manuf acturi ng of spices under the nane and style of ’ Randev Masal &’
Even under the common law, |icence has to be interpreted to subsune the
| aw and prevent the m schief which is deceptive having regard to the fact
that trafficking in trade mark is not permtted.

It is true that the respondents have been pernitted in terns of the
MOU to continue their business in the nane of the partnership firmand to
use the | abel mark, logo, etc. but the said MOU nust be construed in the
[ight of the |aw operating in the field. For the said purpose, prinma facie, the
deeds of retirenent are not required to be |ooked into. Wen a right to use
a trade mark is given, such a right can be exercised only in the manner |aid
down therein. If in absence of any express |licence or agreenment to use its
| abel the respondents use the self-sanme trade nmark, the sanme woul d not
only lead to confusion but may al so cause deception. Even a comon |aw
licence, it is well-settled, cannot result in the dilution of the trade nmark
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In that view of the matter, we are not in a position to subscribe to the
views of the |earned Trial Judge and the Hi gh Court that although the first
respondent would be at liberty to carry on the business of manufacture of
spices, it can use the mark 'Randev’ only in seven outlets. It evidently in
view of the legal position, could do so in respect of the products of the
appel I ant al one, which would be evident fromthe fact that at the rel evant
point of time, the respondents were not carrying any such business. The
direction of the |earned Trial Judge that the respondents shoul d be
prevented fromusing the word "Randev Masal a" and their |abel and
packi ng, however, has been over-turned by the Hi gh Court on the prem se
that they are required to observe the statutory requirenents under the
Preventi on of Food Adulteration Act, 1955 as al so the Standards of
Wei ghts and Measures Act, 1976.

NON- OBSTANTE PROVI SI ONS

The non-obstante nature of a provision although may be of wi de
anplitude, the interpretative process thereof nust be kept confined to the
| egi sl ative policy. A non-obstante clause nmust be given effect to, to the
extent the Parlianent intended and not beyond the same. [See | ClICl Bank
Ltd. v. Sidco Leathers Ltd: & Ors., 2006 (5) SCALE 27]

The question which al so escaped the attention of the H gh Court was
that having regard to the non-obstante clause contained in the 1958 Act
ordinarily for any purpose, the trade mark cannot be infringed. If an
i nfringement of trade mark is established, the onus would be on the
def endants to show that he is entitled thereto either by reason of
acqui escence on the part of the owner of the registered trade nmark or he
hi nsel f has acquired a right thereto. The Provisions of the Standards of
Wei ghts and Measures Act _or the Prevention of Food Adulteration Act do
not confer such right. Yet again, significantly, a pre-enptive right had been
conferred in favour of the first respondent which is itself suggestive of the
fact that the first respondent admitted and acknow edged the right of the
appellant to the said trade mark

In the MOU, furthernore it was categorically stated that the use of
the trade mark was only to the extent of retail sale as on the packages, the
words "not for resale" were to be printed. |If the'parties intended to all ow
the first respondent herein to manufacture his own products and to market
the sane by using the nane of Randev Masal a, the question of ‘grant of a
right to sell only in retail and that also printing the words 'not for resale’
woul d not have arisen. A manufacturer is not only entitled to sell his own
products in retail but also in wholesale. |t can use any outlet for the said
pur pose whether belonging to it or any other. It would lead to an anonaly
if it be held that the first respondent would be pernitted not only to sell the
products of the appellant but also its own products under the sane trade
nane al beit only fromthe seven outlets.

By reason of the said MOU, the respondents are not bound to buy
any product fromthe appellant but there is an obligation on the part of the
appel lant to supply the same as otherwise it would'lead to cl osure of
busi ness of Arvi ndbhai whi ch woul d have been the intention of the parties.
VWhen the parties had settled their disputes, it was expected that the outlets
woul d be utilised for the purposes for which they were neant-to be utilised.
What were the mutual obligations of the parties is a matter which can be
considered only at the trial or in any other appropriate proceeding, but
prima facie it goes without saying that the first respondent, in any event,
was entitled to sell also his own products fromthe said outlets. The parties
for the said purpose thought of remaining nutually dependent as it was
stipulated that while al so conpeting with each other they would see to it
that by action of one, the other is not harnmed at |east while exporting the
materials. It is, thus, not a case where the appellant having taken advantage
of the terms of the MOU had resiled therefromand in that view of the
matter the principle of estoppel cannot be said to have any application in
the instant case.
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We are also not in a position to accept the subm ssion of M.
Nariman that the MOU nmust be read with the deed of partnership or the
deeds of retirenent whereby and whereunder the firm ' Randev Masal &’
and ' Randev Exports’ were permitted to use the word ' Randev’.

What is registered is a | ogo wherein the words ' Randev’ and

"Masala’ are promnent. A person nay be held to be permtted to carry on
busi ness in spices as contradistinguished fromthe perm ssion to carry on
manuf act uri ng goods which are simlar to that of the appellant, but in terns
of the statutory provisions, the respondents were not legally permtted to
sell its products in packages or |abels which would be deceptively simlar
to that of the registered owner of a trade mark. The right to nmanufacture
nmasala and to sell the same with the registered logo, it will bear repetition
to state, was assigned as far back in 1991. |If the contention of the Senior
Counsel is accepted, the said purpose would be lost. 1In a case of this
nature, therefore, ordinarily an injunction would issue.

By reason of interpretation of MO, trade mark cannot be infringed
and further when the right of user has been relinquished, the sane could not
have been cl aimed by the respondents.

WAl VER

The matter ‘'may be considered fromanother angle. If the first
respondent has expressly waived his right on the trade mark registered in
the nane of the appell ant-Conmpany, could he claimthe said right
indirectly? The answer to the sai d question nust be rendered in the
negative. It is well-settled that what cannot be done directly cannot be
done indirectly.

The term ' Wi ver’ has been described in the fol lowng words:
"Wai ver is the abandonnent of a right in such a way that
the other party is entitled to plead the abandonnent by

way of confession and avoi dance if the right is thereafter
asserted, and is either express or inplied from

conduct\ O05A person who is entitledto rely on a
stipulation, existing for his benefit alone, in a contract or
of a statutory provision nmay waive.it, and allowthe
contract or transaction to proceed as though the
stipulation or provision did not exist. Wiver of this kind
depends upon consent, and the fact that the other party

has acted upon it is sufficient consideration\005

It seens that, in general, where one party has, by his
words or conduct, made to the other a prom se or

assurance which was intended to affect the legal relations
bet ween them and to be acted on accordingly, then, once

the other party has taken himat his word and acted on it,
so as to alter his position, the party who gave the prom se
or assurance cannot afterwards be allowed to revert to the
previous legal relationship as if no such prom se or
assurance had been made by him but he must accept

their legal relations subject to the qualification which he
has hinmsel f so introduced, even though it is not supported
in point of law by any consideration

[ See 16 Hal sbury’s Laws (4th edn) para 1471]

Wai ver may sonetines resenble a formof election, and sonetines
be based on ordinary principles of estoppel. [See 45 Hal sbury’s Laws (4th
edn.) para 1269]

In I ndu Shekhar Singh & Os. v. State of UP. & Os. [2006 (5)
SCALE 107], this Court held:

"They, therefore, exercised their right of option
Once they obtained entry on the basis of election,
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they cannot be allowed to turn round and contend
that the conditions are illegal\005"

SECTI ONS 15 AND 17 | SSUE

Section 15 of the 1958 Act postul ates registration of the whole and a
part thereof as separate trade narks. The nature of the trade mark of the
appel | ant has been noticed herei nbefore.

There are three elenents in the said trade nmark, viz., 'Randev’,
"Masala’ and the "horse’. The deception could be as regard the prom nent
features of the said trade mark

Section 15 of the 1958 Act, in our considered opinion, is not
attracted in the instant case.. By reason of the said provision, registration of
trade mark in regard to the exclusive use is perm ssible both in respect of
the whole trade mark as also the part thereof separately. Where such
separate trade mark-in regard to a part of it is applied for, the applicant
nmust sati'sfy the conditions applying to and have all the incidents of an
i ndependent trade nmark. Sub-section (3) of Section 15 of the 1958 Act
provi des for a case where the proprietor of several trade marks clai nmed
registration in respect of the same goods or description of the goods which
whil e resenbling each other in the material particulars thereof yet differ in
respect of the matters provided for therein. W are not, in this case,
concerned with such a | egal question

In Ashok Chandra Rakhit Ltd. (supra), whereupon reliance has been
pl aced by M. Narinman, this Court was concerned with a proprietary mark
of "Shree’. It was clainmed that the mark ' Shree’ was a trade mark apart
fromthe device as a whole and it was an inportant feature of its device.
The respondents were carrying on business in the nane and style of Shree
Durga Charan Rakshit. It was in the peculiar factual background obtaining
therein, this Court, referred to the decision of Lord Esher in Pinto v.
Badman [8 RPC 181] to say that where a distinctive |abel is registered as a
whol e such registration cannot possibly give any exclusive statutory right
to the proprietor of the trade mark to the use of any particular word or nane
contai ned therein apart fromthe nark as a whole. 'This Court in the
af orenmenti oned factual backdrop opined:
"\ 005This, as we have already stated, is not quite
correct, for apart fromthe practice the Registrar
did advert to the other inportant consideration,
nanely, that on the evidence before himand the
statenent of counsel it was quite clear that the
reason for resisting the disclainer in this particular
case was that the Conpany thought, erroneously
no doubt but quite seriously, that the registration of
the trade mark as a whole would, in the
circunstances of this case, give it aright to the
exclusive use of the word "Shree" as if separately
and by itself it was also its registered trade mark
and that it would be easier for it to be successful in
an infringement action than in a passing off action.
It was precisely the possibility of such an
extravagant and untenable claimthat called for a
di scl ainer for the purpose of defining the rights of
the respondent company under the registration\005"

(Enphasi s suppli ed)

The said decision has no application to the fact of this case.
M. Nariman is also not correct in contending that only a | abel has

been registered and not the name 'Randev’. Definition of 'mark’ as
contained in Section 2(j) of the 1958 Act al so includes nane, signature, etc.
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SECTI ON 29 | SSUE

Section 28 of the 1958 Act confers the right of registration whereas
Section 29 thereof provides for the renedies for infringenment of trade
mark. \What is needed by way of cause of action for filing a suit of
i nfringement of trade mark is use of a deceptively simlar mark whi ch may

not be identical. Wat would be deceptively sinilar, as defined in Section
2(d) of the 1958 Act, would be a mark if it nearly resenbles that other mark
as to be likely to deceive or cause confusion. It is, therefore, not a case

where the respondents could raise valid defence in ternms of Section 29 of
the 1958 Act.

The right conferred in terms of Section 28 of the 1958 Act although
is required to be read with Sections 15 and 17 thereof but it is difficult to
accept that each part of the logo was required to be separately registered.
Section 28 of the 1958 Act confers an exclusive right of using trade mark to
a person who has got the trade mark registered in his nane. Such right is,
thus, absolute. Sub-section (3) of Section 28 raises a legal fiction for the
pur poses 'specified therein but we are not concerned therewith in the instant
case. Sub-section (2) of Section 29 inter alia provides for the defences.

We may not in this case go. into the question as to whether it was
essential having regard to the provisions contained in the MU that the
user agreenent shoul d have been registered.in terns of Section 49 of the
1958 Act as was opined by the High Court. But, we have no doubt in our

m nd that the user agreenment having come to an end on 31st March, 1998,
i.e., on the expiry of seven years fromthe date of execution, the
respondents could no nore claimany right thereunder. The user agreenent
was valid fromO01l.04.1991 to 31.03.1998. The MOU cane into force from
1.4.1998. The right to user has not been conveyed by reason of the said
MOU. The cut off date for determ ning the respective rights of the parties
woul d, thus, be 1.4.1998. Submi ssion of the |earned counsel that the MU
for the purpose of Section 28 of the 1958 Act should be read with the
partnership deed is not acceptable to us. |In fact, the respondents have
consciously relinquished their right, if any.

It is not a case where Sections 48 and 49 of the 1958 Act woul d be
applicable so as to enable the respondents to raise a'defence in ternms of
Section 30(1)(b) thereof.

It is also not a case where non-registration of MU as was the case
in Amteshwar Anand v. Virender Mhan Singh and Gthers [ (2006) 1 SCC
148] was taken as a shield to defeat the purpose of the agreenents entered
into by and between the parties. |In that case, however, what was contended
was that the agreenent required registration in terns of Section 17(1) of the
Regi stration Act whereas the Hi gh Court had found that the user agreenent
was not registered in terns of Section 49 of thel Act hol ding:

"\ 005The Composition Deed in this case was a
transacti on between the nmenbers of the sane

famly for the nutual benefit of such menmbers. It
is not the appellants’ case that the agreenents
required registration under any other Act. Apart
fromthis, there is the principle that Courts lean in
favour of upholding a fam |y arrangenent instead

of disturbing the sane on technical or trivia
grounds particularly when the parties’ have
mutual Iy received benefits under the arrangenent.
Both the courts bel ow had concurrently found that
the parties had enjoyed nmaterial benefits under the
agreenments. W have ourselves also re-scrutinized
the evidence on record on this aspect and have
found nothing to persuade us to take a contrary
view Furthernore, in this case the agreenments had
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nerged in the decree of the Court which is also
excepted under Sub-section 2(vi) of Section 17 of
the Registration Act, 1908"

In re Cadbury Brothers’ Application (supra), it is stated:

"It seens to nme manifest that the registration of
this trade nark cannot give rise to any rights

except aright to the mark as a whole. It cannot
give any statutory rights at all in respect of the
word "Tudor"; and, that being so, it is inexpedient
to place on the register an unnecessary discl ai ner,
because the effect of so doing is to unsettle the | aw
and give rise to doubts in other cases, where such

di scl ai ners are not inserted\ 005"

For the self-sane reason, this decision is also not applicable.
ESSENCE OF PASSI NG OFF ACTI ON

I'n_a case of this nature, the test for determ nation of the dispute
woul d be the sanme where a cause of action for passing off arises. The
deceptively simlar test, thus, would be applicable herein.

The doctrine of passing off is a conmon | aw renmedy whereby a
person is prevented fromtrying to wongfully utilise the reputation and
goodwi I | of another by trying to deceive the public through 'passing off’
hi s goods.

In Kerly's Law of Trade Marks and Trade Nanes’ Suppl enent pages
42 and 43, paragraph 16-02, the concept of passing off is stated as under

"The | aw of passing-off can be sunmarised in one
short general proposition no man may pass off his
goods as those of another. Mre specifically, it

may be expressed in terns of the el enents which

the plaintiff in such an action has to prove in order
to succeed. These are three in nunber.

Firstly, he nust establish a goodwi |l or reputation
attached to the goods or services which he supplies
in the mnd of the purchasing public by association
with the identifying 'get-up’ (whether it consists
sinmply of a brand name or a trade descrip- tion,or
the individual features of |abelling or packagi ng)
under which his particular goods or services are
offered to the public, such that the get-up is
recogni sed by the public as distinctive specifically
of the plaintiff’s goods or services.

Secondl y, he nust denpbnstrate a m srepresentation

by the defendant to the public (whether or not
intentional) leading or likely to lead the public to
beli ef that the goods or services offered by himare
the goods or services of the plaintiff.

Thirdly, he nmust denonstrate that he suffers or, in
a quick time action, that he is likely to suffer
danage by reason of the erroneous belief

engendered by the defendant’s m srepresentation

that the source of the defendant’s goods or service
is the same as the source of those offered by the
plaintiff...”

PASSI NG OFF - | NFRI NGEMENT

Al t hough, the defendant may not be using the actual trade mark of
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the plaintiff, the get up of the defendant’s goods may be so much like the
plaintiff’s that a clear case of passing off could be proved. It is also
possi bl e that the defendant may be using the plaintiff’s mark, the get up of
the defendant’s goods may be so different fromthe get up of the plaintiff’s
goods and the prices also may be so different that there would be no
probability of deception of the public. However, in an infringenment action
an injunction would be issued if it is proved that the defendant is

i mproperly using the plaintiff’s mark. |n an action for infringenent where
the defendant’s trade mark is identical with the plaintiff’'s mark, the Court
will not enquire whether the infringenent is such as is likely to deceive or

cause confusion. The test, therefore, is as to likelihood of confusion or
deception arising fromsimlarity of marks is the same both in infringenent
and passing off actions. [See Ruston & Hornsby Ltd. v. The Zami ndara

Engi neering Co., (1969) 2 SCC 727]

In Parle Products (P) Ltd. v. J.P. and Co., Mysore [(1972) 1 SCC
618], enphasis waslaid on the broad and essential features of the
i mpugned mar k hol di ng:

"\ 0051t woul'd be enough if the inmpugned mark bears
such an overall simlarity to the registered nmark as
woul d be likely to mislead a person usually dealing
with one to accept the other if offered to him 005"

Noticing the simlarity of the mark in question with that of the
i mpugned mark, it was opined that "if one was not careful enough to note
the peculiar features of the wapper on the plaintiffs’ goods, he nmight easily
m st ake the defendants’ wapper for the plaintiffs’ if shown to him sone
time after he had seen the plaintiffs'".

It was further stated:

"\ 005After all, an ordinary purchaseris not gifted
with the powers of observation of a Sherlock

Hones. We have therefore no doubt that the

def endants’ wrapper is deceptively simlar to the
plaintiffs’ which was registered. W do not think it
necessary to refer to the decisions referred to at 'the
bar as in our view each case will have to be judged

on its own features and it would be of no use-to

note on how many points there was simlarity and

in how many others there was absence of it."

In Kaviraj Pandit Durga Dutt Sharma v. Navarat na Pharnaceutica
Laboratories [AIR 1965 SC 980], this Court held:

"\ 005These matters which are of the essence of

the cause of action for relief on the ground of
passing off play but alimted role in an action for

i nfringement of a registered trade mark by the

regi stered proprietor who has a statutory right to
that mark and who has a statutory renmedy for the

event of the use by another of that mark or a
colourable imtation thereof. Wile an action for
passing off is a Common Law renmedy being in

substance an action for deceit, that is, a passing off
by a person of his own goods as those of another

that is not the gist of an action for infringement.
The action for infringement is a statutory renedy
conferred on the registered proprietor of a

regi stered trade mark for the vindication of the
exclusive right to the use of the trade mark in
relation to those goods" (Vide Section 21 of the

Act). The use by the defendant of the trade mark of
the plaintiff is not essential in an action for passing
of f, but is the sine qua non in the case of an action
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for infringenent. No doubt, where the evidence in
respect of passing off consists nmerely of the

col ourabl e use of a registered trade mark, the
essential features of both the actions m ght
coincide in the sense that what would be a
colourable imtation of a trade mark in a passing
of f action would al so be such in an action for

i nfringement of the sanme trade nark\ 005

In Poddar Tyres Ltd. v. Bedrock Sal es Corporation Ltd. and anot her

[AIR 1993 Bombay 237], Srikrishna, J., as H's Lordship then was, repelled
the contention that any trader who exclusively sells the goods bearing a
regi stered trade mark, has a right to adopt a trade nane which coul d include
the said trade mark and 't hat such adopti on woul d not anount to

i nfringenent or passing off stating:

"\ 005M . Rahintoola was not able to cite any

aut hority for the proposition propounded, which I
find somewhat startling. The consequences of
accepting this proposition would nean that the

regi stered proprietor would be at the mercy of

anyone who sells the goods bearing his trade mark.

In a situation |like the present, where the businesses
are overl apping, the trade channels are al nost
identical and the fam |y background is

conspi cuous, | amof the view that there would be

an inherent |ikelihood of confusionin the mnds of
the public that not only that the goods, which
emanate fromthe first defendants, are "Bedrock"
goods, but also further that the first defendants’
busi ness is sonehow intimately connected withthe
plaintiffs’, either as a branch, agency or ot herw se.
There is also the danger, as rightly enphasized by
the plaintiffs, that any act or om ssion of the first
def endants woul d have del ei eri ous repercussi on on
the credit, reputation and goodwi Il of the plaintiffs
thensel ves. For exanmple, if the first defendants
were to commit an act of insolvency or do any act

whi ch tarni shes their reputation in the nmarket,

there is immnent |ikelihood of people junping

into the confused conclusion that the plaintiffs had
conmtted an act of insolvency or that they had

done sonet hing objectionable. | am therefore,

unabl e to accept the contention of the first

def endant that, by their purportedly selling
excl usi vel y "Bedrock" goods, they are entitled to
adopt the word "Bedrock™ as a part of their

conpany nanme or trading style. That they have

done so is not really disputed. In ny view,
therefore, there is both infringenent and passing

off action, prima facie."

De Cordova and OGthers v. Vick Chemical Co. [1951 (68) RPC 103]

is nearer the issue involved herein as in that case the registered trade nmark
consi sting of the word ’'Vaporub’ and another registered trade mark

consi sting of a design of which the words ’Vicks Vaporub Salve’ forned a
part. The defendants in the suit advertised their ointnent as ’'Karsote
Vapour Rub’. It was held that the defendants had infringed the registered
trade mark.

The said decision was quoted with approval by this Court in K R
Chi nna Krishna Chettiar v. Shri Anbal and Co., Madras and Anot her [1969
(2) SCC 131] wherein the question was whether the word ' Anbal
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resenbl es the sound of the word "Andal’. It was held to be so upon
rejecting an argurment advanced on behal f of the defendant that the sane
had di stinct meani ngs stating:

"\ 005The Hi ndus in the south of India my be well
aware that the words Anbal and Andal represent

the names of two distinct Goddesses. But the
respondent’s custoners are not confined to Hindus
al one. Many of their customers are Christians,

Par sees, Muslinms and persons of other religious
denom nati ons. Myreover, their business is not
confined to south of India. The custonmers who are
not Hi ndus or who do not belong to the south of

I ndia may not know the difference between the

wor ds Andal and Anbal . The words have no direct
reference to the character and quality of snuff. The
custonmers who use the respondent’s goods w ||

have a recollection that they are known by the
word Anmbal. They nmmy al so have a vague
recol | ection of the portrait of a benign goddess
used in connection with the nmark. They are not
likely to renenber the fine distinctions between a
Vai shnavite goddess and a Shivaite deity\005"

We nay not | ose sight of the fact that the mark was assigned in
favour of the Conpany as far back in the year 1992. The nmark did not
cone to the conpany through MOU or otherw se.

LACHES AND ACQUI ESCENCE

The pl ea of acqui escence on the part of the appellant herein has been
rai sed on two counts:

(1) The plaintiffs- appellant permtted the respondents to carry on
busi ness in the trade nane of ’'Randev Masal a".

(ii) It is, thus, also not entitled to an order of /i njunction.

The appel l ant by a registered notice dated 12/15-12-1998 asked the
defendant Nos. 1 and 7 that the firm’ Randev Masal a’ had been
unaut hori sedly using the appellant-conpany regi stered trade nark in
respect of its product sold and nmanufactured by them and on the packing
materials, |abels, boxes, poly pouches. They were called upon to restrain
fromdoing so with i mediate effect and destroy the necessary label/
packets of packing materials failing which it was threatened that 'a | ega
action woul d be taken.

For determining the said issues, we nmay notice the follow ng facts.

Acivil suit was filed by the first respondent in the Ahnedabad City
Cvil Court wherein a prayer was nade that the deed of ‘assignnent be
declared null and void and the appellant herein be permanently restrained
fromusing the sane as also for a declaration that they are the owners of the
said trade mark/trade nane. However, an interimorder as prayed for
therein was not granted. A First Information Report was al so | odged
agai nst the respondents by the appel | ant - Conpany before the Madhupura
Police Station for conmi ssion of an all eged offence under Section 63 of the
Copyright Act and Sections 78 and 79 of the 1958 Act as well as Sections
417, 420, 419 and 486 of the Indian Penal Code. An application for
gquashi ng the said conplaint was filed before the Gujarat Hi gh Court on
4.8.1999. It was dismissed by an order dated 26.10.1999. A Special Leave
Petition preferred thereagai nst being SLP (Crl.) No. 3900 of 1999 was al so
di smssed by this Court by an order dated 14.12.1999. In the neanwhile, a
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rectification application was filed by the respondents before the Registrar
of Trade Mark, Munbai allegedly stating that the registered trade mark
bearing No. 447700 was not being used by the plaintiff, it was not entitled
to continue to claimtitle thereover or use the same. Various applications
were noreover filed by the respondents herein for rectification of the entry
in the register in respect of various |abel marks of the appellant. The
appel l ant thereafter issued a public notice on 17.12.1999 calling upon the
respondents to restrain thenselves frominfringing upon the trade mark of

the appellant, in respect whereto a public notice was al so issued by the
respondents herein on 21.12.1999. The suit thereafter was filed on
10. 2. 2000. Contention of the respondents in this behalf was that not only in
terns of the MOU the appell ant had been allowed to carry on business

under the name and style of 'Randev Masala’, no i mmedi ate step having

been taken after issuance of the public notice dated 15.12.1998 for |ong
time, they were not entitled to obtain an order of injunction. Delay in sone
cases may defeat equity but the chronol ogy of events noticed hereinbefore

do not suggest that the appellant’s consciously allowed the respondents to
use the trade mark.

Acqui escence is a facet of delay. The principle of acqui escence

woul d apply where: (i) sitting by or allow another to invade the rights and
spendi ng noney on it; (ii) it is a course of conduct inconsistent with the
claimfor exclusive rights for trade mark, trade nane, etc.

In Ms. Power Control Appliances and Gthers v. Suneet Machi nes
Pvt. Ltd. [(1994) 2 SCC 448], this Court stated:

"Acqui escence is sitting by, when another is

i nvading the rights and spending noney on it. It is
a course of conduct inconsistent with the claimfor
exclusive rights in a trade mark, trade nanme etc. It
implies positive acts; not nerely silence or

i naction such as is involved in | aches\ 005"

In an infringement of trade mark, delay by itself may not be a ground
for refusing to issue injunction as has been observed by Lahoti, J. (as His
Lordship then was) in Mdas Hygiene Industries (P) Ltd. v. Sudhir Bhatia
and OGthers [(2004) 3 SCC 90] in the followi ng terns:

"The |l aw on the subject is well settled. In cases of
infringenent either of trade mark or of copyright,

normal Iy an injunction nust follow. Mere delay in

bringing action is not sufficient to defeat grant of
i njunction in such cases. The grant of injunction

al so becones necessary if it prima facie appears

that the adoption of the mark was itself dishonest."

(Enphasi s suppl i ed)

The defence of acqui escence, thus, would be satisfied when the
plaintiff assents to or lay by in relation to the acts of another person and in
vi ew of that assent or laying by and consequent acts it would be unjust in
all the circunmstances to grant the specific relief.

Kerr in his "Treatise on the Law and Practice of Injunction", Sixth
Edition at pages 360-361 states as under

"Mere delay after know edge of the infringenent

to take proceedi ngs, not sufficient to call the

Statute of Limtations into operation, or where the

i nfringenent continues, is not, it seenms, a bar to

the right of an injunction at the trial. Lapse of tine
unacconpani ed by anything else is, it seens, no

nore a bar to a suit for an injunction in aid of the
legal right than it is to an action deceit.
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But delay may cause the Court to refuse an
interlocutory injunction, especially if the defendant
has built up a trade in which he has notoriously
used t he mark\ 005"

Speci fic know edge on the part of the plaintiff and prejudice suffered
by the defendant is also a relevant factor. [ See Spry on Equitable
Renedi es, Fourth Edition, page 433]

Applying the aforenentioned principles in the instant case, it is
evident that the tinme gap between the issuance of the notice and filing of an
application for grant of injunction was not a voluntary act on the part of the
appel lant herein. 1t had to wait for the outcone of various proceedi ngs
pendi ng before different courts. The respondents having thensel ves taking
recourse to judicial proceedings, as noticed herei nbefore, cannot now be
permitted to set upthe defence of acquiescence on the part of the appellant.

I ndi sputably, in-a case of infringenent of trade mark, injunction would
ordinarily follow where it is established that the defendant had infringed the
trade mark and had not been able to discharge its burden as regard the

def ence taken by it.

In Pioneer Electronic Corporation and Another v. Registrar of Trade
Marks [(1978) RPC 716], an Australian Court referring to a |arge nunber
of deci si ons observed:

"These cases denonstrate that the essentia

requi renent for the maintenance of the validity of

a trade mark is that it must indicate a connectionin
the course of trade with the registered proprietor,
even though the connection may be slight, such as

sel ection or quality control or control of the user in
the sense in which a parent company controls a
subsidiary. Use by either the registered proprietor
or a licensee (whether registered or otherw se) will
protect the mark fromattack on the ground of non-
user, but it is essential both that the user maintains
the connection of the registered proprietor with the
goods and that the use of the mark does not

beconme ot herwi se deceptive. Conversely,

registration of a registered user will not save the
mark if there ceases to be the rel evant connection

in the course of trade with the proprietor or the

mar k ot herwi se beconmes deceptive."

[ See al so Hol |y Hobbie Trade Mark, (1984) RPC 329.]

I NJUNCTI ON | SSUE

It is although beyond any doubt or dispute that the defendant had
been manufacturing and selling its products; what is sought to be injuncted
is using a | abel which is deceptively simlar to that of the plaintiff.

Qur attention has been drawn to the right of the parties of the second
and third part of the MOU to carry out export business in the brand nane of
"Ramdev’ which, in our opinion, does not advance their case as by reason
thereof, the appell ant-Conpany had been al so conferred right to carry on
the export business in the nane of ' Randev’.

It is also not correct that having regard to the fact that the property
situated at Sol a havi ng been given in favour of the respondents, they have
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acquired a vested right in the trade mark as has been urged before us or

ot herwi se. Respondents did not have any right over the trade mark. They

in fact, it will bear repetition to state, assigned the same in favour of the
appel | ant - Conpany. They have assigned the said trade nmark and havi ng
relinqui shed their right, Respondents, thus, now cannot fall back on Section
33 of the 1958 Act. It may be true that there exists a distinction between a
suit in a trade mark action against the whole world and a suit for

i mpl enentati on of division of assets anongst the nenbers of the famly.

But, after the MOU was entered into the parties having separated ceased to

be menbers of a joint famly. Wat was, thus, essential for determning the
right of the parties would be the ternms of the MOU

Regi stration of a trade mark and user thereof per se may lead to the
conclusion that the plaintiff has a prima facie case, however, existence
thereof woul d al so depend upon the deternination of the defences rai sed on
behal f of the respondents. ~ The appellant has raised a triable issue. The
same by itself although may not- be sufficient to establish a prima facie case
but in view of our findings aforenmentioned, we are satisfied that the
appel | ant 'has been able to establish existence of a legal right initself and
viol ation of the registered trade nark on the part of the respondents. W
have al so considered the conparable strength of the cases of the parties and
are of the opinion that the case of the plaintiff-appellant stands on a better
footing than the defendants-respondents.

A question/as regards the matter relating to grant of injunction has
been dealt in S.M Dyechem Ltd. v. Cadbury (India) Ltd. [(2000) 5 SCC
573] wherein upon noticing a |arge number of -decisions including Col gate
Pal molive (India) Ltd. v. Hi ndustan Lever Ltd. [(1999) 7 SCC 1] as also the
subsequent distinctioon made in respect of the decision of the House of
Lords in American Cyanam d v. Ethicon Ltd. [(1975) 1 All ER 853], it was
stated :

"\ 005Therefore, in trademark matters, it is now
necessary to go into the question of "conparable
strength" of the cases of either party, apart from
bal ance of conveni ence.

In Ms. Transm ssion Corporation of A P., Ltd. v. Ms. Lanco
Kondapal i Power Pvt. Ltd. [JT 2005 (10) SC 542}, it was held

"The interimdirection ordinarily would
precede finding of a prima facie case. Wen
exi stence of a prima facie case is established, the
court shall consider the other relevant factors,
nanel y, bal ance of conveni ence and irreparabl e
injuries. The Hi gh Court in its inmpugned judgnent
al t hough not directly but indirectly has considered
this aspect of the matter when on nerit it noticed
that the Appellant has raised a dispute as regard
paynment of an excess amount of Rs.35 crores
al t hough according to the Respondent a sum of
Rs. 132 crores is due to it fromthe Appellant and
the Appell ant had been paying the ampunt for the
| ast two years as per the contract.

Conduct of the parties is also a relevant factor. |If
the parties had been acting in a particular manner

for along tine upon interpreting the terns and
conditions of the contract, if pending

determ nation of the lis, an order is passed that the
parties would continue to do so, the sane woul d

not render the decision as an arbitrary one, as was
contended by M. Rao. Even the Appellant had

prayed for adjudication at the hands of the

Conmi ssion in the sane manner. Thus, it itself
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thought that the final relief would be granted only
by the Arbitrator."

We al so do not appreciate the conduct of the respondents. They were
aware of the rights under the MOU. They had all al ong been enforcing the
same. Legal defence were available to them under the 1958 Act.

Evidently, they filed a suit to scuttle the intended action on the part of the
respondents pursuant to the public notice dated 15.12.1998.

In P.M Diesels Ltd. v. Patel Field Marshal Agencies & Others
[ 2001 PTC 20 (Del)], the High Court noticed the distinction between | ogo,
trade mark and trade nanme and was of the view that the defendants cannot
be permitted to use the trade nane so as to defeat the other portion of the
order of injunction already passed against him An injunction can also be
granted agai nst the respondents to use the corporate nane.

Relief by way of interlocutory injunction would be material in a suit
for infringenent of trade mark.. Bal ance of conveni ence, however, would
have a vital role to play.

We are not oblivious of the fact that respondents have been

manuf act uring and carrying on business in the sale of spices under the

nane ' Randev Masal a’ even during pendency of the suit. The |earned

Trial Judge had made an attenpt to strike the balance. The High Court,
however, had overturned a part of it having regard to the statutory interdict
contained in the Rul es nade under the Prevention of Food Adulteration Act

and Standards of Weights and Measures Act.

Kerly's Law of Trade Marks and Trade Nanes, Thirteenth Edition
states as under about ‘the general test for grant of an interiminjunction:

"I'n trade-mark infringenent cases irreparable
danage, in this sense, is relatively easily shown,
since infringenent nmay easily destroy the val ue

of a mark or at least nullify expensive advertising
in away that is hard to quantify for the purposes
of an inquiry into damages. This has nore

recently come to be referred to, in cases where the
def endant’ s conduct is not directly danmagi ng but
nerely reduces the distinctive character of the
claimant’s mark, as "dilution"\005.

\005In particular, although it is usually
nei ther necessary nor appropriate to assess the
degree of probability of success which the
claimant’s action has (provided that it is arguable,
and subject to the principle of Anerican
Cyanam d that the nmerits nmay be resorted to as a
"tie-breaker’ if the bal ance of convenience is very
even,) in trade mark and passing off cases, it is
very hard to avoid doing so, since the better the
claimant’s case on the |ikelihood of deception
(frequently the major issue) the greater the harm
which he is likely to suffer. Accordingly, in
appropriate cases, where the state of the evidence
permts it, the court may seek to weigh up the
nerits in deciding whether to grant interim
relief.”

Thus, when a prima facie case is nmade out and bal ance of
convenience is in favour of the appellant, it nay not be necessary to show
nore than | oss of goodwill and reputation to fulfil the condition of
irreparable injury. 1In fact, if the first two pre-requisites are fulfilled, in
trade mark actions irreparable | oss can be presumed to have taken place.
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The expression "irreparable injury" in that sense woul d have
established injury which the plaintiff is likely to suffer.

In Mahendra & Mahendra Paper MIIs Ltd. v. Mahindra & Mahindra
Ltd. [(2002) 2 SCC 147], this Court observed:

"23. The Bonbay Hi gh Court in the case of

Kirl oskar Di esel Recon (P) Ltd. v. Kirloskar
Proprietary Ltd. considered the scope of granting
injunction in a suit for infringement of a trade
mar k under Section 106 of the Act by the use of
the mark "Kirloskar", held:

"The principle of bal ance of conveni ence applies
when the scal es are evenly balanced. The existence
of the 1st appellant in each appeal is very recent
wher eas the exi stence of the respondents bel ongi ng
to 'Kirl oskar G oup of Conpanies’ has been for

over a period of 50 years. On their own show ng,

t he appellants are not using the word ’'Kirloskar’ as
trade mark but as part of trading style whereas the
respondents have not only acquired distinctiveness
and goodwi Il in the word " Kirloskar’ but it is even
the registered trade mark of the 1st respondent.
There is sufficient evidence on record to show that
the huge business is carried by 'Kirloskar Group of
Conpani es’ .

There is nothing on record to show the extent of

t he busi ness of the appellants. The 2nd appell ant
has t hroughout been aware about the business
reputation of the respondents and efforts of the
respondents in protecting their rights in the trade
mar ks as al so of preventing others to use the word
"Kirloskar’ as a part of the trading nane or trading
style. By grant of the interiminjunction in favour
of the respondents, the appellants are not prevented
fromcarrying on business wthout the word
"Kirloskar’ formng part of the corporate nane of
the 1st appellant in each appeal. In the facts of the
case, the respondents’ reputation is likely to be
adversely affected if the appellants are not
prevented fromusing nane of the 1st appellant in
each appeal. In the facts of the case, the bal ance of

conveni ence is not in favour of the appellants.
*

* *

The real question in each case is whether there is
as a result of msrepresentation a real |ikelihood of
confusi on or deception of the public and

consequent damage to the plaintiff. The focus is
shifted fromthe external objective test of making
conparison of activities of parties to the state of
m nd of public in deciding whether it will be
confused. Wth the passage of time and reputation
acquired, the trade mark 'Kirl oskar’ has acquired
the secondary neani ng and has becone al nost a
househol d word. The judgnments relied upon by M

Kane pertain to the cases of one type of business
and not where variety of businesses have been
carried by the plaintiff and the defendant as in the
instant case. The business activities of the
respondents vary frompin to piano as borne out
fromthe object clauses of the nmenoranduns of
associ ati on of the respondents. The appellants have
still to comence their business activities but as
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mentioned in the menoranduns of association of

the 1st appellant in each appeal, sonme of the object
cl auses therein overlap with the activities of
respondents and nore particularly of Respondents

6 and 7."

APPELLATE COURT’ S JURI SDI CTI ON TO | NTERFERE W TH
ORDERS OF THE TRI AL JUDGE

We are not oblivious that nornally the appellate court would be
slowto interfere with the discretionary jurisdiction of the trial court.

The grant of an interlocutory injunction is in exercise of

di scretionary power and hence, the appellate courts will usually not
interfere with it. However, appellate courts will substitute their discretion
if they find that discretion has been exercised arbitrarily, capriciously,
perversely, or where the court hhas ignored settled principles of |aw

regul ating the grant or refusal of interlocutory injunctions. This principle
has been stated by this court tinme and tine again. [See for exanple

Wander Ltd. v. Antox India P.  Ltd (1990) Supp SCC 727, Lakshm kant V.

Pat el v. ChetanBhai Shah (2002) 3 SCC 65 and Seema Arshad Zaheer v.

MC of Greater Munmbai (2006) 5 SCALE 263]

The appel | ate court may not reassess the material and seek to reach a
conclusion different fromthe one reached by the court blowif the one
reached by that court’ was reasonably possible on the material. The
appel l ate court would nornmally not be justified ininterfering with the
exerci se of discretion under appeal solely on the ground that if it had
consi dered the matter ‘at the trial stage it would have conme to a contrary
concl usi on.

However, in this case the courts bel ow proceeded on a prinma facie
m sconstruction of docunents. They adopted and applied wong
standards. We, therefore, are of the opinion that a case for interference has
been nmade out.

CONCLUSI ON

Qur findings aforenmentioned, it goes w thout saying, are prima facie
in nature. W place on record that M. Narinman contended that there is
evi dence to show the contrary intention of the parties in respect whereof a
| arge nunber of docunents are available. Evidently respondents may
prove. No such docunent is, however, before us. |If the respondents, at the
trial, could bring the same on record, evidently the court would be entitled
to draw its own inference

We have differed with the findings of the courts below primarily on
the interpretation of the MOU. In that view of the matter, we are of the
opinion that in this case this Court would be justified to interfere with the
said findings. W are, however, not oblivious of the danages which may
have to be suffered by respondents herein in the event the suit of the
appellant is to be ultimately dism ssed. W intend to protect the sane al so.

For the said purpose, we would take into consideration the terns of
the injunction granted by the Trial Judge that the respondents were entitled
to sell their products in the name of Ms. Ram Dev Masala only fromthe
seven outlets. The nodification nmade by the Hi gh Court has al ready been
noti ced by us.

We, in view of our findings aforenentioned, direct:
(i) The respondents be restrained fromusing the trade mark

i ncluding the trade nane ' Randev Masala’ in any of their
products.
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(ii) They may, however, carry on their business in any other nane
i nsof ar as manufacturing of spices is concerned.

(iii) The appel |l ant shall, as and when denands are nade, supply
spi ces produced by it for retail sale thereof to seven outlets
bel ongi ng to respondents on usual terms, and in respect of such
articles on the | abel s/pouches, on the reverse thereof, the
followi ng shall be nmentioned in the mnimum perm ssible size in
terns of the provisions of Wights and Measures Act and
Prevention of Food Adulteration Act:

"This product is manufactured and marketed by Ms. Randev
Masal a (Arvi ndbhai Goup) (O Ms. Randev Exports

Arvi ndbhai Group) having no relationship whatsoever with

Randev Food Products Pvt. Ltd."

(iv) The appel | ant- shal |- deposit a sum of Rs. 50 | akhs before the Tria
Court or furnish abank guarantee for the said sum by way of
security.

(v) Despite pendi ng applications for rectification before the Registrar
of Trade Marks, the final hearing of "Civil Suit No. 828 of 2000

shal | be expedited and the |earned Trial Judge is hereby directed

to conplete the hearing as expeditiously as possible preferably

within a period of six nmonths fromthe date of conmunication of

this order.

For the reasons aforenentioned, these appeals are allowed. The
respondents shall pay and bear the costs of the appellant of these appeals.
Counsel s fee assessed at Rs. 25,000/ -.




