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PETI TI ONER
RAM KI SHORE

Vs.

RESPONDENT:
STATE OF U. P.

DATE OF JUDGVENT:
28/ 03/ 1966

BENCH

ACT:

Trade and Merchandi se Marks Act, 1958 (Act 43 of 1958),. ss.
77, 92-Tinme prescribed for |launching prosecution-Date of
first discovery of -infringement of trade mark whether
rel evant for reckoning such tine-Plea of acqui escence when
can be raised.

HEADNOTE:

In 1955 the conpl ainant's protested to the appellant that he
was infringing their trade-mark but no further action was
taken by themat that tine. In Novenber 1960, the appell ant
was found in possession of |abels and tobacco tins carrying
marks deceptively sinilar to the conplainants’ trade mark.
After investigation the police |odged in~ March 1961 a
charge-sheet against the appellant in respect of alleged
of fences under s. 78 read’” with s. 77 and P. 79 of ‘the Trade
and Merchandi se Marks Act 1958. The trial Magistrate
convicted the appellant who was however acquitted by the
Sessi ons Judge principally —on the ground t hat t he
prosecution was barred as it was not instituted within the

period prescribed by s. 92 of the Act. In appeal against
the order of acquittal the H gh Court convicted  him but
grant ed him a certificate under Art, 134 of t he

Constitution.

HELD: The period under s. 92 of the Trade and Merchandise
Marks Act, 1958 commences to run from the date of the
conm ssion of the offences charged or from the date of

di scovery by the prosecutor of the offence charged. The
peri od does not have to be reckoned fromthe first discovery
of infringenent of trade-mark by the prosecutor. In this

respect s. 92 of the Act of 1958 is materially  different
froms. 15 of the Merchandi se Marks Act 4 of 1889. [73A-D
Ruppell v. Ponnusam Tavan and Anr., |.L.R 22 Mad 488 and
Dau Dayal v. State of Uttar Pradesh, A 1.R 1959 S. C / 433,
di stingui shed.

Abdul satar Khan Kanruddin Khan v. Ratanlal Kishenal al
I.L.R. 59 Bom 551 and Enperior v. Chhotalal Amarchand,
l.L.R (1937) Bom 183, referred to.

There was nothing to substantiate the appellant’s plea based
on s. 77 of the Act that the conplainants had acquiesced in
his use of the deceptive trade-nmark

JUDGVENT:

CRI M NAL APPELLATE JURI SDI CTI ON: Criminal Appeal No. 37 of
1964.

Appeal fromthe judgnent and order dated Novenber 26, 1963
of the All ahabad H gh Court in Government Appeal No. 782 of
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S. P. Sinha, G L. Sanghi, Ganpat Rai, E. C. Agarwala, S.
S. Khanduja for P. C. Agarwala, for the appellant. Atiquor
Rehman and O P. Rana, for the respondent.
Anti quor Rehman and O P. Rana,for the respondent.
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The Judgrment of the Court was delivered by
Shah, J. The appellant was charged before a Magistrate, 1st
Class, at Varanasi with being, on Novenber 25, 1960, in
possessi on of counterfeit |abels which could be used to pass
off his "tobacco tins" as the goods of M /s Nandoo Ram

Khedan Lal bearing '"Titli" (butterfly) trade-mark, and wth
being in possession for ale of "tobacco tins" bearing
counterfeit trade marks of the genuine "Titli" brand trade-

mark of Ms Nandoo Ram Khedan Lal. The Trial Magistrate
convicted the appellant and sentenced himto suffer sinple
i mprisonnent for three nonths for offences under s. 78 read
with s. 77 and under s. 79 of the Trade and Merchandise
Mar ks Act /43 of 1958, and directed the two sentences to run
consecutively. In appeal to the Court of Session, Varanasi,
the order passed by the Trial Mgistrate was set aside and
the appellant was acquitted principally on the ground that
the prosecution was barred because it was not instituted
within the period prescribed by s. 92 of the Act. The High
Court of Judicature at All ahabad however set aside the order
of acquittal and restored the conviction, but reduced the
sentence on each of the charges to a fine off Rs. 1,000/-.
Wth certificate granted by the H gh Court under Art. 134 of
the Constitution, this appeal has been preferred.

Ms Nandoo Ram Khedan Lal-who will hereinafter ' be called
"the conplainants"-carry on-in the town of Var anasi ,
busi ness in "chew ng tobacco". They were narketing their
product for the last many years under a trade-mark ' styled
"Titli" (butterfly). The label ~on the containers of
"chewi ng tobacco"” shows figures of three butterflies on
yel | ow green background and the legend "Titli"™ in Devnagari
and English characters. The  appellant who carried on
business also in "chewi ng tobacco" commenced nmarket his
goods in the nane of "Titli" (partridge). The |label on the
containers had figures of four butterflies —on |eaf-green
background, and the legend "Titli" in Devnagari and English
characters. The col our schemes of the butterflies in-the
conpl ai nants’ | abel and of the butterflies in the appellants
| abel were substantially simlar

The conpl ai nants gave information to the police in Novenber
1960 that the appellant had infringed their trade-nmark by
mar keting his goods under a trade-mark cal cul ated to deceive
the purchasers into believing that they were purchasing. the
product of the conplainants. The police subnmitted a charge
sheet agai nst the appellant for offences under s. 78 read
with s. 77 and, s. 79 of the Trade and Merchandise Marks
Act, 1958. The Trial Magistrate observed that there was’
cl ose resenbl ance between the | abel used by the conpl ainants
and the |I|abel used by the. appellant, and that a vast

nejority of users of such tobacco being illiterate were
likely to be "carried" 'away by’ a pictorial’ device of
"Titli"

70

(butterfly)" since they were incapable of reading and
understanding the "descriptions on the |abel in Devanagr

and in English". Wth this view the Sessions Judge and the
Hi gh Court agreed. Before us, no substantial argument has
been advanced which would justify us in taking a different
view on this question.

It was however contended for the appellant that the case
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against him nust still fail because the prosecution was
barred by S. 92 of the Trade and Merchandise Marks Act,
1958, and al so because there was such acqui escence on the
part of the conplainants as would justify an inference that
they had assented to the appellant wusing the trade-mark
under which his product was marketed. To appreciate these
two contentions, it is necessary to refer to certain facts.

Sone tinme before 1955 the appellant had started narketing
hi s goods under the trade-mark "Titli": there is however no
evi dence about the general get-up of the Ilabel on the
containers of "chew ng tobacco" marketed by him at that
time. On January 6, 1955 the conplainants wote a letter to
the appellant clainmng that they were the sole proprietors

of "Titli" brand, that "Titli" was their registered trade-
mark, and the appellant had "with crimnal intention started
making illegal and unlawful use of that trade-mark" and had

copied their trade-mark and was using it on simlar but
inferior "chew ng tobacco” and was passing off his goods in
the market as the product of the conplainants; and on those
al | egations~ the conpl ai nants cal |l ed upon the appellant to
desist fromselling or disposing of rany of the goods wth
| abels resenbling to the conplainants’ trade-mark and
thereby deceiving the public into purchasing the appellant’s
pr oduct when the public desires to pur chase the
conpl ai nants’ product ‘and maki ng several other incidenta
requi sitions. In reply, the appellant denied that the
conpl ai nants were the sole proprietors of "Titli" trade-nmark
and that in any event the appellant had not used the trade-
mark "Titli" on any goods manufactured by  him The
appel l ant al so clai med that he had been marketing his goods
in the name of "Tithi" for many years and ‘that the
conpl ai nants were seeking to pass off their product as that
of the appellant. After this correspondence no steps were
taken by the conplainants against the appellant till
Noverber 1960.

The appel |l ant was on information | odged by the conplainants
prosecuted for offences under S. (78 read with S. 77 and s.
79 of the Trade and Merchandise. Marks Act, 1958. The
appel l ant submitted that whereas the conplainants had on
their own admission |earnt about infringenent of their
trade-mark in 1955, criminal proceedings started in Novenber
1960 were barred under S. 92 of the Trade —and Merchandi se

Marks Act, 1958. It nmay be noticed however that  the
of fences charged agai nst the appell ant
71

were alleged to have been conmitted on Novenmber 25, 1960,
an& the charge-sheet was lodged in the Court of the
Magi strate, 1st Class, on March 22, 1961. Section 92 of the
Trade and Merchandi se Marks Act, 1958, insofar . as it is
materi al, provides:
"No prosecution for an offence wunder this
AcCt. .. shal | be
conmmenced after the expiration of three ‘years
next after the commssion of the offence
charged, or two years after the discovery
t her eof by t he pr osecut or, whi chever
expiration first happens."
In substance the appellant in relaying upon the bar of S. 92
seeks to substitute for the words "after the discovery" the
words " after the first discovery", and for the words "after
the conmi ssion of the of fence charged" the words "after the
conmission of the first infringenent of trade-nmark". The
Legi sl ature has deliberately not used those expressions, and
there is no warrant for substituting themin the section and
thereby substantially nmodifying the section.
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Counsel for the appellant however submitted that in inter-
preting S. 15 of the Merchandi se Marks Act 4 of 1889, which
is simlar to s. 92 of Act 43 of 1958, the Madras Hi gh Court
had in Ruppell v. Ponnusam Jevan and Another (1) held that a
prosecution under s. 15 of the Merchandi se Marks Act 4 of
1889 commenced after the expiration of the period prescribed
by the Legislature fromthe date when the infringement was
first discovered, is barred and that this Court had in Dau
Dayal v. State of Utar Pradesh(1l) affirned that view. In
Ruppel I ' s case(1l) the accused was charged with conmritting an
of fence punishable wunder S. 15 of the |Indian Merchandise
Marks Act, 1889, on a conplaint that the accused had
infringed the conplainant’s trade-mark. It appeared at the
trial that the conplainant had discovered in 1893 that goods
were sold by the accused marked with a trade-nmark which was
simlar to his trade-nmark, and the conplainant had «called
upon the accusedto discontinue user of the counterfeit
trade-mark and to render an account of sales made by him
In 1898 the conplainant prosecuted the accused for
infringing “his trade-mark. ~The High Court of Madras held
that as the conplainant did not show that he believed the
use of the alleged counterfeit trade-mark had been
di scontinued after the first discovery and protest in 1893,
prosecution of the accused in 1898 under s. 15 of the Indian
Mer chandi se Marks/ Act, 1889, was barred. This view was
followed by the Bonbay H gh Court -in_ ‘Abdul satar Khan
Kanr uddi n Khan v. Ratanl al -Ki shenl al, (3): The Court observed
in that case that under S. 15 of ~the |Indian Merchandise
Marks Act, 1889, if the offence of infringenent of a trade
or property mark ~is_a continuing one, and i f no
di sconti nuance is proved, tine runs fromthe first

(1) I.L.R 22 Mad. 468.

(3) I.L.R 59 Bom 551. (2 ) AIl.R 1959 S. C 433.
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i nstance of infringenent or fromthe first discovery of the
i nfringement. Abdul satar Khan’ s case(1) was however
overruled by a full bench of the Bonbay H gh GCourt in
Enperor v. Chhotalal Amarchand. (2) In that case the / Court
di ssenting from the judgnment of the Madras High Court in
Ruppel | s case(1) and overruling the decision-in Abdulsatar
Khan's case(l) held that wunder s. 15 of the I ndi-an
Mer chandi se Marks Act, 1889, starting point-of limtation in
all cases is the date of the of fence charged.

In Dau Dayal's case, (1) Venkatarama Aiyar, J., incorporated
substantially the whole of the judgment in Ruppell’s case:
(3) but in Dau Dayal’s case(l) the matter in dispute was
entirely different. |In that case the accused was prosecuted
for offences punishabl e under ss. 420, 482, 483 & 486 1.P.
Code on the allegation that he was in possession of Bidis
which bore counterfeit trade-marks. A conplaint was /filed
agai nst t he accused on March 26, 1954, and after
i nvestigation by the police, a charge-sheet was filed in the
Court of the Magistrate on Septenmber 30, 1954. The accused
contended that the offence was di scovered on April 26, 1954,
and since process was issued by the Magistrate on July 22,
1955, i.e. nore than one year after discovery of the offence
he coul d not, because of S. 15 of the Merchandi se Marks Act,
1889, be prosecuted. This Court rejected the plea raised by
the accused. An excerpt fromthe judgment in Ruppell’s
case(1l) was incorporated only to indicate the general tenor
of s. 15, and not with a view to express approval of al
that was observed therein

We are however in this case not called upon to consider whe-
ther Ruppell’s case(1l) was correctly decided. That case was
decided on the interpretation of s. 15 of the Merchandise
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Marks Act, 1889. Suffice it to say that the Legislature has
in enacting the Trade and Merchandi se Marks Act 43 of 1958
made a substantial departure fromthe | anguage used in S. 15
of Act 4 of 1889. For the sake of convenience the mteria
parts of the two sections nay be set out in juxtaposition
Section 15 of Act 4 of 1889
No such prosecution..........
shall be comenced after the expiration of
three years next after the conmi ssion of the
of fence, or one year after the first discovery

t her eof by t he pr osecut or, whi chever
expiration first happens.
(1) l.L.R" 59 Bom 551. |.L.R 22 Mad. 488

Section 92 of Act 43 of 1958

No prosecution for an offence under this
Act. ... .... .. shal | be commenced after the
expiration of three years next after the
comm ssion of the offence charged, or two
years after the discovery thereof by the

pr osecut or, whi chever expiration first
happens.
(2) I.L.R (1937) Bom 183
(4) A'T.R 1959 S.C. 433.
73

The Legislature in enacting s. 92 of Act 43 of 1958 has
clearly nmade departure froms. 15 of ‘Act 4 of 1889 in
i mportant respects. <Wereas under s. 15 prosecution had to
be conmenced within three years next after the conm ssion of
the offence or w thin one year after the first discovery
thereof by the prosecutor, under s. 92 the prosecution mnust
be commenced before the expiration of three years next after
the comm ssion of the offence charged, or two years after
the discovery by the prosecutor of ~the ~offence charged,
whi chever expiration-first happens.” Under s. 92 it is plain
the period conmences to run fromthe date of the comm ssion
of the offence charged or fromthe date of discovery by the
prosecutor of the offence charged. The argunent which coul d
be raised under s. 15 and was approved in Ruppell’s case(1l)
that the Legislature intended to provide that the /period
shall conmence from the first discovery thereof by the
prosecutor is plainly not open to the offender -infringing
the provisions of the Trade and Merchandi se Marks Act under
s. 92. The period has to be conputed for the purpose of the
first part of the section fromthe date of the comm ssion of
the of fence charged, and under the second part fromthe date
of discovery of the offence charged, and not fromthe first
di scovery of infringement of trade-mark by the prosecutor.
The plea that the conpl ai nants had assented to the wuse of
the trade-nmark by the appellant, and on that account’ the
latter could not be said to have falsified a trade-nmark or
to have falsely applied the trade-nark, is wi t hout
subst ance. Section 77, it is true, provides that a' person
shall be deenmed to falsify a trade-mark who either-

(a) wi t hout the assent of the proprietor  of

the trade mark nakes that trade mark or  a

deceptively simlar nmark; or

(b) falsifies any genui ne trade mar k

whet her by alteration, addition, effacenment or

ot herw se.
If there is assent of the proprietor to the use by the
accused of a trade mark which is deceptively simlar, there
woul d be no falsification or false application of the trade
mark: but protest against infringement of the conplainants’
trade mark cannot be regarded as assent to the use or
application of the false trade mark.
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The Hi gh Court has on a review of the evidence held that
there was no acquiescence by the conplainants from which
assent nay be inferred, and we see no reason to differ from
that finding.

The appeal therefore fails and is dism ssed.

Appeal dism ssed.

l.L.R 22 Mad. 488.

L/ S5-7(a)
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