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ACT:

The Trade and Merchandise Act, 1958, ss. 12(1) and
9(1)--Vitam n preparations--'DROPOVIT" whether a trade nmark
deceptively simlar to 'PROTOVIT so as to offened s.
12(1)--’' DROPOVI T’ whet her a descriptive word or an
i nvented word for the purpose of s. 9(1)--Tests.

HEADNOTE:
In 1946 the trade mark ' PROTOVIT' was regi stered for one of
the vitamin preparations manufactured by the appellant

conmpany. In 1957 the respondent —conpany applied for
registration of its mark 'DROPOVIT  in respect of "medica
and pharmaceutical preparations and subst ances". The

application was granted. When the appellant came” to know
about this trade mark it asked the respondent to alter it.
On the respondent’s refusal to do so, the appellant in 1959,
applied to the Registrar for rectification of the Register
of Trade Marks by renoval thereform of the respondent’s
trade mark. Later the appellant anended its application by
adding the ground that DROPOVIT was not an invented word.
The Joint Registrar by letter dated August 5, 1961 rejected
t he appel l ant’ s application for rectification. The
appel lant went in appeal to the Bonbay Hi gh Court. Duri ng
the hearing of the appeal the respondent restricted the
designation of goods covered by the mark 'DROPOVIT to
"medi cal preparations and, substances containing principally

vitamns." The Single Judge as well as the Division Bench
decided in favour of the respondent. The appellant cane to
this Court with certificate. The questions that fell for

consideration were: (i) whether the word ’'DROPOVIT. —was
deceptively simlar to the word ’'PROTOVIT and t hus
of f ended the provision of s. 12(1) of the Trade and
Mer chandi se Act, 1958; (ii) whether the word ’'DROPOVIT
was an invented or a descriptive word for the purpose of s.
9(1) of the Act.

HELD: The appeal must be di sm ssed.

(i) In order that a trade mark may be found deceptively
simlar to another it is not necessary that it ’'should be
intended to deceive or intended to cause confusion. It s
its probable effect o.n the ordinary kind of customers that
one has to consider. For this purpose it is necessary to
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apply both the visual and phonetic tests. It is also
i mportant that the marks shoul d be conpared as whol es. It
is not right to take a portion of the word and say that
because that portion of the word differs from the
correspondi ng portion of the word in the other case there is
no sufficient simlarity to cause confusion. The true test
is whether the totality of the trade mark is such that it is
likely to cause deception or confusion or nistake in the
m nds of the persons accustonmed to the existing trade mark.
[216 H 217 G -H, 218 E]

Parker Knoll Ltd. v. Knoll International Ltd., [1962]
R P.C. 265 at 274, Pianotist Co. Ltd.’s application 23
RP.C 774, 777, Aristoc Ltd. v. Rysta Ltd., 62 RP.C. 65
at 72 and Toklon Ltd. v. Davidson & Co., 32 RP.C. 133 at

136, applied.

The terminal syllable "VMIT in the two mar ks
"DROPOVIT and ' PROTOVI-T' was both descriptive and, as the
evi dence showed. comon to the trade. |If greater regard was
paid to the uncommon ejenent in
Jp CI/70--2
214

the two words it was difficult to, hold that one would be
m staken for or confused with the other. The letters 'D
and 'P in DROPOVIT  and. the corresponding letters '"P and
"T" in "PROTOVIT' could not possibly be slurred over in
pronunci ation and the words were so dissimlar that there
was no reasonabl e probability of confusion between the words
either fromthe visual or phonetic point of view This was
all the nore so because the preparations from their very
nature were likely to be purchased on the prescription of
doctors, and under r. 61(2) of Drug Rules, 1945 could be
sold only by licensed” dealers SO that the possibility of
confusion would be reduced to a considerable extent. [219
A--C, E

(ii) It could not be accepted that the Wrd 'DROPOVIT
woul d strike an ordinary person knowi ng English as  neaning
"DROP OF VITAM NS . The appellant’s original application for
rectification did not contain the ground that ‘the word
"DROPOVI T was descriptive. It was therefore reasonable to
presume that it did not strike even the |egal advisers of
the appellant as descriptive. It was true that the word
"DROPOVIT was coined out of words conmonly used by and
known to ordinary persons knowing English. But t he
resulting conbination produced a new word, a newy coined
word which did not remind an ordinary  person know ng
English of the original words out of which it was coined
unless he was so told or unless at |east he devoted some
thought to it. It followed that the word ' DROPOVI T bei ng an
i nvented word was entitled to be registered as a trade / mark
and was not |liable "to be renoved fromthe Register on which
it already existed. [220 H 221 D

JUDGVENT:
ClVIL APPELLATE JURI SDICTION: Civil Appeal No. 1330 O 1966.

Appeal fromthe judgnent and order dated August 4, 7,
1964 of the Bonbay High Court in Appeal No. 65 of 1962.

K. S. Shavaksha, R A. Shah, J.B. Dadachanji and Bhuvanesh
Kumari, for the appellant.

M C. Chagla, 1. M Chagla,.Anoop Singh, MN. Shroff, for
1. N. Shroff, for the respondent.
The Judgnent of the Court was delivered by

Ramaswam , J. This appeal is brought by certificate
fromthe judgnent of the Bonmbay Hi gh Court dated August 17,
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1964 in application no. 65 of 1962 upholding in part the
judgrment of M. Justice Tarkunde dated Decenber 7, 1962 in
M scel | aneous Petition No. 358 of 1961

The appel | ant is a limted liability conpany
i ncorporated under the laws of Switzerland and carries on
busi ness in the manufacture and sal e of pharmaceutical and
chem cal products. The respondent is a conpany incorporated
under the Conpanies Act in lIndia and also carries on
business in the manufacture "and sale of pharmaceutica
products.

On December 2, 1946 the ,appell ant appl i ed f or
registration of its trade mark "PROTOVIT". The application
Was granted and the appellants nark was registered in d ass
V in respect of

215
"Phar maceuti cal pr epar ations for human use and for
veterinary use, -infants’ and invalids’ f oods". The

appel | ant thereafter used that mark on multi-vitam n
preparations in liquid tablet forns and its goods are being
sol d under that mark at | east since the year 1951

On January 28, 1957 the respondent applied for
registration of its mark "DROPOVIT" in respect of "medicina

and phar maceutical ~preparations and substances". The
application was registered but the advertisement of the
respondent’s application escaped the notice of the
appel l ant who did not hence oppose the registration. By a
letter dated March 4, 1958 Messrs - Voltas Ltd., t he

appel l ant’ s "agents, drew the attention of the appellant to
the respondent’s nmark "DROPOVIT'.~ There was  negotiation
between the parties but on March 19, 1958 the respondents
wote to the appellant refusing to alter its trade nmark

On January 21, 1959 the appellant applied for~ rectification
of the Register by renoval therefromof the respondent’s
trade mark. The ground urged in support of the application
was that the respondent’s mark so nearly resenbled the
appellant’s mark as to. be likely to deceive or cause
conf usi on. On March 9, 1960 the appellant applied for
amendnment of the application and an additional ground was
taken that "DROPOVIT" was not ~an invented -word. The
application for amendnment was allowed by the Registrar

The anmended applicati on was opposed by the respondent. . By
hi s j udgrent dated August 5, 1961 the Joint Registrar
rejected the application for rectification holding that
"DROPOVI T was not deceptively simlar to "PROTOVIT" and
that the word "DROPOVIT" considered as a whole was not
descriptive. The appellant took the matter in appeal to the
Bonbay Hi gh Court. On Decenber 7, 1962 M. Justice Tarkunde
di smssed the appeal. The appellant preferred an appea

under Letters Patent but the appeal was dismssed by a
Di vision Bench consisting of Chief Justice Chainani and
Mody, J. on August 17, 1964. During the hearing<-of. the
appeal the respondent restricted the designation of goods

to "’ medi ci nal and phar maceuti cal pr eparations and
subst ances containing principally vitam ns.
The application for rectification’ was nmade - on

January 21, 1959 be/ore the Trade and Mer chandi se  Marks
Act. 1958 (Act no. 43 of 1958) cane into operation. But it
is not disputed that wunder s. 136(3) of this Act the
decision of this case is governed by the provisions of Act
no. 43 of 1958 (hereinafter called the Act).

Section 11 of the Act states: "A 'nmark--

(a) the wuse of which would be Ilikely to

decei ve or cause confusion; or

216

(b)the use O Wi Ch wuld be contrary to
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any law for the time being in force; or
(c) which conprises or contains scandal ous
or obscene matter; or
(d) which conprises or.contains any matter
likely to hurt the religious susceptibilities
of any class or section of the «citizens of
I ndi a; or .
(e) which would.otherwise be disentitled to
protection in a court;

shall not be registered as a trade
mar k" .
Section 12( 1 ) provides

"Save as provided in sub-section (3 ), no
trade mark. shall be registered in respect. of
any goods or description of goods which is
identical wth or deceptively sinilar to a
trade mark which is already registered in the
nane of a different proprietor in respect of
the same goods. or descriptive of goods."
Section 56(1) reads:

"On application made in the prescribed
manner to " a Hi gh Court or to the Registrar by
any person aggrieved, the tribunal nmay nake
such order as it may think fit for cancelling
or varying the registration of a trade nmark on
the ground of any contravention, or failure to
observe a condition entered on the register
in relation thereto.”

Secti on 2(1)(d) def i nes t he phrase
"deceptively simlar" as foll ows:

"A mark shall be deened to. be deceptively
simlar 'to another mark if it so nearly
resenbles that other nmark as to be likely to
decei ve or cause confusion;™"

The first question to be considered in this appeal is
whet her the word "DROPOVI T* is deceptively sim|ar to
the word "PROTOVI T" and of fends the provision of s. 12 (1)
of the Act. 1In other words the question is whether the
respondent’s mark so nearly resenbles the regi stered’ mark
aS to be "likely to deceive or cause confusion.” It is not
necessary that it should be intended to deceive or intended
to cause’ confusion. It is its probable effect on - the
ordinary kind of custoners that one has to consider
217

In Parker-Knoll Ltd, v. Knoll International Ltd, (1)
Lord Denning explained the words "to deceive,’” ~and the
phrase "to cause confusion" as follows 1:

"Secondly, 'to deceive’ is (one thing.

To ' Cause confusion’ s anot her. The
difference is this: Wen you deceive a nan,
you tell him a lie. You nmeke' -a false

representation to himand thereby cause himto
believe a thing to be true. which is ' false.
You may not do it know ngly, or intentionally,

but still you do it, and so you deceive him
But you may cause confusion without telling
him "a lie at all, and wthout nmaking any

false representation to him You may indeed
tell him the truth, the whole truth and
not hi ng but the truth, but still you may cause
confusion in his mnd, not by any ,fault of
yours, but because he has not the know edge or
ability to. distinguish it from the other
pi eces of truth known to him or because he
may not even take the trouble to do so."
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The tests for conparison of the two word nmarks were

formulated by Lord Parker in Pi onot i st Co. , Ltd.’s
application(2) as foll ows:

"You nust take the two words. You nust

judge of them both by their | ook and by their

sound. You nust consider the goods to which

they are to be applied. You rmust consider the
nature and kind of custonmer who would be

likely to buy those goods. |In fact, you nust’
consider all the surrounding circunstances;
and’ you nust further consider what is likely

to happen if each of those trade marks is used
in a normal way as a trade mark for the goods

of the respective owners of the marks. |If,
consi dering all those circunstances, you comne
to the conclusion that there wll be a
confusion--that is to say, not necessarily
that one man wll. be injured and the other
will gainillicit benefit, but that there will
be ~"a confusion in the mnd of the public
whi ch will lead ’'to confusion in t he

goods--then you may refuse the registration

or rather you nust refuse the registration "in

that case.”
It is necessary /'to apply both the visual and phonetic
tests. In Aristoc Ltd. v. Rysta Ltd.(a) the House of Lords
was considering the resenblance between ‘the two words
"Aristoc" and "Rysta". The view taken was that considering
the way the words were pronounced in English, the one was
likely to be m staken for the other.

(1) 1962 R P.C. 265 at 274 (2) 23 RP.C. 774 at 777
(3) 62 RP.C. 65 at 72.
218

Vi scount Maugham cited the follow ng passage of.. Lord
Justice Luxmoore in. the Court of Appeal, which passage, he
said, he conpletely accepted as the correct exposition of
the law :.

"The answer to the question whether the
sound of one word resenbles too nearly the
sound of another so as to bring the forner
within the limts of section 12 of the Trade
Mar ks Act, 1938, must nearly always depend on
first inpression, for obviously a person who
is famliar with both words will neither  be
deceived nor confused; It is theperson who
only knows. the one word and has perhaps an
i nperfect recollection of it who islikely to

be deceived or confused. .Little | assistance,
therefore, is to be obtained froma neticul ous
conpari son of the two words, letter by

letter .and syllable by syllable, pronounced
with the clarity to be expected from a teacher
of elocution. The Court must be careful to.
make’ al | owance for i mperfect
recollection .and the effect of carel ess
pronunci ati on and speech on the part not only
of the person seeking to. buy under the trade
description, but also of the shop. assistant
m nistering to that person’s wants".

It is also inportant that the marks nmust be
conpared as wholes. It is not right to take a
portion of the word and say that because that
portion of the word differs from the
correspondi ng portion of the word in the other
case there is no sufficient simlarity to
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cause confusion. The true test is whether the
totality of the proposed trade nark is such

that it is likely to cause deception or
confusion or mistake in the mnds of persons
accustoned to the existing trade mark. Thus

in Layroma case(1l). Lord Johnston said’

LT . we are not bound to scan
the words as we would in a question of
conparatio literarum It is not a matter for
m croscopic inspection, but to be taken from
the general and even casual point of view of a
customer wal king into a shop."

In order to decide whether the word "D ROPOVIT" is
deceptively simlar to the word "PROTOVIT" each of the two
words nust, therefore, be taken as a whole word. Each of
the two words consists of eight letters, the last three
letters are common, and in the unconmon part the first two
are consonants, the next is the same vowel "0, the next is

a consonant and the fifth is again a common vowel '0'. The
conbi ned effect” is to produce an alliteration. The
affidavits of the .appellant indicate that the last three
letters "VIT" is a well~ known comon abbreviation used

in the pharmaceutical trade to denote Vitam n preparations.

(1) Tokajon Ltd. v. Davidson & Co., 32 RP.C 133 at 136.
219

his affidavit dated January 11, 1961 Frank Mirdoch, has

referred to the existence on the Register of -about 57 trade

mar ks whi ch have the common suffix "WIT" indicating t hat
the goods are vitamn preparationS. It is apparent that
the term nal syllable "VIT"in the two marks is both
descriptive and commobn to the trade. |If greater regard is
pai d to the "uncommon elenent in these two words, it is
difficult to hold that one will be nistaken for or ‘confused

with the other. The letters 'D and 'P in "DROPOVIT' and
the corresponding letters "P .and 'T in "PROTOVIT' cannot
possi bly be slurred over in pronunciation and the words are
so dissimlar that there is no reasonable probability of
confusion between the words either from the visual or
phonetic point of view

In the H gh Court, counsel for the respondent ~nmade a

statement that the respondent was willing that the Court
shoul d direct in exercise of its powers under s. 56(2) that
the Registrar should |imt the respondent’s trade mark

"DROPOVI T" to nedicinal and pharmaceutical preparations -and
substances containing principally vitamns and that the
appeal should be decided on this basis. The question o,f
deceptive simlarity must therefore be decided o.n the basis
of the <class of goods to which the two trade  marks apply
subject to the lintation agreed to by the respondent. / From
the nature

of the goods it is likely that nost of the “customers
woul d obtain a prescription. froma doctor and show it to
the chem st before the purchase. In such a case, except in
the event of the handwiting of the doctor being very bad or
illegible the chance of confusion is renote. As we have
al ready observed the evidence shows that there are as nany
as 57 trade marks in the Register of Trade Marks with the
suffix "VIT". Therefore, even an average customer would
know that in respect of Vitam n preparations the word "VIT"
occurs in large nunber of trade marks and because of this he
would naturally be on his guard and’” take special care
against making a mstake. In this connection the provisions
of the Drug Rules, 1945 are also relevant. Under r, 61(2)
vitam n preparations would be covered by item5 in Schedul e
C( 1 ) tothe Rules and a licence would be required to
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st ock such vitamn preparations and to sell them retail
The question of confusion nust hence be determined on the
basis that the goods with one of the two rival trade narks
woul d be sold only by such "a licensed deal er and would not
be available in any other shop. The fact that the vendor
would be a licensed deal er al so reduces the possibility of
confusion to a considerable extent.

Having taken into account all «circunstances of the
present case we are of the opinion that the H gh Court and
the Joint Registrar of Trade Marks were right in holding
that there was no real tangible danger of confusion if
respondent’s trade mark
220
was allowed to continue to remamin on the Register and the
application” for rectification made by the appellant should
be di smi ssed.

The question was al so. argued in the appeal whether the
word "DRORPOVI T* was not an invented word and whether it was
a descriptive Word. . Section 9(1 ) of the Act states-

"A trade mark shall not be registered

in Part A of the register unless it contains
or consists of at |east one
the fol l'ow ng essential particulars, nanely--
(c) one or nore invented words;
(d) /one” or nmore words having no di rect
reference to the character or quality of the
goods and not being according to its ordinary
signification, a geographical . nane or a
surnanme. or a personal name or - any conmpbn
abbreviation thereof or the nanme of a sect,
caste or tribe in India;"

It is contended on behalf of the .appellant t hat
"DROPOVI T" meant only "DROP OF VITAMN' wi th the word " of’
being mis-spelled as 'O 'VIT ~being used to  denote
"Vitam ns", and the three separate words are joined together
to make "DROPOVI T" as one word.’ |t was said that the word
" DROPOVI T" was sinply a conbination of three commpbn words
in English | anguage and cannot, " therefore, be said to. be
an invented .word. In Diabolo case(l) Parker J., has
explained the meaning of "invented word" as follows:

"To be an invented word wthin the
nmeani ng of the Act a word rmust not only be
newy coined, in the sense of not - being
"already current in the English | anguage, but
must be such as not to convey an, meaning,
or, at any rate, any obvious meani ng to

ordi nary Engl i shrren. It nust

a word

having no neaning or no obvious neaning
until one has been assigned to it."

In the case of De Cordova and others v. Vick. Chem ca
Co.(2) the Privy Council referred to that interpretation of
Parker J., as "the best standing interpretation". The
guestion arising in this case is whether the word "DROPOVIT"
woul d strike an ordinary person’ know ng English as neaning.
"DROP OF VITAMN'. In this connection the H gh Court has

poi nt ed out that the ori gi nal application for
rectification did not contain the ground that the word of
"DROPOVI T" was descriptive. It was, therefore, legitimte

to draw the inference that the word
(1) 25 R P.C. 565
(2) 68. RP.C. 103.
221
"DROPOVIT" did: not strike even Messrs Depenning and
DePenning the Ilegal advisers of the appellant as being

be
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descriptive. It was also pointed out that in his judgnent
M. Justice Tarkunde has remarked that when the case was
opened before, him he did not understand that the word
"DROPOVI T" meant "DROP OF VITAMN' till the explanation of
that word was given to. him W see no reason, therefore, to
differ fromthe reasoning of the H gh Court on this ’aspect
of the <case. If the word "DROPOVIT" is not a descriptive
word it nust be held to be an invented word. It is true that
the word "DROPOVIT" is coined out of words conmonly used by
and known to ordinary persons know ng English. But the
resulting conbination produces a new word, a newy coined
word which does not remind an ordinary person know ng
English of the original words out of which it 1is coined
unless he is so told or unless at least he devotes sone
thought to it. It follows that the word "DROPOVIT" being
an invented word was entitled to be registered as 'a trade
mark and is not liable to be removed fromthe Register on
whi ch it al ready exists.

For the reasons expressed we hold that this appeal fails
and must ‘be di snmissed with costs.
G C Appeal dism ssed.
222




