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1. Leave granted.

2. Thi s appeal arises out of the judgnment and order dated
27t h Oct ober 2005 of 'the Punjab and Haryana High Court

wher eby the order of the trial court dated

11t hDecenber 2003 rejecting an application noved by the
appel l ants under Order 39 Rules 1 and 2 of the Code of

Cvil Procedure praying for the grant of ad-interim

i njunction, has been confirmed.

3. The plaintiffs-appellants Ms. Heinz Italia S RL is
the proprietor of the trademark "d ucon-D' which has been
registered in India under Registration No. 305664 (C ass 30)
under The Trade and Merchandi se Marks Act, 1958

(hereinafter called the "Act"). This trademark had earlier
been registered in the name of d axo on 21st My, 1975

but subsequently vide deed of assignnent dated 30th

Sept ember 1994 had been assigned to the first petitioner
along with the goodwill etc. d axo Laboratories had al so
assigned their rights in the artistic work used on the
packagi ng. The plaintiffs-appellants thereupon used the
trademark "d ucon-D' and the "packagi ng" fromthe year

1994 to 2002 without any interference and established a

very good name in the market. In July 2002, the appellants

| earnt that the defendant-respondent, Dabur India had

| aunched a sinilar product under the nane "d ucose-D' by
usi ng packagi ng whi ch was deceptively simlar to the
packagi ng used for "d ucon-D'. The appel | ants thereupon
through their Advocate, served a notice on the respondent
calling upon it to desist fromusing the mark and the
decepti ve packagi ng, but as no satisfactory reply was forth
comng, filed a suit for permanent injunction and accounts

of profits for infringenent of the trademark under Sections
29 and 106 of the Act and infringenment of copy right under
Section 63 of the Copyright Act. Along with the suit the
appel l ants also filed an application under Order 39 Rules 1
and 2 of the Code of Civil Procedure for the grant of an ad-
interiminjunction to restrain the respondent fromusing the
trademark "d ucose-D' or any other tradenark and

deceptively simlar packaging as well. In the plaint it was
pl eaded inter alia that the respondent was trying to inpinge
on the goodwi Il and reputation that the product "d ucon-D"
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enjoyed in the market. The respondent filed a witten
statenent and took the plea that the word d ucose was a
generic expression of the product being sold and as such no
nmonopoly coul d be clainmed by the appellants or anyone el se
on the said word or its derivatives. It was also pleaded that
there was no simlarity between the trademark "d ucon-D"

and "Dabur d ucose-D' and that the packagi ng was al so
dissimlar. (It appears that the appellants have also filed a
suit in the Calcutta High Court to stop the m suse

alongwith an application for interimrelief but on an
application by the respondent, the proceedings in Calcutta
have been stayed pendi ng the decision of the present suit.)
The trial Judge in his order dated 11th Decenber 2003 held
that the word "d ucose"” was a generic word and as such the
appel l ants could not claimthat the use of the word

"d ucose-D' violated their registered trademark "d ucon-D".
The Court also rejected the plea that the packagi ng used by
the respondent was deceptively simlar by nmaking an

exam nati on of the two sets of packaging and noticing the
dissimlarities between the two. The application was

accordi ngly disnissed. The appellants thereupon filed a first
Appeal in the Punjab and Haryana H gh Court but that too

was di smissed on 27t h-Oct ober 2005 confirmng the

judgnent of the trial court. It is in these circunstances
that the matter has come to this Court.
4 We have heard the | earned counsel for the parties

at great length and exam ned the case | aw cited by them

At the outset, it nust be pointed out that we are presently
concerned only with the proceedings for ad-interim

i njunction clained by the appellants under Order 39 Rul es

1 and 2 CPC. We are accordingly confining ourselves to

this limted aspect only, with the larger issues being |left for
decision in the suit.

5. Dr. Singhvi, the |l earned senior counsel for the
appel l ants has first and forenost argued that the mark

"d ucon-D" used by "d axo" since the year 1940 had been
regi stered as a trademark in the year 1975 whereas it
appears that the term"d ucose-D' had cone into use sone
time in the year 1989 and as prior user was a cardinal test
in cases of infringenent and "passing off", this fact al one
woul d suffice for the purpose of securing an order of ad-
interiminjunction. He also pleaded that as the packagi ng
in green and the depiction of a "happy fam |y" superi nposed
thereon had been used by the appellants since the year

1980 and by d axo for about decade earlier, the prior user
al so stood proved on record, and an injunction should thus
follow He has in this connection placed reliance on
Century Traders vs. Roshan Lal Duggar & Co. AR 1978
Del hi 250 and Cadila Healthcare Ltd. vs. Cadila

Phar maceuticals Ltd. 2001 PTC 300 (SC). He has al so

pl eaded that the mark "d ucon-D' with its packagi ng had
earned a reputation in the market and it was the intention
of the respondent to dishonestly appropriate his goodw ||
which was inpermissible in view of the judgnents reported
in Corn Products Refining Co. vs. Shangrila Food

Products Ltd. AIR 1960 SC 142 and in M das Hygi ene

I ndustries P.Ltd. vs. Sudhir Bhatia & Ors. 2004 (28) PTC

121 SC. It has further been pleaded that the word
"d ucose-D' was not a generic word but even assuming it to
be so, an injunction could still follow in special

circunst ances and reference has been made to Godfrey
Philips India Ltd. vs. Grnar Food & Beverages (P) Ltd.
(2004) 5 sCC 257. It has accordingly been prayed that the
appel I ant s were entitled to an order of injunction in the
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6. M. Sudhir Chandra, the | earned seni or counsel for

the respondent has, however, argued that the application

for ad-interiminjunction had been declined by two courts

and as the respondent had been using the word "d ucose-

D' and the packaging since the year 1989 and the suit had
been filed after many years i.e. in 2003 was a good reason
for refusal to exercise the discretion in favour of the claim
for interimrelief. Rel i ance for this argument has been

pl aced on Wander Ltd. vs. Antox India P.Ltd. (1990)

Suppl . SCC 727.

7. It has al so been pleaded that it had to be shown
by the appellants that the word "d ucon-D' and the

packagi ng which they claimas their own was deceptively

simlar to the respondent’s product and had acquired a

uni que reputation in the market but no such evidence had

yet come on record to justify an order of ad-interim

i njunction. Reliance has been placed on J.B. Wllians vs.

H. Bronnl ey; 26(1909) RPC 765 in support of this

argument .
8. M. Sudhir ‘Chandra has further p0|nted out that the
courts below had rightly held that the word "d ucose" was

a generic word and coul d not be appropriated by anybody

and that even if its exclusive use could be justified in sone
extraordi nary situation the decision could be arrived at only
after evidence had been recorded. He too has relied on
Codfrey Philips India s case (supra) in support of this
argument .

9. We first take up the objection raised by, M. Sudhir
Chandra i.e. with regard to the interference of this Court in
an application for ad-interiminjunction: It has been held

in Wander Ltd. case (supra) that an interlocutory

i njunction under Order 39 Rules 1 and 2 of the CPCis in

the nature of a discretionary relief and that interference
shoul d not be nade when two courts have gone against a
party. W however find fromthe facts of the case that in
that matter the ad-interiminjunction had been held to be
rightly refused as the opposite party had cl ai med and

proved prior user on which the passing off action was

based. In the present case, however, the fact that the
"ducon-D'" and its distinctive packagi ng had been used hy

G axo since the year 1940 and thereafter by the appellant

| ong before it had been used by the respondent is clear on
record. We also find that the challenge in these proceedi ngs
is to the mark and packagi ng used in Gurgaon fromthe

year 2000. We therefore reject the first argunent raised by
M. Sudhir Chandra.

10. We have al so considered the argunments with
regard to the prior user of the trademark "d ucon-D' and
the specific packagi ng. It is the admtted case that the

term"d ucose-D' has been used by the respondent fromthe
year 1989 and that the packagi ng which is the subject
matter of dispute in the present suit has been in use from
the year 2000. 1In the case of Century Traders (supra) it
has been held that in an action for passing off, the plaintiff
has to establish prior user to secure an injunction and that
the registration of the mark or simlar mark in point of tineg,
isirrelevant. This Court in Cadila Health Care case (supra)
also laid down the tests in the case of passing off and
observed as under: -

“I'n other words in the case of un-
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regi stered trade marks, a passing off action is
nmai nt ai nabl e. The passing off action depends
upon the principle that nobody has a right to
represent his goods as the goods of sone

body. In other words a nman is not to sell his
goods or services under the pretence that

they are those of another person. As per Lord
Di pl ock in Erwen Warnink BV v. J. Townend

& Sons, 1979 (2) AER 927, the nodern tort of
passing off has five elenents i.e. (1) a

m srepresentation, (2) nade by a trader in
the course of trade, (3) to prospective
custonmers of his or ultimte consuners of
goods or services supplied by him (4) which
is calculated to injurethe business or
goodwi I | of another trade (in the sense that
this is a reasonably foreseeabl e consequence),
and (5) which causes actual damage to a

busi ness or goodw |.I" of the trader by whom
the action is brought or (in-a quiatinmet
action) wll probably do so."

11. Li kewi se, it has been repeatedly held that before

the use of a particular nark can be appropriated it is for the
plaintiff to prove that the product that he is representing
had earned a reputation in the narket and that this

reputati on had been sought to be violated by the opposite
party. In Corn Products case (supra) it was observed that

the principle of simlarity could not to be very rigidly applied

and that if it could be prima facie shown that there was a
di shonest intention on the part of the defendant in passing
of f goods, an injunction should ordinarily follow and the
nere delay in bringing the matter to Court was not a

ground to defeat the case of the plaintiff. It bears
reiteration that the word "Qd ucon-D" and its packagi ng had
been used by d axo since 1940 whereas the word "d ucose-

D' had been used for the first tine in the year 1989. In
Cadi |l a Healthcare case (supra), it has al so been held that
in the case of a passing off action the sinilarities rather
than the dissinmlarities have to be taken note of by the
Court and the principle of phonetic "simlarity" cannot be
ignored and the test is as to whether a particular mark has
obt ai ned acceptability in the market so as to confuse a
buyer as to the nature of product he was purchasing. W
observe that the both ducon-D and d ucose-D are itens
contai ning glucose and to us it appears that there is

remar kabl e phonetic simlarity in these two words.

We have al so exam ned the packagi ng of the product and
specifically Annexure P.6 (colly). Item D of Annexure P-6 is

t he packagi ng in dispute. It will be seen that the col our
scheme of G ucose-D and G ucon-D is alnost identical with
a happy fam |y superinmposed on both. M. Chandra has

however pointed out that in d ucose-D the happy famly
consi sted of four whereas in the case of Qucon-D the famly

was of three and as such the two were dissinilar. W are
of the opinion however that the col our schene and the
overall effect of the packaging has to be seen. W& have al so

examined Item D individually which is the exclusive
packagi ng for G ucose-D; the one on the extreme |eft being
the packaging in the year 1989, the one in the mddl e being
the one for the year 2000 (which is inpugned in the present
suit) and the third on the extrene right which is the subject
matter of the suit in Calcutta which has been stayed on the
application nade by respondent. W are of the opinion that
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the packaging of Qucose-Dis GQucon-Dis so simlar that it
can easily confuse a purchaser. W also feel that nere fact
that the respondents have time and agai n nade smnal

changes in their packaging is an attenpt to continue to

m sl ead the purchaser and to make it nmore difficult for the
appel l ants to protect their mark, which the record shows
has acquired an enviable reputation in the market which is
sought to be exploited by the respondent.

12. It is true that certain issues have been rai sed by
M. Chandra whi ch necessitate a consideration of the

evi dence such as the plea based on Godfrey Philips case

(supra) but we are of the opinion that the case of prior user

of the nmark is a fact which needs no evidence in the present

ci rcunst ances.

13. W accordingly set aside the order of the tria

court dated 11t h Decenber 2003 and the order of the High
Court dated 27th October 2005. ~ However, as this order is
confined only to the limted question of an ad-interim

i njunction, any observation nade in this order woul d not
bind the trial Judge in the proceedings in the suit. The
application for ad-interiminjunction is accordingly allowed
in terms of prayer clause (ii) of the application

14. The Civil Appeal is disposed of.




