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ACT:

Trade and Merchandi'se Marks Act (43 of° 1958), ss. 9(3),
11(a) and (e), 32(b) and (c) and 56--"Distinctive’, meaning
of --Nurmeral as trade mark--' Aggri eved person, and 'without
sufficient cause’ in s. 56--Scope of--'Disentitled to
protection’, neani ng of--Abandonment of right in trade mark

when inferred--Rectificationof register--Discretion of
Court.

HEADNOTE:

For a nunber of years prior to 1952 cycle bells manufactured
by Lucas And other foreign concerns bearing the nunbers ' 50’
and other nunerals were in the Indian market. After 1952,
the inport of foreign bells was prohibited, and though
foreign nade bells with the nunmerals "50° were being sold as
|ate as 1958, the sales were fromthe stock remaining out of
the earlier inports and were few and far between. |n~ 1953,
the respondent conpany got registered two trade marks  in
respect of cycle bells being the nuneral '50° and the figure

"Fifty' . The appel | ant conpani es were manufacturers and
also dealers in cycle bells and were selling their cycle
bells with the nuneral ’'50° inscribed on them The
respondent therefore, filed suits in 1959, against’' the
appel l ants, alleging infringenent of its trade marks. In

1961, the appellants applied for stay of trial of the suits
and filed applications in the H gh Court for rectification
of the register by cancelling the trade marks of the
respondent under s. 56 of the Trade and Merchandi se Marks
Act, 1958. A single Judge of the Hi gh Court, refused to
expunge the trade mark 'Fifty' but ordered the cancellation
of the trade mark '50'. In appeals to the Division Bench of
the H gh Court, the order cancelling the trade mark '50° was
set aside.

In appeals to this Court, it was contended that : (1) the
trade marks in question were conmon and not distinctive at
the date of their registration as required by s. 9(3), and
therefore, ought never to have been registered; (2) that the
nuneral 50" is not distinctive; (3) that the use of the
trade mark was likely to deceive or cause confusion and
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hence the registration should be cancelled under s. 32(b)
and s. Il (a); (4) that the respondent had initated the use

of the marks by Lucas and other foreign concerns that
therefore they would be disentitled to protection under s.
11(e) and hence the registration should be cancelled under
s. 32(h); and (5) that the trade narks were not, at the
commencenent of the proceedings, distinctive 'and hence
liable to be cancelled under s. 32(c).

HELD : (1) Under s. 32(b) and (c) the original registration
of the trade mark has, after the expiration of 7 years from
the date of registration to be taken to be valid in al
respects including in rectification applications under s. 56
unless it is proved : (1) the trade mark was registered in
contravention of the provisions of s. 11 or offends against
t he provisions of that section on the date of t he
conmencenent of the proceeding or (2) that the trade nark
was not, at the commrencenent of the proceedings distinctive
of the goods of the registered proprietor. Section 11(a)
prohibits the registration of trade mark which would be
likely to deceive or cause confusion, and s. 11(e) prohibits
the registration of trade marks if they were such that they
were otherwise disentitled to protection in a court.
Secti on
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56(2) <confers a right on any person aggrieved by an entry
nmade in the register without sufficient cause or by an entry
wongly remaining in the register, toapply for expunging or
varying such an entry. Since 'an aggrieved person’ includes
a person who has, before registration, used the trade mark,
and a person agai nst -whom an-infringenent action.is taken
and the words 'wi thout sufficient cause’ relateto the tine
of original registration,. the appellant could apply for
cancellation on the ground that the trade nark in ‘question
was not distinctive within the nmeaning of s. 9(3).

But in view of the |Ianguage of s: 32, no contention could be
raised in the present case, that the trade mark ’'50' and
"Fifty’ were not distinctive under s. 9(3), that is, adapted
to distinguish the cycle bells of the respondent, at the
date of registration, as, seven years had el apsed since the
date of the Registration. [78 D-F;, 79 B-H|

Paine & Co. v. Doniells & Sons" Breweries Ltd. (1893) R P.C.
217, 232, referred to.

(2) It is not an inflexible rule that except in the case of
textile goods. a mark consisting of a nuneral is necessarily
not distinctive and is not registerable. [80 E]

Kerly on Trade Marks, 9th End. p. 284, and Reuiter v.
Hubl ens, (1954) Ch. 50, referred to.

(3) Section 32(b) relates to facts existing both at the time
of and after registration. |If the nmark at the time of
registration was likely to deceive or cause confusion or
woul d otherw se be disentitled to- protection of “a court,
and therefore, was, under s. 11 (a) and (e) prohibited from
being registered, the rule as to conclusiveness of the
validity of the registration in s. 32 cannot be invoked and
that would also be so, if the trade mark at the date  of
conmmencenent of rectification proceedings was such as to
of fend agai nst the provisions of s. 11. [80F-H]

The sales of foreign bells with nuneral 50 after 1953 were
"so few that they could hardly be considered as evi dence for
showi ng a likelihood of confusion or deception. 1In fact the
purchasers wused to call those bells, not by the nunerals,
but by the manufacturers’ names. As regards bells said to
have been manufactured by one of the appellant conpanies
since 1947 and bearing the nuneral 50, no evidence was |ed
to show either the extent of manufacture or sale between
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1947- 1953 or thereafter fromwhich the Hi gh Court could be
asked to draw any inference as to the |I|ikelihood of
deception or confusion. As against the volum nous sales of
the respondent for the years 1949-1962, there was no
cor respondi ng evi dence on behalf of t he appel I ant s
i ndicating sales of their bells with nunber 50" from which
any |likelihood of confusion or deception could be deduced.
Therefore, s. 11(a) was not attracted.[816-C, GH, 82 D F]
(4) The true construction of s. 11(e) is that even assum ng
that the trade nmarks in question were not distinctive and
for that reason not registerable as not falling within s. 9,
that fact, by itself, would not nmean that they becane
disentitled to protectionin a court. That is, although a
mark cannot be registered because it is not distinctive as
provided by s. 9, such a nark is not for that reason only
one, the registration of which is prohibited by s. 11
because, the section lays down positive objection to
regi stration, and not nere lack of qualification, by using
the words disentitled to protection. Therefore, unless the
trade 'nmark offends the provisions of s. II, that is,
of fends any of the matters in cls. (a) to (d) of s. 11, or
is disentitled to protection in a court under s. 11(e), the
rul e
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as to conclusiveness of the wvalidity of regi stration
enbodied in s. 32 -applies.

In the present case, in fact, there was no evi dence of any, -
fraud having been commtted by the respondent ‘at the tine of
the registration. There was neither avernent by t he
appel l ants nor evidence, that Lucas or any ,other foreign
concern had obtai ned registration of trade marks of '50° or
"Fifty'. 'nose concerns nerely used various nunerals for
di stingui shing one type of bell fromanother manufactured by
them and there was no question of _any piracy by the
respondent . The trade mark had al so be,come distinctive
with respective to the respondent. [82 F-H 84 D F]

| mperial Tobacco Co. Ltd. v. De(Pasquali & Co. 35 R P.C
186, referred to.

(5) The principle underlying s. 32(c) is that property in a
trade mark exists so long as it continues to be distinctive
of the goods of the registered proprietor in the eyes of the
public or a section of the public. |If the proprietor is not
in a position to use the mark to distinguish his goods from
those of others or has abandoned it or the mark has become
so comon in the narket that it has ceased to connect him
with his goods then there would be no justification for
retaining the mark on the register. Under s. 32(c) the
marks have to be distinctive at the ’conmrencenent of. the

proceedi ngs’, that is the proceedings in whi ch the
concl usi ve charact er of t he’ Regi stration ari ses.
Therefore, it may be the date when a suit for infringenent

is filed by the proprietor of the trade nark or the date on
which the rectification proceedings ;ire filed as a ‘result
of the suit. Rights in a trade mark coul d be abandoned by
the owner, but when such abandonment is sought to  be
i nferred from the proprietors neglect to chal | enge
infringenent the character and extent of the trade of the
infringers and their position would have to be reckoned in
consi dering .whether the registered proprietor was barred by
such neglect [84 F-H, 85 A-C, D E]

In the present case, the progressive increase of the sales
of the respondent’s bells from 1949 together wth the
evi dence of witnesses of the respondent shows that the said
trade marks distinguished the goods of the respondent from
those of other manufacturers. Also, whether the crucia
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date is taken as 1959 or 1961, the date of suit or the date
of rectification proceedings, the evidence on record

indicates that the trade marks were distinctive. The
respondent has all along been zealously trying to naintain
its right, against all infringenments. There were no

repeat ed breaches whi ch went unchal l enged by the respondent
when known to the respondent. Mere neglect in a few cases
to proceed did not necessarily constitute abandonnent,
because, it was in respect of infringements which were not
sufficient to affect the distinctiveness of the mark. There
was no .evidence to show that the use by others of the word
"Fifty’ or the numeral '50° was substantial and the plea
that there was common use of the trade marks nust fail
Therefore, it 1is inmpossible to sustain the contention
founded on s. 32(c). [86 A-E]|

Re. Farina, (1879) 27 WR 456 and Rowmland v. Mtchell
(1897) 14 R P.C. 37, applied.

(6) The power to rectify under 's. 56 is discretionary and
when such .discretion was properly exercised, a court of
appeal would refuse to interfere. But, in the present case,
the single Judge did not appreciate the principles of ss.,
11 and 32, and hence, the Division Bench was justified in
setting aside his order. [86 F]
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JUDGVENT:

ClVIL APPELLATE JURISDICTION. Civil Appeal Nos. 1952 and
1953 of 1966.

Appeal s fromthe judgnent and order dated February 25, 1965
of the Punjab High Court, Circuit Bench-at Delhi in Letters
Patent Appeals Nos. 38-D and 42-D, and 39-D and 43-D of
1963.

S. T. Desai and Naunit Lal, for the appellants (in both the
appeal s) .

C. B. Agarwala, K. P. Qupta and R’ C Chadha, for respondent
No. 1 (in both the appeals).

The Judgnent of the Court was delivered by

Shelat, J. These two appeals, under certificate, are
directed against the comon judgnent and order of the High
Court of Punjab, dated February 25, 1965, passed in four
Letters Patent appeals filed by the two appellant-conpanies
and the respondent conpany agai nst the judgnent and order of
a | earned Single Judge of the H gh Court.

The said appeals were the outcome of two applications filed
in the H gh Court under s. 111 of the Trade and Merchandise
Marks Act; XLIIIl of 1958 (referred to hereinafter as. the
Act) for rectification of the register in respect of two
regi stered Trade Marks, Nos. 161543 and 161544, registered
on Novenber 20, 1953 in respect of cycle bells nmanufactured
by the respondent conpany. Registered Trade Mark No. 161543
was the numeral ’'50° and Trade Mark No. 161544 was the
figure "Fifty’ .

The two appel | ant conpani es carry on business in Kapurthal a
in Punjab, one of themthe National Bell Co. Ltd. clained to

be manufacturing bells with nunerals *33', '50', ’'51' and
"40° inscribed on them since 1957, and the other Ms GQupta
I ndustrial Corporation since 1947 with nunerals, 20, ’'50
and 60 inscribed on cycle bells manufactured by it. The

two applications for rectification arose out of suits filed
in the District Court, Lucknow by the respondent-conpany
against the two appellant conpanies on the ground of
infringenent of its said registered trade marks, the nuneral
"50" and the figure "Fifty'. On April 24, 1961 the District
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Court stayed the said suits at the instance of the appell ant
conpanies giving themtinme for filing the said rectification
applications in the H gh Court.

The grounds alleged in the applications were (1) that the
nuneral 50" and the word 'Fifty’ were comon to the trade
at the time of the original registration and were therefore
not distinctive of the bells manufactured by the respondent-

conpany,
Sup. C- 6
74

(2)that many ot her manufacturers in the market were using
the nuneral 50 and the word "Fifty’ on or in relation to
cycle bells, and therefore, the distinctiveness of the said
mar ks in relation to the bells manufactured by t he
respondent -conpany, if- any, had been lost, (3) that the
respondent-conpany did not get the registration of these
marks with any bona fide intention of using themin relation
to their cycle bells and that in fact there had been no bona
fide use of the said trade marks in relation to their goods
before the date of the applications. They also alleged that
the respondent-conpany had fraudul ently declared at the tine
of regi stration that” they were the originators or
proprietors of the said two marks "50° and 'Fifty’. Bot h
sides led evidence, oral and docunentary, the latter
includi ng several price-lists fromthe possession of sone of
the dealers in cycle spare parts.

The |earned Single Judge, who in the first -“instance tried
the applications, found on a consideration of the evidence
that cycle bells with different numerals and in_particul ar
the nuneral 50" were being sold in the market before the
respondent - conpany put its cycle bells w th the nuneral ’'50’
and the figure "Fifty' inscribed on themin the market and
continued to be sold right upto 1952 when inport of \ foreign
manuf actured cycle bells was prohibited, and that | despite
such prohibition those cycle bells were being sold in the
market as late as 1958, presumably fromold stocks stil
lingering in the nmarket, though not fromany new /inported
st ock. The | earned Single Judge also found that there was
no evidence of the original registration having been
fraudul ently obtai ned by the respondent-conpany, that there
was no avernent by the appellant conpani es that Lucas or any
ot her concern had obtained registration of any mark either
of the numeral '50° or the figure 'Fifty', and that
therefore, cl. (a) of S. 32 did not apply. He further found
that cl. (b) of S. 32 also did not apply. He held, however,
that the trade mark, nanmely, the numeral ’'50° was not at the
conmmencement of the proceedi ngs distinctive of the goods of
the respondent conpany as (a) nunerals are prima facie. not
di stinctive except in the case of textile  goods as
recognised by Part H of the Trade and Merchandi se / Marks
Rules, 1959, and (b) that the numeral ’'50° was being
conmonl y used by several dealers and manuf act urers
subsequent to the registration thereof by the respondent-
conpany, and that therefore, the registered trade mark, the
nuneral '50°, was hit by cl. (c) of S. 32. So far as the
trade mark of the figure 'Fifty was concerned, he held that
there was no evidence that it was used by other parties
either prior to or after the registration thereof by the
respondent -conpany and in that view declined to rectify or
expunge the trade mark "Fifty’ as seven years had already
elapsed by the tine the rectification proceedings were
| aunched and could not, therefore, be challenged on the
ground of absence of distinctiveness as laid down in s. 32.
75

The learned Single Judge, on the basis of his aforesaid
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concl usions, cancelled the trade mark- No. 161543, i.e., of
the numeral ’'50'.

In the appeals filed against the said judgnent the Division
Bench of the High Court held (1) that though the use of the
nuneral 50" in relation to cycle bells dated back at | east
30 years as in the case of Lucas and certain other foreign
concerns, the inports of such goods stopped from ;about
1952, though sone bells were being sold till 1958 presunably
fromthe remaining previous stock, (2) that the numeral '50’
in connection with those foreign made bells was never
i ntended as a trade mark but was used only as an indication
of the type or quality, and (3) that statenments Exs. R-2

R-3 and R-4 produced by the respondent-conpany showed that
sales of its bells with the trade marks '50° and ’'Fifty’
inscribed on themhad risen fromthe value of Rs. 19,644 in
1949-50 to Rs. 14.83 lacs in 1961-62. The Division Bench
agreed wth the Trial Judge that cl. (a) of s. 32 did not
apply as there was no question of the original registration
having. been fraudulently procured in 1953. It also held
that the trade marks in question could not be cancelled
nerely on_the ground that if their registration had been
opposed they would not have been registered, and that
therefore, the question for determ nati on was whether it was
liable to cancellation in view of s. 32(c), which lays down
that the section would not apply in cases where the trade
mark in question was not distinctive at the comencenent of
the proceedings. According to the Division Bench, the word
"conmencenent of proceedings"” in cl. (c) of s. 32 neant the
conmencenent of the infringement suits filed by t he
respondent - conpany as the proceedi ngs for cancellation were
the of f shoots arising fromthose suits, that therefore, the
situation in respect of s. 32(c) had to be assessed in the
light of the state of affairs existing in 1959. Accordi ng
to the Division Bench, the earliest use of the-mark '50° by
any concern other than Lucas and ot her foreign nmanufacturers
was in 1953 by Ms Indian Union Manufacturers Ltd. The
respondent - conpany, however, had filed a suit agai nst that
conpany in 1954 which resulted in a conpronise  dated
February 5, 1955 whereunder the said conpany recogni sed the
exclusive right of the respondent-conpany to the use of the
word% ’Fifty', ’'Thirty’ and the numerals ’'50° -and '’ 30,
while the respondent-conpany recognised the right of the
sai d conpany to the exclusive use of the words and nunerals
"Thirty one’, 'Forty one’ and 'Fifty one’ and '31', '41 -and
51, that the respondent-conpany had also in 1956 sinmilarly
taken action against K R Berry & Co. of Jullundur for use
by that company of the mark 'Five 50'. The suit, however,
had to be wthdrawn in 1958 on account of |ack of
jurisdiction of the Banaras court where it was filed /that
though no fresh suit was

76

filed against that conpany, the respondent-conpany had
opposed an application by that company for registration of
the mark ’'Five Fifty' before the Registrar and that
application was then pending in 1962, and lastly, that the
respondent-conpany had filed in 1959 the two suits against
the appellant conpanies out of which these rectification
proceedi ngs arose. The Division Bench held that though
there was sone evidence of the use of the nuneral ’'50° by
certain other concerns after 1953, no inportance could be
attached to such breaches as there, was hardly any evidence
as to when the infringers started nmanufacturing and the
extent of their manufacture and sales, and that the correct
principle applicable in such cases was that a few
unchal | enged, scattered infringements by a nunber of traders
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did not render a registered trade mark common. As regards
the earlier use of the word "Fifty' and the nuneral ’'50° by
Lucas and other foreign concerns, the Division Bench held
that they were not the registered trade marks of those
conpani es and that those concerns had used those narks as
nerely type marks. Though the idea of wusing '50 and
"Fifty’ was not the original idea of the respondent-conpany
when it obtained registration in 1953, the foreign concerns
had ceased inporting the goods and though sales of those
bells continued until 1958, such sales were fromthe stock
still remaining unsold. Such sales could not he in any
appreci able bulk. Even if the idea of using, the two marks
m ght have been concei ved by the respondent-conpany fromthe
mar ks used by Lucas and ot her foreign concerns, there was no
guestion of any piracy or infringenment of those marks as the
respondent-conpany was the first to convert what were
originally type marks into registered trade marks. Lastly,
it held ‘that the statenments of sales produced by the
respondent-conpany ~denonstrated that its sales had been
steadi |y 'increasing and that sone concerns, finding the use
by the respondent-conpany of its marks '50° and 'Fifty’

hi ghly successful, had sought in recent vyears to take
advant age of am popul arity of the cycle bells of respondent-
conpany by imtating its marks. This fact, however,, could

not nean that either in 1959 when the respondent-conpany
filed the suits or i'n 1961 when rectification proceedings
comenced, the marks had ceased to be .distinctive in
relation to the goods of the respondent-conpany or were,
therefore, liable to cancellation under s. 56 by reason of
cl. (c) of s. 32. Accordingly, the Division Bench allowed
the. respondent-conpany's appeal s and set aside the order of
the |l earned Single Judge cancelling the registration of its
trade mark No. 161543 in respect of the nunmeral '50° and
di smi ssed the appeal s of the appel l'ant conpani es.

M. S. T. Desai for the appellant compani es contended that
the two trade marks in question were liable to cancellation
on the grounds that (1) they were conmon and not distinctive
at the

77

date of their registration, and therefore, ought never to
have been registered, (2) that in any event, the nunera
50" is prima facie not distinctive unless shown to be of
such extensive use as to nmake it distinctive, (3) that there
was cl ear evidence that the respondent-conpany had initated
the use of these marks by Lucas and ot her nanufacturers, and
t hat therefore, these marks would be disentitled to
protection in a court of law, and (4) that the said marks
wer e not , at the commencenent of the pr oceedi ngs
distinctive, that is, adapted to distinguish the goods of
the respondent-conpany. M. Agarwala, on the other hand,
argued that, (1) the two marks having been registered in
1953 and seven years since then having elapsed at the
commencement of these proceedi ngs, the question whether they
were distinctive at the tine of registration was not open to
di spute, (2) that that being so, there was no question  of
any alleged piracy by the respondent-conpany of the marks of
Lucas and ot her concerns, and therefore, the marks coul d not
be said to be disentitled to protection by a court, (3) that
the marks had not lost their distinctiveness at the date of
these proceedings under s. 56, and (4) that the Letter
Patent Bench was, therefore, justified in dismssing these
proceedi ngs by the appel |l ant-conpani es.

A mark under s. 2(j) includes a word, letter or nunmeral or
any conbination there-of. A trade mark, as difined in S
2(v) means in relation to Chapter X (i.e. for offences and
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penalties provided in that chapter) a registered trade mark
or a mark used in relation to the goods for the purpose of
indicating or so as to indicate a connection in the course
of trade between the goods and sone person having the right
as proprietor to use the mark, and in relation to the other
provisions of the Act a mark used or proposed to be used in
relation to the goods for the purpose of indicating or so as
to indicate a connection in the course of trade between the
goods and sone person having the right, either as proprietor
or as registered wuser, to use the nmark and includes a
certification trade mark registered as such wunder the
provi sions of Chapter VIII. Under s. 9, a trade mark is not
regi sterable in Part A of the register unless it contains or
consists of at |east one ,of the wessential particulars
nmentioned therein. One of these particulars in "any other
distinctive mark". d. (3) of S. 9 defines the expression
"distinctive" in relation to the goods in respect of which a
trade mark is proposed to be registered, as meani ng "adapted
to distinguish goods with which the proprietor of the trade
mark is ' or nay be connected in the course of trade from
goods in-_the case of which no such connection subsists
either generally or, where the trade mark is proposed to be
regi stered subject tolimtations, in relation to use within
the "tent of the registration.” In determ ning whether a
trade mark is distinctive, regard is to be had whether it is
i nherently distinctive or is
78
i nherently capable of distinguishing and by reason of its
use or any other circunmstances it is in fact  adapted to
di stinguish or is capable of distinguishing the goods. S. 1
1 prohibits certain trade marks from being registered
These are nmarks the use of which would be likely to  deceive
or cause confusion, or the use of which would be contrary to
any | aw or which conprises or contains scandal ous or obscene
matters or any matter likely to hurt the religious
susceptibilities of any class or section of the citizens, or
"(e) which would otherwi se be disentitled to protection in a
court". On registration of a trade nark, the registered
proprietor gets under s. 28 the exclusive right to the use
of such trade marks in relation to the goods-in respect of
which the trade mark is registered and to obtain relief _in
respect of any infringement of such trade mark. Under~ s.
31, registrationis prima facie evidence of its validity.
The object of the section is obviously to facilitate proof
of title by a plaintiff suing for infringenent of his trade
mar K. He has only to produce the certificate of registra-
tion of his trade mark and that would be prima facie
evidence of his title. Such registrationis prim facie
evidence also in rectification applications under s. 56,
whi ch neans that the onus of proof is on the person naking
such application. Being prima facie evidence, the " evidence
af forded by the registration may be rebutted, but in view of
s. 32 that can be done if seven years have not el apsed since
the original registration. Even where such rebuttal is
possible, i.e., where seven years have not el apsed, and it
is shown that the mark in question was not registerable
under s. 9 as no evidence of distinctiveness was subnitted
to the Registrar, the registration would not be invalid if
it is proved that the trade mark had been so used by the
regi stered proprietor or his predecessor-in-interest as to
have becone distinctive at the date of registration.
Sec. 32, with which we are i medi ately concerned, reads as
follows :

"Subject to the provisions of section 35 and

section 46, in all legal proceedings relating
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to a trade mark registered in Part A of the
regi ster (including applications under section
56), the original registration of the trade
mark shall, after the expiration of seven
years fromthe date of such registration, be
taken to be valid in all respects unless it is
pr oved-
(a) that the original regi stration was
obt ai ned by fraud; or
(b) that the trade mark was registered in
contravention of the provisions of section 11
or of fends
79
agai nst the provisions of that section on the
dat e of comrencenent of the proceedi ngs; or
(c) that the trade mark was not, at the
comencement of the proceedi ngs, distinctive
of "'the goods of the registered proprietor.”
W are not concerned with cl. (a) as no such case was even
averred . i'n the applications as pointed out both by the Tria
Judge and the Division Bench. As regards cl. (b), it wll
be at once noticed that the clause relates to facts existing
both at the tine of and after registration. If a nmark at
the time of registration was such that it was likely to
deceive or cause confusion or its use would be contrary to
any |law or contained or consisted of scandal ous or obscene
matters or matter likely to hurt religious susceptibilities
or which would otherwi se be disentitled to protection of a
court, and therefore, was under s. 1 1 prohibited from being

registered, cl. (b)  would apply, and the rule as to
concl usi veness of the validity of the registration cannot be
i nvoked. That would also be so, if the trade mark at the

date of the rectification proceedi ngs was such as to ' offend
against the provisions of s. 11. But, unlike cl. (b), cl

(c) relates to facts which are post-registration facts,
existing at the date of the commencenent of the proceedings.
If the trade mark at such date is not distinctive in
relation to the goods of the registered proprietor, the rule
as to conclusiveness enunciated in.s. 32 again would not
apply. It would seemthat the word 'distinctive incl. (c)
is presumably used in the sane sense in which it is defined
in s. 9(3), as the definition of that expression therein
conmences with the words "for the purposes of this Act" and

not the words "for the purposes of this section," the
intention of the legislature, thus, being to give uniform
meaning to that expression all throughout the Act. S. 56

deals with the power to cancel or vary registration and to
rectify the register. Sub-s. 2 thereof confers a right to
any person "aggrieved" by an entry nmade in the register
wi t hout sufficient cause or by an entry wwongly renaining in
the register to apply to the tribunal for expunging or
varying such an entry. The expression "aggrieved person"
has received liberal construction from the courts and
includes a person who has, before registration, wused the
trade mark in question as also a person against whom an
i nfringenment action is taken or threatened by the registered
proprietor of such a trade nmark. The words "without
sufficient cause" in the section have clearly relation to
the time of the original registration. Therefore, a person
can apply for cancellation on the ground that the trade nmark
in question was not at the date of the comrencenent of the
proceedi ngs distinctive in the sense of s. 9(3). The burden
of proof, however, in such a case is, as aforesaid, on the
appl i cant applying under s. 5 6.

80
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The contention was that nunerals, such as '50', are prim
facie not considered distinctive and to be, registerable
there must be evidence of extensive use. The contention was
sought to be fortified by showing that contrary to the
practice in England, rules 139 and 140 of the Rules of 1959
permt nunmerals to be registered as trade marks only in the
case of textile goods. But that is permtted on account of
a long standing practice in that particular trade of using
nunerals with a view to distinguish goods of a particular
manuf acturer or a particular type or quality. It wll,
however, be noticed that although in the 8th edition of
Kerly on Trade Marks, page 135, it was stated that nunerals
are considered to be prima facie not distinctive and
regi sterabl e only upon proof of their extensive use, the 9th
edition of the same work does not reproduce that passage.
On the contrary, at p. 284, the learned editor states that
nunerals are capable of registration and that such marks

exi st . For this change the learned editor relies, on the
regi stered trade mark, "4711" for eau-de-Col ogne, which was
the subject-matter of dispute in Reuter v. Mitblens(l). In

that case, however, no contention was raised as to whether
the trade mark consisting of a nunmeral could be distinctive
or not and the court, therefore, was not called upon to
decide such a point. But the parties appear to have
proceeded on the assunption that the nuneral "471 1 " was
validly registered as a trade mark for that particular brand

of eau- de- Col ogne by reason of its havi ng gai ned
di stinctiveness by extensive use. It is, therefore, not an
inflexible rule and that was al'so conceded by - M. Desai

that a mark consisting of a numeral 1is  necessarily not

distinctive and is not registerable, except only in the case
of textile goods, in spite of proof of extensive use.

S. 32 in clear ternms provides that the original registration
of a trade mark, after expiry of seven years fromthe date
of its registration shall be taken to be wvalid in al

respects in all |egal proceedings including those under s.
56, except in the three categories of cases nentioned
therein. It follows, therefore, that no objection'that the

trade mark in question was not distinctive and therefore was
not registerable under s. 9 can be entertained if such an
objection is raised after seven years have | apsed since the
date of its registration as in the present came, nor can an
objection be entertained that no proof of distinctiveness
was adduced or insisted upon at the tine of the origina
regi stration. This is clear also fromthe fact” that the
three exceptions set out in s. 32 against conclusiveness as
to the validity of the registration relate to, (1) fraud,
(2) contravention of s. 11, and (3) absence of
di stinctiveness at the commencenent of the proceedings in
guestion and not at the tinme of regi stration. No
contention, therefore,

(1) [1954] ¢Ch. 50.
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can be raised that the trade marks, '50° and "'Fifty', were
not distinctive, i.e., adapted to distinguish the cycle
bel | s of the respondent-conpany at the date of t he
registration, and therefore, were not registerable as
provided by s. 9 (cf. Paine & Co. v. Daniells & Sons’
Breweries Ltd. (1).

But the argunent was that the appell ant conpanies were en-
titled to show under cls. (b) and (c) ins. 32, (1) that
these marks were registered in contravention of S. 11, or
that they offended agai nst the provisions of that section on
the date of the commencenent of these proceedings, and (2)
t hat they were not distinctive at the date of t he
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commencenent of these proceedi ngs.

S. 11, as already noticed,, does not, as s. 9 does, lay down
the requisites for registration, but |ays down prohibition
agai nst certain marks frombeing registered. ds. (b), (c¢)
and (d) of s. 1 1 obviously do not apply in the present case
but reliance was placed on cls. (a) and (e), i.e., that the
use of these trade marks would be likely to deceive or cause
confusion and that they were such that they were otherwi se
disentitled to protection in a court. The burden of proof
bei ng on the appellant companies, the question is : has that
burden been satisfactorily discharged ? The evidence relied
on by them was that of dealers in cycle spare parts
including bells, certain price-lists produced through them
and the two representatives of the two appellant conpanies.
That evidence, no doubt, shows, (1) that for a nunmber of
years prior to 1952 bells manufactured by Lucas and certain
other foreign concerns with various numerals such as ’30,

50" and 61’ _inscribed either on the belts or on their
cartons were-in the market, (2) that even after 1952 bells
with inscriptions thereon, such as "Berry 50", "Nationa
50", manufactured by one of the appellant conpanies, "Five
50", "Padam 50", "Balco 50" etc. were sold in the nmarket,

(3) that CGupta Industrial Corporation, one of the appellant
conpani es, clained to have started the manufacture of bells
since 1947, calling them"Gupta 50" and the National Bel
Conpany |ikewi se began to produce bells, calling them
“National 50" since 1957. But both the learned Single Judge
and the Division Bench clearly found, (1) that there was no
evi dence of any fraud having been comritted by t he
respondent - conpany at the tine of the registration; (2) that
there was no avernent by the appellant conpanies, nuch |ess
any evidence, that Lucas or any other foreign concerns had
obt ai ned registration of trade, marks either of the nunera
50" or the word 'Fifty', that the .indication, 'on the
contrary, was that those concerns used the different nume-
rals, ’*30", '61', '50" etc. for distinguishing one type of
bell fromthe other manufactured by them and (3) that about
a year prior

(1) [1893] R P.C 217, 232.
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to the registration of the trade marks in question in 1953
foreign bel I s were prohibited from —being i mport ed.

Qovi ously, therefore, the evidence as to purchases and sal es
by the deal ers exani ned by the appellant conpanies related
to bells which had remained unsold fromout of ~ the “stock
earlier inported. As regards the bells called "Gupta 50"
said to have been manufactured by one of the  appellant
conpani es since 1947, no evidence was |ed to show either the
extent of manufacture or sale between 1947 and 1953 or
thereafter fromwhich the H gh Court could be asked to draw

any inference as to the [Ilikelihood of deception or
confusion. Though there was sone evidence that foreign made
bells Such as Lucas "30", "50" and "61" were being sold as

| ate as 1958, such sal es nmust have been few and far between
as they could only be fromthe remaining stock out of the
earlier inports. Such sales could hardly be considered as
evi dence showing a,likelihood of confusion or deception as
contenplated by s. 1 1 (a). |In fact, the evidence was that
purchasers wused to call those bells not by their nunerals
but sinply as Lucas’ bells and those manufactured by the
respondent conpany, as "Asia bells", and in sone cases "Asia
50". As against the volum nous sales by the respondent-
conpany shown by the statenents filed by it for the years
1949-50 to 1961-62, there was no such correspondi ng
evi dence, - indicating the sales of other bells with
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nunerals, such as "50" inscribed on them from which any
i kelihood of confusion or deception could be deduced.
Regar di ng deception, there was indeed no evi dence what soever
in that regard. There was no question of piracy also on the
part of the respondent conpany as argued by counsel as there
was not hing to show that Lucas or any ot her foreign concerns
used this nunmeral except for distinguishing one type of bel
from anot her manufactured by them |In our view, cl. (a) of
s. 11, therefore, is clearly not attracted.

The next question is whether the trade mark "50" or "Fifty"
is one which would otherwi se be disentitled to protection in
a court as laid down in cl. (e) of s. 1 1 so as to attract
cl. (b) of s. 32. Wiile construing cl. (e) of S. II, it 1is
necessary to repeat that it deals with prohibition and not
with requisites of registration. Therefore, although a mark
cannot be registered, for instance, because it is not
distinctive, as provided by S: 9, such a mark is not for
that reason only one the registration of which is prohibited
by s. 1 1. The section lays down positive objection to
regi stration and not to nmere lack of qualification. This is

clear from cl. (e) of s 11, which wuses the expression
"disentitled to protection", and not the expression "not
entitled to protection". The former contenplates sone

illegal or other disentitlenment inherent in the mark itself.
(see Kerly, 9th ed. 344).
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In Inperial Tobacco Co. Ltd. v. De Pasqualil- & Co.(1) the
appel | ant conpany was the proprietor of two trade marks con-
sisting of "Reginental Cigarettes” and "Regi mental Tobacco"

The conpany brought an action for infringenment of its trade
marks and for passing off against the respondent. who sold
cigarettes under the name of "Pasquali’s the Reginent" in
packets and boxes decorated with regi nental crests. The
respondent noved to have the trade marks expunged contendi ng
that the word "Regi nental” was only a laudatory adjective in
on wuse. It was proved that for nmany years it had been the
practice of reginments to have their crests stanped on ‘their
ness cigrettes which were known as "Reginental Ci garettes”.
The appellant conpany, on the other hand, contended that
under s. 41 of the Trade Marks Act, 1905 (equivalent to s.
32 of our Act) their trade mark coul d not be expunged and
that s. 1 1 (equivalent also to our s. 11 ) read in
conjunction wth s. 41 was not relevant to the question
whet her or not a trade nmark was registerable. The Tria

Court hel d agai nst the appellant conpany stating that if the
appel l ant company’s contention was correct, the conbined
effect of ss. 1 1 and 41 wuld be to perpetuate as
distinctive a trade nmark that was incapable of being
distinctive and that such a contention was erroneous. On
appeal, the Court of Appeal reversed the judgnent and held
that s. 11 was a qualification of s. 9, that ss. 171 and 41
must be construed together, that the nore fact that a mark
did not conmply with the requisites of s. 9 (i.e. not  ‘being
di stinctive and therefore not registerable) did not bring.it
withins. Il, that the narks did not offend against s. 11
and that under s. 41 their registration was valid. At page
203 of the Report, Swinfen Eady, MR observed that s. 11
contained a prohibition as to what it shall not be lawful to
register and it followed upon s. 9 which provided for the
essentials of a trade mark. S. 9 laid down what a
regi sterable trade mark must contain and unless it contained
one or the other requisites there set out, it was not re-
gisterable and it was only registerable trade marks which
were entitled to registration. But even if a mark were to
fall within, S. 9, that alone was not necessarily sufficient
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to entitle it to registration because it mght offend
against s. 11. S. 11, being a qualification of s. 9 and
being a provision laying down a prohibition’, it did not
contenplate any enquiry on the question whether the, trade
mark conplied with one or the other requisites enunmerated in
s. 9, e.g., whether it had the quality of being distinctive
or not. Dealing with s. 41, he observed that it forned a
new departure in dealing with trade nmarks and differed
widely fromthe earlier Acts. The present section expressly
enacted that the original registration shall, after a |apse
of seven years, be taken to 'be valid in all respects, that
is to say, whether the mark originally consisted of or

(1) 35 RP.C 185.
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contained one or the other essential proofs or not, that
cannot be enquired into after the |apse of seven years. It

had to be taken tobe valid in all respects and what had to
be taken to be valid in all respects was the registration of
the trade mark unless it of fended agai nst the provisions of
s. 1 1. That section was a prohibitive section as to a
matter which was disentitled to protection in a court, that
is, it was intended to exclude fromregistrati on what woul d,
otherwise be included or covered under s. 9. It did not
ext end to a mark disentitled to pr ot ecti on because
originally not containing one of the essential particulars.
It applied to a different set of circunstances such as that
its use was likely to deceive or confuse etc. The words
"disentitled to protection", he further observed, were not
equivalent to "not entitled to protection”, which was the
expression used in the earlier Acts. |In other words, they
did not nean that a trade mark was not -entitled to
protection because it ought not originally “to have been
registered as a valid trade nmark falling within s. 9.

The construction of cl. (e) of s. 11 contended for on behalf
of the appellant conpanies is, therefore, not correct. The
true construction of cl. (e) is that even assum ng that the
trade marks in question were not (distinctive and for that
reason not registerable as not falling withins. 9, that
fact by itself would not nean that they becane disentitled
to the protection in a court. That being the true inport of
s. 11 (e), the rule as to conclusiveness of the validity of
registration enbodied in s. 32 applies even to those cases
where if full facts had been ascertained at the time of the
registration that registration would not have been all owed
provided of <course that it does not offend against the

provisions of s.11, i.e., by there being a 1ikelihood of
deception or confusion or its bring contrary to any |aw
or containing obscene matter etc. or whi ch woul d
otherwise, i.e., in addition to the matters in cls.(a) to

(dy in s. 11 be disentitled to protection in a court.
Conse quently, the appellant conpanies cannot bring their
case for cancellation of the trade nmarks in question | under
cl. (b) of s. 32.

There then remmins the question whether cl. (c) of s. 32
applies, i.e., that the trade marks were not at the
conmencenent of the proceedi ngs distinctive of the goods of
the respondent conpany. The distinctiveness of the trade
mark in relation to the goods of a registered proprietor of
such a trade mark may be lost in a variety of ways, e.g., by
the goods not being capabl e of being distinguished as the
goods of such a proprietor or by extensive piracy so that
the marks beconme publici juris. The principle underlying
cl. (c) of s. 32 is that the property in a trade mark exists
so long as it continues to be distinctive of the goods of
the registered proprietor in the eyes of the public or a
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section of the public. |If the proprietor is not in a
position to use the mark to
85

di stingui sh his goods fromthose of others or has abandoned
it or the mark has become so common in the nmarket that it
has ceased to connect himw th his goods, there would hardly
be any justification in retaining it on the register. The
progressive increase in the sales of "Asia Fifty’ and ’'Asia
50° bells from 1949-50 and onwards together with the
evi dence of witnesses exam ned by the respondent conpany
shows that the said trade nmarks distingui shed the goods of
the respondent company fromthose of other manufacturers in
the field. Under s. 32 (c¢) the nmarks have to be distinctive
at the commencenent of the proceedings. Prima facie, the
expression "comencenent of the proceedi ngs" would nean the
conmencenent of proceedings in which the question as to the
concl usi ve character of the registration, as laid dowmn in S
32, arises. Such a question may arise in a suit for
infringement of the trade mark in which the registered
proprietor ~may rely on s. 32 to prove his title to the
registered trade mark as also in rectification proceedings
filed as a result of such a suit or otherwise, and the
period of seven years woul d have to be cal culated according
to the particul ar proceedings in which the conclusive nature
of the wvalidity /of registrationis relied on. In the
prevent case, whether the crucial date for the purpose of s.
32(c) is taken to be 1959 when the suits were filed or 1961
when the appellant conpanies took out the. rectification
proceedings it makes no difference as it is not possible
from the evidence on record to say that thetrade marks in
guestion were not or had ceased to be distinctive. The
i ndication, on the contrary, is that they were distinctive.
That is to be found fromthe zeal with. which the respondent
conpany tried to maintain its right in them The evidence
shows that when the respondent conpany found in 1954 that
Ms Indian Union Mnufacturers Ltd., Calcutta had been
inscribing the word '"Fifty' on.its bells, it at once filed
an infringement action. The action ended in a conprom se by
whi ch the said conmpany acknow edged the respondent conpany’s
rights inits trade marks of 'Fifty and ’'50' .~ Again, when
the attention of the respondent conmpany was drawn to _an
advertisenent "Five 50", it addressed a notice to the
manuf acturers of those- bells. The case of the respondent
conpany was that Gupta Industrial Corporation started using
the word 'Fifty on its bells in 1958 and not in 1948 as
contended by M. Desai. |In the absence of any evidence as
to the extent of manufacture and sale of those bells it
would not be possible to say with any certainty that the
respondent conpany did not come to know about it till =~ 1958

and therefore, presuned that Gupta Corporation had started
using the word 'Fifty" on its bells in that year. <“According
To the appellant National Bell Co., it went into production
only in 1957 and in 1959 the respondent comnpany comenced

action against it. A simlar notice of i nfringenent
followed by a suit was also given to Ms Berry & Co., but
the suit becane infructuous on account
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of lack of the jurisdiction of the Court of Banaras where it
was filed. This evidence negatives any abandonnent of trade
marks or letting infringements go unchal l enged or m sl eadi ng
the other nanufacturers that the respondent conpany would
not interfere it they were to use the sane marks. Rights in
a mark can, of course, be abandoned by its owner but so |ong
as he remmins the registered proprietor of the nark and
carried on the business to which the mark is attached, a
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plea of abandonment is difficult to sustain. It would,
however, be a different matter if it is shown that there,
were repeated, undisturbed infringenments. The evider in the
present case does not show that there were repeated breaches
whi ch went unchal |l enged though known to the proprietor.
Mere neglect to proceed does not necessarily constitute
abandonnent if it is in respect of infringenents which are
not sufficient to affect the distinctiveness of the nark
even if the proprietor is aware of them (see Re. Farina(l)
Where neglect to challenge infringenents is alleged, the
character and extent of the trade of the infringers and
their position have to be reckoned in considering whether
the registered proprietor is barred by such neglect. [see
Rowl and v. Mtchell (2) ]. The plea of commopn use nust fail
for, to establish it the use by other persons should be
substantial. Though evi dence was produced by the appellant
conpani es to show that there were other bells in the market
with *Fifty or 50" inscribed on them no evidence was |ed
to show that the use of the word "Fifty’ or the nuneral ’'50
was substantial.” In these circunstances, it is inpossible
to sustain the contention founded on-cl. (c) of S. 32.

Under S. 56, the power to rectify is undoubt edl y
di scretionary. VWere such discretion has been properly
exercised, a court of, appeal would refuse to interfere. In
the present case, however, the Trial Court did not
appreciate the principle enbodied inss. 32 and 1 1, wth

the result that the Division Bench was - justified in
interfering with ‘the discretion exercised by the Tria
Court.

In our view, the contentions urged on ~behalf of the
appel | ant conpani es cannot be sustai ned and consequently the
two appeals fail and are disnissed with costs. There wll
be one hearing fee.

V.P.S. Appeal s di sni ssed.

(1) (1879) 27 WR. 456

(2) (1897) 14 RP.C. 37.
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