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Leave granted. Heard | earned counsel for the parties.

These appeals are directed against the comon judgnent
dated Cctober 11, 1990 passed by the Division Bench of
Madras Hi gh Court in Trade Mark Second Appeal Nos.1 and 2 of
1981 arising out of the judgment ~dated Septenber 11, 1980
passed by a Single Bench of Madras Hi gh Court in AAO Nos.
582-83 of 1978. The respondent No.l1 Conpany, nanely, the
Vazir Sultan Tobacco Co. Ltd. - Hyderabad, has been
manuf acturing cigarrettes under the brand name "Charmi nar".
The said Conpany in 1942 and in 1955, under the then Trade
Mark | egislation obtained registration of Trade Mark in
respect of "manufactured tobacco"” falling in Cass 34 of the
4th Schedule to the rules framed under the Trade Marks Act
1940 and 1950 Act. The respondent No.1l Conpany, however, did
not nmanufacture anything other than cigarettes during al
these long years. The appellant, nanely, Vishnu Das Tradi ng
as Vi shnudas Kishendas Zarda are manufacturing qui wam and
"zarda’' since 1973 and the appellant has been using the sane
trade mark, nanely, "Charmnar" on his bottles and boxes of
gui wam and zarda. The device of trade mark "charm nar" in
the city of Hyderabad as used by the appellant is, however,
different from the device being used by the respondent No.1
Conpany. The appellant applied for registration of cuiwam
and zarda with trade nark "Charmnar" under the Trade and
Mer chandi se Marks Act 1958 and the Trade Marks Rul es, 1959
franed under the said Act. The respondent Conpany raised
obj ections that the trade mark sought by the appellant woul d
conflict with the registered Trade Nos. 9951 and 170427
whi ch the respondent No.1 Conpany obtained in 1942 and 1955.
The Joint Registrar of Trade Marks, however, observed inter
aliain the mnutes dated Septenber 24, 1973 about the
objections of the respondent to the effect that the nmark
woul d conflict wth registered trade marks Nos. 9951 and
170427. 1t was al so observed that although the applicant had
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contended that such registration of trade narks was in
respect of cigarettes but quiwamand zarda were goods of
di fferent specifications and such goods woul d not cause any
conflict with the goods bei ng nmanufactured by the respondent
No. 1 Conpany, since the registration was of the trade mark
made in favour of the respondent to respect of ’manufactured
tobacco’ which inits anbit would also take quiwam and
zarda, the objection of the respondent No.1 Conpany under
Section 12(1) of the Trade Marks Acts, therefore, could not
be waived. It was noted in the minute that the counsel for
the applicant i.e. the appellant herein, had offered to
apply for rectification of the said trade mark in favour of
the respondent No.1 Conpany.

Accordingly, on OCctober 15, 1973, the appellant filed
two applications under Section 46 read wth Section 56 of
the Trade and Mechandi se Marks Act. 1958 before the
Regi strar of Trade Marks, Madras for rectifying the
regi stration of ~existing trade mark held by the respondent
No. 1 Conpany nainly on the ground of non user of the same in
respect of quiwam and zarda by the respondent No.1l Conpany.
The proceedings before the Regi'strar of Trade Marks
continued from 1973-76  but the respondent No.1 Conpany
though contested the said applications could not dispute or
refute the allegation of° the appellant that the respondent
No. 1 Conpany had never manufactured any other article of
tobacco except the cigarettes. The said applications nade by
the appellant were ultinmately disposed of by the Assistant
Regi strar, Trade Marks, Madras on- August 31, 1976 by
allowing the applications for rectification. The Assistant
Regi strar Trade Marks ordered  that the Registrar, Trade
Mark, bearing Nos. 9951 and 170427 would be rectified by
nmaki ng the entries relating to specification of goods to
read as 'cigarettes’.

Respondent No.1 Conpany thereafter preferred two
statutory appeals wunder Section 109(2) of the Trade and
Mer chandi se Marks Act before —a |earned Single Bench of
Madras High Court. By a common judgnent dated Septenber 11
1980, the learned Single Judge allowed the said appeals
preferred by the respondent No.1l and set aside the order of
the Assistant Registrar, Trade Marks, dated August 31, 1976.
The learned Single Judge, in his order allowing the said
appeal s, had observed that the Assistant Registrar of Trade
Mar ks had made a  sub-classification of ' manufactured
tobacco’ occurring in Class 34 although sub-classification
could not be nade. It was also held by the |earned Single
Bench of the Madras High Court that to sustain registration
for an article manufactured tobacco’ in Cass 34, it was not
necessary to establish user of the trade mark. and
rectification as ordered by the Assistant Registrar would
enabl e the appellant to pass them as the goods manufactured
by the respondent No.1 Conpany.

Agai nst the judgment and order passed by the |earned
Singl e Bench, the appellant preferred two statutory appeals
under Section 109(5) of the said Trade and Merchandi se Marks
Act, 1958 (hereafter referred to as Trade Marks Act) before
a Division Bench of the Mdras Hgh Court and by the
i mpugned comon judgrment dated October 11, 1990, the
Di vi sion Bench disnissed the said appeals thereby affirmng
the order passed by the |earned Single Bench of Madras Hi gh
Court. It was inter alia held by the Division Bench of the
Madras High Court that there could be no separate
registration in respect of cigarettes as O ass 34 spoke only
of "manufactured tobacco" and that ground alone was
sufficient for setting aside the order of the Assistant
Regi strar. The Division Bench further held that the Joint
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Regi strar had already passed an order under Section 12 of
the Trade Marks Act, 1958 declining registration of trade
marks as sought by the appellant and in the abscence of
rectification of the trade marks in the register in favour
of the Respondent No.1 Conpany, the said registration was
conclusive of the matter ad the rectification applications
were not maintainable. The Division Bench also held that
manuf acture of cigarettes would cone wunder ' nmanufactured
tobacco’. Hence, the respondent No.l1l Conpany’'s trade mark
could not be renoved or restricted on the ground of non-use
with reference to goods of different specifications such as
gui wam and zarda falling wunder the <class ' manufactured
tobacco’ even if quiwam and zarda had never been
manufactured or were intended to be nanufactured by the
respondent No.1 Conpany. As aforesaid, the said decision of
the Division Bench of Mdras H gh Court is under chall enge
in these appeals.

1) the respondent Conpany ‘is and

al ways has been sol el y

manuf acturing cigarettes under the

brand name of ’'charm nar’ “ever

since 1942 and 1955. < The said

Conpany obtained registration of

Tr ade Mar ks for manuf act uri ng

t obacco in relation to t he

cigarrettes bearing the said brand

nane falling under Cass 34 of the

4th Schedule' of the Trade Mark

Rul es framed under the Trade Marks

Act 1940. The Schedule in Trade

Marks Rul es 1942 continues verbatim

as the 4th Schedule of Trade Mark

Rul es framed under the Trade Marks

Act. The Trade Mark 'charminar’ is

not defensive regi stration. The

word ’charminar’ is not an invented

wor d whi ch is t he condi tion

pr ecedent for a def ensi ve

regi stration under Section 38 of

the 1940 Act correspondi ng to

Section 48 of the subsequent Trade

Mar ks Act .

ii) the respondent Conpany never

i nt ended to nor evi nced any

intention to nor even intends to

manuf acture anyt hi ng ot her than

cigarettes.

iii) Class 34 reads thus

"34 tobacco raw or manufactured,

smokers’ articles, matches."

"manuf actured tobacco” covers a

| arge range and variety of goods

and articles which in ternms of

their different descriptions as

wel | as di fferent nodes of

consunpti on, nay be br oadl y

cat egori sed as:

a) tobacco consumed by snoking,

cigarattes, cigars cheroot, bidis,

pi pe tobacco

b) tobacco consunmed by chew ng and

i ngestion quiwam which is the paste

formand applied as an ingredient

to pan, zarda which is in the form

of fine flakes (usually aromatic)
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also applied to pan as another
ingredient; gutka-it is again in

fine fl akes whi ch is chewed
sonetinmes with the addition of linme
(chuna) .

c) tobacco consuned by inhal ati on-
snuff which is in powder form and
taken in or inhaled through the

nose.
i V) t he wor d ' char m nar’ is
di stinct and specific in

connotation. It is the name of a
wel | known 18th century nonunent
standing as a landmark in the city
of Hyder abad. Its name and
depiction in any form was not
susceptible to any proprietary or
pre-enotive clai mby any one.

v) Since 1973 the appellant has
been nanuf acturing qui wam and zar da
in respect of which the appellant
sought trade nmarks under the brand
nane and device of ’'charm nar’ on
the bottle and boxes of the product
of the appellant - with an entirely
di fferent depiction as conpared to
that used by the respondent Conpany
on its cigarette packet s and
cartoons. The -appellant al so holds
a duly registered copyright under
the Copyright Act. 1957 on the

br and nanme and devi ce of
"charm nar’ as depicted by the
appel | ant .

vi) Wien the appellant had applied

for registration of the said trade

mark under Cass 34 in respect of

gui wam and zarda, the trade mark

Regi stry declined to grant the same

on account of t he r espondent

Conpany’s said regi stered trade

mark in relation to the cigarettes

for whi ch the appel | ant was

constrained to get the register

rectified in relation to the

respondent Conpany’s trade mark

Hence, t he pr oceedi ngs under

Section 46 read with Section 56 of

the Trade Marks Act had to be

initiated by the appellant.

M. Ganesh has contended that "nanufactured tobacco" is
a genus of which those consuned variously i.e. by chew ng,
i nhaling or by snoking are species. Each of these species
constitutes articles of different description from the
others and each is distinct in character and use, though al
of them fall within the sane broad C ass i.e. "manufactured
t obacco".

M. Ganesh has contended that the trade mark is or can
be granted in respect of a Cass of goods which is nebul ous
and | acks in any specificity and precise identification such
as "manufactured tobacco", without any reference to the
particul ar goods or articles or thing falling in the class
which is traded in or nmanufactured and in respect of which
the applicant trader or manufacturer seeks a trade nmark
Hence, the registration of Trade Mark in favour of




http://JUDIS.NIC IN SUPREME COURT OF | NDI A

Page 5 of 20

Respondent No.1 in 1942 and 1955 as "nmanufactured tobacco”
was fundanmentally erroneous and consequential erroneous

entry in the Trade Mark Regi ster is liable to be
appropriately rectified. By such rectification, limting the
respondent Conpany’'s trade marks to cigarettes, no prejudice
will be caused to the respondent Comnpany, whereas if such

rectification is not carried out, the appel lant s

irreparably prejudiced and is precluded for all tinme from
getting the trade marks for his goods, quiwam and zarda
regi stered. Such prejudice is equally occasioned to the rest
of the trading and manufacturing comunity in relation to
any speci es of "manufactured tobacco" other than cigarettes.
M. Ganesh has submitted that such prejudice, preenption and
exclusion in remcan not be pernmitted by a trade nark
regi stration.

M. Ganesh has al so submitted that on a true
interpretation and proper construction of Trade Marks Act
and Trade Marks Rul es 1959, where (as in this case) a trader
or manufacturer actually trades in or nmanufactures solely
one article nanely cigarettes and evinces no bonafide
what ever to trade in or manufacture any other goods or
articles belonging to the genus "nmanufactured tobacco", such
trader or manufacturer cannot by obtaining a trade mark for
its product in respect of the class in which it falls (in
this case, "manufactured Tabasco") preclude the public at
large or in any event, the trading and nanufacturing
conmunity e.g. traders and manufacturers of qui wam and zarda
or traders and manufacturers of snuff etc. from obtaining
any trade mark in ‘respect of their products sinmply because
they fall under a broad class or a genus i.e. "manufactured
tobacco" although the goods belong to different species and
are essentially different in description as al'so in the node
of consunpti on.

M. Ganesh has further subnmitted that exclusion of
different species which may come under the heading of a
genus conprising various specifics even when a trader or
manuf acturer having obtained registration under the heading
of genus, in fact, is manufacturing only one of the species
thereby pre-enpting or excluding others to get registration
in respect of different species other than the species which
i s being manufactured by the trader or manufacturer, wll be
unjust and wunfair and against the principles by which
registration of trade mark is nmade. This proposition would
be particularly valid where (a) the registration of the
registered trade mark is not a defensive registration and
the brand nane of the goods under registration is not an
"invented word" and the device, |ogo or synmbol associated
with that nane and depicting the product is not an invented
one and (b) even though the registered trade nark hol der
obtained the registration for the entire class in which his
product falls, but he has neither any bonafide intention to
use nor made any bonafide use of the registered trade mark
inrelation to any other goods falling within that class,
whet her within the stipulated statutory periods or beyond
them governing rectification of the Register and inposition
of limtations on the ground of non-use concerni ng
regi stered trade marks.

M. Ganesh has further submitted that a contrary
approach to the interpratation and construcation of the
Trade Marks Act and the rules framed thereunder wll go
against the very object and spirit of and principles
underlying the trade mark law. According to M. Ganesh, the
af oresaid propositions and the principles they adunbrate
apply a fortiori to a case such as the present one. M.
Ganesh has contended that a registered trade mark hol der
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cannot, in law, claim exclusive nonopoly rights over its
trade mark as extending to goods of all descriptions falling
within the sane class in which its sole and solitary product
fails. The registration in favour of the respondent Conpany
cannot be held to interpose or sustain objection to the
rectification of its registered trade mark or inposition of
l[imtations thereon wth reference to the goods or articles
of entirely different description, character and node of
consunption in relation to which it had, at the tine of
obtaining the registration, no bonafide intention to use its
trade mark and which goods and articles, it has never
manuf actured or intends to manufacture in fact. M. Ganesh
has contended that the registration of trade mark can
appertain only to specific goods and not to a generic class.
Referring to Sections 46 and 56 of the Trade Marks Act. M.
Ganesh has subnmitted that the statute contains the follow ng
post ul at es:

1) the existing trade mark was registered wthout any
bonafide intention ~on the part of the applicant that it
shoul d be used in relationto those goods by himand there
has in fact been no bonafide use- of the trade mark in
relation to those goods by himupto a date one nonth before
the date of the application under Section 46 by the person
aggrieved. M. Ganesh has submitted that this requirenment is
fully satisfied in/'the present case.

ii) upto a date /one nonth before the date of the
application by the person aggrieved, a continuous period of
five years or |onger had el apsed during which the trade mark
was registered and during which there was no bonafide use
thereof in relation to those goods by the registered trade
mark holder. |n such a case, the concerned Tribunal, (High
Court or the Registrar), may inmpose on the registration of
the existing trade mark such limtations as it thinks proper
for securing that the existing registration shall cease to
extend to such use. M. Ganesh has submitted that this
requirement is also fully satisfied and the Assistant
Regi strar of trade nmarks has specifically ordered so.

In this connection, M. Ganesh has submitted that the
statutory burden lies on the registered trade mark hol'der to
show that his said non-use was due to special circumstances
inthe trade and not to any intention to abandon or not to
use the trade mark in relation to the goods to which the
application of the aggrieved person relates. It has been
contended by M. Ganesh that the respondent Conpany has not
pl eaded that under any special circunstance the Conmpany did
not use other itens of the goods falling under the class in
which the respondent Conpany got regi stration. The
respondent Conpany has not discharged the burden arising
fromnon-use of different items comng under  the  broad
classification 'manufactured tobacco’. M. Ganesh has al so
submitted that if either of the above mentioned ingredients
is satisfied, then allowi ng of an application by the person
aggrieved for the rectification will be matter of course and
refusal of such application for any valid reason will be an
exception. M. Ganesh has submtted that when the concerned
authorities satisfy that rectification of the registered
trade mark is warranted an the facts and circunstances of
the case, such authority may make such order for naking,
expungi ng or varying entries in the register as it may think
fit for one or nore of the foll ow ng reasons:

a) the entry made in the Register

wi t hout sufficient cause

b) the absence or onission fromthe

Regi ster of any entry

c) any error or defect in an entry
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in the Register

It has also been contended by M. Ganesh that it is
consistent with the schenme and provi sions of the Trade Marks
Act and the franed thereunder that no registration of trade
mark is absolute, perpetual and invariable. Thus, under
Section 12 which deals w th prohibition of registration of
identical or deceptively simlar trade marks, in case of
honest concurrent wuse or of other special circunstances
which in the opinion of the Registrar nake it proper so to
do, he my permt the registration by nore than one
proprietor of trade marks which are identical or nearly
resenbl e each other whether or not any such trade mark is
already registered in respect of the same goods or
description of goods subj ect to such conditions and
l[imtations as the Registrar nmay think fit to inpose. M.
Ganesh has subnitted that —this statutory schene pervades
ot her provisions of the Act as well including in particular
those t hat rel ate to the institution of
appl i cations/ proceedings for any purposes governed by the
Act. In ‘thi's connection, M. Ganesh has drawn attention of
the Court  to Sections 16,17,18, 21,46, 47,56,69, and 112 of
the Trade Marks Act.

M. Ganesh has also submitted that intrinsic evidence
in the Trade Marks  Act and the 1959 rules |eads inexorably
and ineluctably to/the foll ow ng concl usions: -

a) Trade mark neans a nmark used in

relation to the goods for the

purpose of indicating or so-asto

i ndicate a connection in the course

of trade between the goods and sone

persons having the right to use the

mark. "Goods" neans anything which

is the subj ect of trade or

manuf acture. A trade mark posits an

i ntegral connection bet ween a
specific article or thing formng
the subj ect matter of
trade/ manufacture and its attribute
as t hat of a particul ar
trader/ manuf act urer. Oovi ously,

anything which is the subject of
trade or manufacture, nust be an
article or thing that is distinctly
conplete, identifiable and vendible
but not sonet hing nebul ous and
lacking in specificity or precise
identification. In this connection,
the attention of this Court s
drawn by M. Ganesh to the
definition of " Goods and t he
definition of "Trade Mark" in
Sections 2(1) (g) and (v).

b) the focus of trade marks and
regi stration t her eof is on
concrete, specific, identifiable
and vendi ble goods and not on a
concept or appellation of a class
or a genus of goods. In this
connection, the Court’s attention
was drawmn by M. Ganesh to the

definitions rel ating to
"certification trade nark," false
trade description", "trade narks"

appearing in Section 2, sub-section
(1) C auses (c),
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(f). (9, (1), (mM,(u) & (v) and

Section 2, sub-section (2) d ause

(b).

M. Ganesh has contended that a trade nmark can
appertain only to specific goods and not to a generic class.
No trade mark is or can granted in respect of a class of
goods, such as "manufactured tobacco" w thout any reference
to particular goods or articles or thing falling in that
class which is traded in or manufactured and in respect of
which the applicant trader or manufacturer seeks the trade
mark. M. Ganesh has contended that the classification of
goods and names of the classes as set out in the fourth
Schedule to the 1959 Rules franed under the Trade Marks Act
under Section 133 read wth Section 22 of +the Genera
Cl auses Act, 1897 is purely for the purposes of enabling the
Trade Marks Registry to ascertain in which class, specified
goods or a particular article or thing falls before granting
and registering any trade mark in respect thereof.

M . Ganesh has further submtted that Section 112 of
the Trade Marks Act gives express recognition and weight to
the practice of the Trade Marks Registry. According to M.
Ganesh, appreciable significance and interpretative value
are attached to the -index mmintained and used by time
honoured practice by the Trade Marks Registry. The index is
an anplification in al phabetical order of the classification
of goods, names of the classes set out in the fourth
Schedul e of the 1959 Rules franed under the Trade Marks Act.

The said I ndex 'is based on and derived from "The
International C assification of Goods and Services to which
Trade Marks Act Applied,"” publ i shed by the Wrld

Intell ectual Property Organi sati on (W PO whi ch was
established by a Convention at Stockhol mon July 14, 1967.
M. Ganesh has stated that India is a nmenber country of that
Organi sation and a signatory to that convention. The
anplification and refinenent of  a statutory classification
for practi cal utility and efficacy based on an
internationally accepted and tinme honoured classification
and practice, deserves to be given due weight especially
when such practice is given express statutory recognition
and sanctity even to the extent of mandatorily constituting
evi dence in the proceedi ng.

M. Ganesh has also submtted that the Trade Marks Act
maintains a clear distinction between goods of the sane
description (occurring in Section 46 wth grammatica
variations in Sections 12 and 34) and "cl ass of ‘goods"™ with
its grammatical variations in Section 18 and Rules 22 and 26
read with the fourth Schedule to the 1959 Rules. A given
class occuring in the said Schedul e may conprise a nunber of
goods or articles or things each of which is  separately
identical and vendible and all of which are not goods of the
sane description as contradistinguished fromgoods falling
within the same class. ’'Manufactured tobacco is a | class
whi ch covers wi dely varying goods of different description,
character and nopde of consunption. M. Ganesh has contended
that Section 2 (1) (m) of the Trade Marks Act defines
"permitted use’ inrelation to a registered trade mark to
nean inter alia the use of a trade mark by a regi stered user
thereof "in relation to goods wth which the wuser is
connected in the course of trade". Simlarly, a mark i.e. a
device, brand, heading, |abel, ticket, nanme, signature,
word, letter or nuneral or any conbination thereof can be
pl aced or wused wupon specific goods only and not upon
sonmething that is a concept or appellation, for exanple,
manuf act ured tobacco. M. Ganesh has submitted that Section
2 (2) (b) of the Trade Marks Act provides that in the Trade
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Marks Act any reference to the use of a mark in relation to
goods shall be construed as a reference to the use of the

mark upon or in any physical or in any other relation
what soever to such goods.

Referring to Section 8 of the Trade Marks Act, M.
Ganesh has submitted that Section 8 contenplates that
registration can only be in respect of particular goods and
that there is a di stinction between "goods" and "a
prescri bed class of goods" in which they may be conpri sed.
It also postulates that the attribution of particul ar goods
to their proper class for purposes of registration of trade
mark is to be determ ned by the Registrar whose decision in
the matter shall be final. M. Ganesh has also subnmitted
that Section 9 of the Trade Marks Act deals with requisites
for registration in the Trade Marks Register. Sub-section
(4) highlights the point that if it not distinctive, a trade
mark shall not be registered in part B of the Register
unl ess ,such trade mark is capable of distinguishing goods
with which the proprietor of a trade mark is or may be
connected in the course of trade fromgoods in the case of
whi ch no such connection subsists, generally.

M. Ganesh has submitted that Section 12(3) of the
Trade Marks Act provides that in case of honest concurrent
use or of other special circunstances which in the opinion
of the Registrar, make it proper so to do, the Registrar of
trade marks which are identical or nearly resenble each
other in respect of the sane goods or description of goods
subject to such conditions and limtations, if any, as the
Registrar may think fit to inmpose. Section 45(2) also
provides that the H gh Court or the Registrar may inpose on
the registration of an existing trade mark such limtations
as the Tribunal thinks proper for securing that registration
shal |l cease to extend to use of the registered trade mark to
the extent of its actual non- use.

M. Ganesh has submitted that at the very stage of
application for registration of atrade mark, the Trade
Mar ks Act recognises the distinction between specific goods
and the class of goods in which they way fall. Section 18(2)
provides that an application for registration "shall not be
nore in respect of goods conprised in nore than one
prescribed class of goods." Simlarly, Section 24 which
deals with jointly owmed trade narks adverts to an article
with which both or all of themare connected in the course
of trade.

M. Ganesh has further subnitted that extrinsic aids to
the interpretation and construction of the Trade Marks Act
and the 1959 Rules framed thereunder also serveto sustain
the submi ssions nade by him The extrinsic “aid includes
corresponding |egislation in the United Kingdom the
| egislative history of the Trade Marks Act of 1958 and 1959
Rul es framed thereunder, the Report of the Trade Marks
Enquiry Committee, 1954, the Report of M. Justice
Raj agopal a Ayyangar on Trade Marks Law Revision in 1955 and
the statement of Objects and Reasons for the Bill which
culmnated in the Trade Marks Act. M. Ganesh has subnitted
that the decisions of Courts in India and also the
authorities of persuasive value fromforeign jurisdiction
support the contentions made by him M. Ganesh has
submtted that the rationale of trade mark law wth
reference to the rectification of the Registrar is aptly and
succinctly articulated in a |ocus classicus in Edwards Vs.
Dennis (1885) 30 Ch. Div. 454 at 474). Lord Justice Cotton
(Lindley and Fry, L.J.J. concurring) has observed to the
follow ng effect: -

".... The registration in t he
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present case has been for the
entirety of that class. In ny
poinion that is wong. Even if a
trade mark can be registered which
is not in actual wuse. it ought to
be restricted to those goods in
connection with which it is going
to be wused. In ny opinion, it is
not the intention of the Act that a
man registering a trade mark for
the entire class and yet only using
it for one article in that class,
can claimfor hinmself the exclusive
right to use it for every article

in the class..... can a nman claim
registration for all the article
specified in the class when the
busi ness he is engaged in,

conpri ses only one specific portion
of .the  article naned in the class?
| amof the opinion he cannot......

Consequently, | amof the opinion
that the Regi ster —ought to be
rectified...... ..

. In nmy opinion, if a nan

wi shes to extend his business to a

new descri ption of goods and to use

his trade mark'in connection with

the goods, he ought to register it

in respect of those goods. All we

have how to do is to construe this

Act of Parliament; and it appears

tone that it would be a wong

interpretation of the Act, to hold

that, when registration is genera

for an entire class, it can be

mai ntai ned for that class by a man

who is assignee of a business in

only one particular description of

goods in the class".

M. Ganesh has submitted that both the | earned Single
Judge and the Division Bench of the Madras High Court inthe
i mpugned Judgnent erred in interfering in appeal with the
properly exercised discretion of the Registrar to linmt the
respondent Conpany’s registered trade mark to cigarettes and
to rectify the Register accordingly. In this connection, M.
Ganesh has referred to the decision of this  Court in
Nati onal Bell Co. Vs. Metal Goods Co. (1971 (1) SCR 70 at
page 86 E-F). This Court has observed that under Section 56,
the power to rectify is undoubtedly discretionary. /\Were
such discretion has been properly exercised, a “Court of
Appeal would refuse to interfere. M. Ganesh has also
referred to the decision in Anerican Hone Products
Corporation Vs. Mac Laboratories Pvt. Ltd. (1985 Supp. (3)
SCR 264). It has been held by this Court in the said
deci sion that:

"From what we have said above, we

must not be understood to mean that

a person who does not intend to use

atrade mark hinmself, can get it

regi stered and when faced with a

application wunder Cause (a) of

Section 46 (1) to have that trade

mark removed turn round and say

that he intended to use it through
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sone person who was proposed to be

regi stered as registered user. This

woul d clearly amount to trafficking

in a trade nmark."

M. Ganesh has submitted that the registration in 1945
and 1993 made in favour of the respondent conpany under the
broad classification "nmanufactured tobacco" although the
Respondent Conpany is admttedly only manuf act uri ng
cigarettes and does not intend to manufacture any other
goods and articles falling under the genus nmanufactured
tobacco; has created a nonopoly of trade mark over varieties
of goods com ng under the said broad classification thereby
preventing the other traders and nanufacturers 1like the
appellant to get their distinctive articles which also fal
under the general classification ’'nmanufactured tobacco’ to
get registered in respect  of such distinctive articles. In
such circunst ance, the rectification al l owed by t he
Assi stant | Regi strar was only  just and proper and no
interference was called for by the H gh Court against such
order of ‘rectification. M. Ganesh, therefore, submts that
the appeal  should be allowed by setting aside the inpugned
decision of the Hgh Court and by restoring the order of
rectification passed by the Assistant Registrar of Trade
Marks in favour of the appellant.

M. C.S. Vaidyanatha, |earned counsel appearing for the
respondent No.1, however, disputes the contentions nade by
M. Ganesh. M. Vaidyanatha has subnmtted that the question
i nvol ved in these appeals are not confined only to the anbit
of Sections 46 and 56 of the Trade Marks Act and Rules 94 to
97 of the Rules framed thereunder. According to M.
Vai dyanatha in the proceedings concerning the  appeals,
qguestion of infringenment of trade mark by the appellant is
al so involved. He has subnmitted that the appellant has been
using trade mark- 'charminar’ since 1973, despite ' being
aware of the respondent Conpany’s objection to the use of
such trade nmark, as amounting to infringement of the trade
mark of the respondent Conpany. ‘The Madras Hi gh Court has
categorically held that the respondent Conpany got
registration in Class 34 and such registration is for

manuf actured tobacco’. The respondent  Conpany, therefore,
has exclusive right to use the trade mark 'charm nar’ for
all goods falling wunder ’'manufactured tobacco’. As the

Assi stant Registrar of Trade Mar ks had erroneously
restricted the respondent Conpany’'s registration only to
cigarettes, both the Single Bench and Division Bench of the
Madras High Court have rightly set aside such erroneous
or der.

M. Vaidyanatha has also submtted that the respondent
Conpany had not filed the appeal before the WMadras / Hi gh
Court solely for the purpose of deciding the questions of
| aw and procedure regarding the power of the Registrar of
Trade Marks to solit classes in ternms of Sections 46 and 56.
The respondent Conpany preferred the appeals before the Hi gh
Court to restore registration nmade in its favour and to
ensure renoval of the restrictions which had been inproperly
and unjustly inposed by the Assistant Registrar of Trade
Mark by confining the registration only in respect of
cigarettes.

M. Vai dyanatha has al so submitted that the Madras Hi gh
Court has rightly indicated that a conjoint reading of
Section 8(1) and Rules 22 the 26 framed under the Trade
Marks Act together with Schedul e 4, support the contention
of the respondent Conpany that apart from classification
made in Schedule 4, no other classification is possible for
the purpose of registration of trade mark. M. Vaidyanatha
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has submitted that there is no separate or independent item
in the classification contained in the 4th Schedule for
cigarettes. Cigarettes can only be brought under the entry
"manuf actured tobacco under C ause 34 of Schedule 4, M.

Vai dyanatha has submitted that in view of such |ega

position, the H gh Court has rightly held that the order of
Registrar was liable to be set aside on that ground only.

M. Vaidyanatha has also submitted that Section 8 of
the Trade Marks Act is different fromSection 5 of the
previous Trade Marks Act of 1940. The | egal incidence of the
expression in Section 8 of the present Act, "conprised in
prescribed class of goods"” which does not find place in
Section 5 of the previous Act or 1940 requires proper
consi derati on. M. Vai dyanat ha has subm tted t hat
| egi sl ati ve change by the aforesaid expression introduced in
the present Act has been consciously nade by the |egislature
for a purpose. M. Vaidyanatha has subnmitted that the
Statement of Object and Reasons as contained in the Trade
Marks Act, 1958 clearly indicates that the new Act was
introduced to enlarge the field of registrability and to
avoid the difficulties which were being exercised by the
I ndian merchants in securing registration of trade marks in
foreign countries where the production of «certificate of
hone registration was a condition precedent for obtaining
foreign registration. M. Vaidyanatha has subnitted that the
present Trade Marks /Act was enacted not any to prevent
confusion and deception but also to provide effective
protection to Trade marks. To buttress this argunment, M.
Vai dyanat ha has al so drawn the attention of the Court to the
debates in the floor of the Parlianent (Lok Sabha) when the
Bill to anmend the Trade and Mechandi se Marks Act, 1940 was
i ntroduced.

M. Vaidyanatha has further submtted that a reference
to Trade Marks Act 1940, and sinilar Sections of the English
Trade Marks Act of 1938, 1905 and 1875 will show that 'under
the 1940 Act and also under the said English Trade Mark
Acts, it could be registered only in respect of particular
goods or Classes of goods. The  om ssion of the expression
"particul ar goods" and inclusion of "prescribed class of
goods" in the 1958 Trade Act is significant and such change
has bearing on the true construction of Section 8 of the
Trade Marks Act. M. Vaidyanatha has subnmitted that under
the present Trade Marks Act, registration can be onlyin the
nonencl ature, phraseol ogy and terminolgoy used in the
classification, prescribed under the rules.

M. Vaidyanatha has al so submtted that the decision of
the English Court Edwards Vs. Dennis (supra) is not
applicable for considering the effect registration of trade
mark in respect of specified class of goods  under’/ the
present Act in view of the express | anguage used in Section
8 of the present Act. the Midras Hgh Court “has also
i ndicated the inport of such expression in Section 8 of the
Trade Marks Act.

M. Vaidyanatha has referred to another decision  of
English Court in Lever Brothers, Port Sunlight, Ld. Vs.
Sunniwite Products Ltd. (LXVI RPC 84). In the said decision
the plaintiffs were proprietors of the mark "sunlight"
registered in 1884 in Cass 3 in respect of soap, substances
for laundry wuse. detergents, and certain cosnetic goods. At
the beginning of 1946, the defendants conmenced to use the
mark "sunniwite" on a spapless detergent poweder. The
plaintiffs sued for infringenment and the defendants counter
clainmed to rectify the Register by striking out goods ot her
than soap, on the ground of non-user. The plaintiff’'s mark
had been used on a large scale but on soap only. It has been
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held in the said deision that:

a) the nmark had been infringed, b)

the specification of goods ought

not to be amended to exclude

det ergents or supst ances f or

[ aundry use, <c¢) the cosnetic goods

within the specification were not

of the sane description as soap and

t hat subj ect to t he genera

di scretion of the Court, they m ght

be liable to exclusion but that- d)

the defendants were not persons

aggrieved by the registration in

respect of those goods and were not

therefore entitled  to claim their

exclusion from- the plaintiff’s

registration.

M Vai dyanatha ~has further submitted that the Mdras
Hi gh Court has rightly held with reference to Section 46 of

the Trade Marks Act. in particular the proviso to the said
Section that it was quite apparent that the applications for
rectificaton wer e not mai nt ai nabl e. The concer ned

authorities had already come to a finding that cigarettes,
Qui wam and zarda- all would cone under the sane description
of goods, nanely, 'manufactured tobacco’. Accordingly, the
cigarettes having already been regi stered under the head of
"manuf act ured tobacco’ at the instance of -the respondent
Conpany, the rectification applications for restricting the
said trade mark only for cigarettes were not naintainable so
as to enable the appellant to register the same trade nmark
for manufacture of quiwam and zarda even though the said
articles fall under the sanme description of goods. M.
Vai dyanat ha has also subnmitted that the respondent conpany
alone is entitled to use "charm nar" trade mark with respect
to the "manuf actured tobacco’ products in Cass 34.
Therefore, there was no question of proving that the
respondent Conpany and utilised (or had intended to utilise
its trade mark for qui wam and zarda.

M. Vaidyanatha has also contended that the trade mark
“charm nar" had been registered in favour of the respondent
Conpany under the general heading ’'manufactured tabacco’
referred to in Cass 34 of the 4th Schedule. Accordingly,
the respondent Conpany, nanmely, the registered proprietor
cannot be conpelled to produce or trade in all the goods
falling under that category on the pain of losing his trade
mark for non-use. So long, a separate classification has not
been nade in respect of different classes of goods falling
under the general heading ’'nmanufactured tobacco', the
registration of the respondent Conpany’ s trade nark in
respect of 'manufactured tobacco cannot be held to be bad or
invalid. M. Vai dyanatha has also submitted “that the
appel | ant has been manufacturing qui wam and zarda only after
it had filed application for registration which was
initially objected to by the Registrar. It is, therefore,
quite evident that on the date of mmking the application for
registration by the appellant, the mark was only proposed to
be must but the appellant went ahead and started using the
marks in relation to quiwam even though the respondent
Conpany had objected to such use as being an infringement of
its registered trade mark in Cl ass 34.

According to M. Vaidyanatha, the respondent Conpany by
virtue of its extensive use and brior registration since
1942, is entitled to use the said trade mark 'charminar’ in
relation to the tobacco manufactured products and such right
cannot be restricted only to cigarettes which is only one of
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the articles wunder the said headi ng ' manuf actured tobacco’
M. Vaidyanatha has disputed the contention of M. Ganesh
that cigarettes, quiwamand zarda are neither "the same
goods" nor "the same description of goods". M. Vaidyanatha
has subnmitted that the Mdras H gh Court has rightly
observed that all the goods are of the sanme description
nanely, 'manufactured tobacco’. M. Vaidyanatha has also
submitted that common trade channels through which the
product of a trader or nanufacturer is narketed is an
i mportant consideration in deciding whether the goods are of
the sane or different description. M. Vaidyanatha has
further submitted that it 1is not denied by the appellant
that cigarettes, quiwamand zarda are all marketed through
the same trade channel

In support of such contention, M. Vaidayanatha has
referred to a decision of this Court in Corn Products
Refining Co. Vs. Shargrila Food Products Ltd. (AR 1960 SC
142). It has been observed in the said decision that:

"an aver age pur chaser woul d,

therefore, be likely to think that

t he respondent’ s "Gucovita

bi scuits’ were made with t he

appel I ant s "d ucovita’ gl ucose.

This was the king of trade

connection between different goods

which in the "Bllack Magic" case (In

re: as application by Edward Hact)

1940-58 RPC ' 91 was taken into

consideration in . arriving ~at~ the

concl usi on t hat there was a

l'i kelihood of confusi on or

deception. The goods in this case

were chocol ates and | axatives and

it was proved that [|axatives were

often made with chocol ate

coatings...."
Simlarly, in the case reportedin AR 1983 Punjab and
Haryana 418, the H gh Court of Punjab and Haryana has hel d
that the goods are being marketed through the conmon trade
channel by observing that:

....the r espondent have never

manuf act ured wat chesor cl ocks but

they have been manufacturing cl ock-

work-timers used in photography and

the radio clocks. The watches and

clocks are being sold on the sane

count er al ong with radi o,
transi stor and other electrica
appl i ances even by the

def endants...."
M. Vaiydanatha has subnmitted that sinmilar viewhas also
been taken by the Delhi H gh Court in the case reported in
AR 1986 Delhi 329. It has been observed in the said
deci sion that:

“.... there is little doubt that

the trade mark Goodnans has been

used by the plaintiffs fromlong,

for their medicines. They being the

prior user, have the right to seek

its protection. The def endant
manuf act ured di sinfectants under
the sane mark i.e. ' Goodmans’,

consi dering the nature of the goods
manuf ectured by the parties, the
trade channels through which they
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are marketed and the file of
activity that they have, they can
be termed as cognate goods. The

i kelihood of deception or
confusion that the goods of the
def endant are as wel | bei ng

manuf actured by the plaintiffs,

cannot be ruled out."

M. Vaidyanatha has al so submtted that the Bonbay High
Court has also taken a similar view by nothing that the
goods though of different descriptions, were being marketed

through a common trade channel. In a decision in the case
reported in 1988 PTC 133, the Bonbay Hi gh Court has held
that the registered trade nmark Proprietor of Bajaj in

respect of electrical goods and appliances falling in C ass
7,8 and 11 can prevent the use of the nmark ’'Bajaj’ which
falls in Cdass 21 in respect ~of donestic wutencils on the
grounds of common trade channel

M . Vaidyanatha has further " submitted that when there
is registration of trade mark for 'manufactured tobacco in
Class 34 but its wuse is ~confined to cigarettes, another
manuf acturer of snoking tobacco, cigars, snuff, or chew ng
tobacco or any form -of nmnanufactured tobacco which are al
made of tobacco, cannot use the registered trade mark so as
to create confusion “or deception in the mnd of the
purchaser that the goods sold under the trade nark had been
produced by the cigarette manufacturer. In-support of this
contention, M. Vaidyanatha has referred to a decision of
the Privy Council in. Somerville Vs. Sehenbri (1887 (2) AC
453). He has subnmitted that the viewtaken in the said
decision was followed in the decision of wvarious High
Courts, nanmely Calcutta Hgh Court in~ RustomAli Vs. Bata
Shoe Conpany (AIR 1957 Cal. 120), Bonbay Hi gh GCourt in
Sunder Vs. Caltex (AR 1969 Bonbay 24), Delhi H gh Court in
Nestl e Products Vs. M| kmaid Corporation (AIR 1974 Del hi
40). M. Vaidyanatha has subnitted that the | earned Single
Judge of the Madras Hi gh Court has referred to the decisions
nentioned above and has rightly held that having obtained
registration in respect of the tobacco products under the
headi ng ' manufactured tobacco’ in Cass 34, the respondent
Conpany is entitled t prevent any ot her trader of
manuf acturer to claimregistration of the sane trade mark in
respect of his products which also is manufactured tobacco.

M. Vai dyanatha has also submtted that the proviso to
Section 46(1) of the Trade Mrks Act inports into the
proceedings for rectification "the concept of goods of the
same description" pronibited for registration under Section
12(1). In this connection, M. Vaidyanatha has referred to
the decision of the English Court reported in (26 RPC 428).
Buckley L.J. has held that the alternative of the expression
"classes of goods" which occurred in the U K Act of 1883
was made designedly. It was observed by Buckley, L.J.that:

"The purpose of it was this: that

where the goods are not of the same

class, but are of t he sane

description, taking as an instance,

goods made of |ndia-Rubber, then

the intention of the Act of 1883

and that of 1905 is that there

shall be a veto in respect of

regi stering an i denti cal trade

mark, or a sinmlar trade mark in

respect of goods falling within the

description, as distinguished from

the class. Section 19 is perfectly
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capabl e of being read, as is, |
think, to be read, as if it ran

thus: No trade rmark shall be
regi stered in respect of any class
of goods falling wi t hin a

particul ar description of goods,

when an identical or simlar mark

is already on the Register in

respect of any goods falling within

the description. It is true that a

man cannot register f or a

description of goods, but he can

regi ster for a class of goods which

fall wi thin a particul ar

description, and that is, | think

what Section 19 was aimned at".

M. Vaidyanatha has submtted that appellant failed in
the attempts of getting its ‘products registered under
Section 12(1) ~ of the Trade Marks. Act as the respondent
Conpany had already got an earlier registration of the sane
trade mark in respect of the class of goods nanely,
manuf act ured t obacco. The applications to rectify trade mark
in respect of the goods of the appellant is sought under
Sections 46 and 56 of the Trade Marks Act by the nethod of
applying for rectification of the entry in the Register in
favour of the respondent Conmpany. M. Vaidyanatha has
submitted that such applications for the reasons already
i ndi cated are not nmintai nable. Accordingly, no interference
is called for in these appeals and the sane should be
di sm ssed

M. Jayaram the learned Additional Solicitor Genera
appearing for the respondent No. 2, nanely the Assistant
Regi strar of Trade Marks, has submitted that Section 8 of
the Trade Marks Act provides for registration in respect of
any or many or all items wthin a class. He has subnitted
that within a class there may be various goods. M. Jayaram
has drawn the attention of the Court to sub-rule (2) of Rule
26 of the Trade Mark Rules. He has submitted that Rule 26
envi sages that an application for registrationwuld be in
respect of only class of goods as nentioned in 4th Schedul e.
If a manufacturer or trader intends to get registration of a
nunber of goods which appertain to different classes a
nmentioned in Schedule 4, separate applications areto be
nmade relating to goods conming under each of the separate
cl asses. Sub-rule (2) of Rule 26 indicates that in the case
of application for registration in respect of goods i ncluded
ina class or of a large variety of goods in aclass, the
Registrar may refuse to accept an application unless he is
satisfied that the specification is justified by the use of
the mark which the applicant has nade or intends to nake if
and when it is registered. M. Jayaram has subnitted that
sub-Rule (2) of Rule 26 clearly i ndi cates that a
registration may be refused in respect of varieties of goods
whi ch may be conprised in a class. 'Manufactured tobacco™ is
a broad classification. If a trader or manufacturer gets
registration of a trade nark in respect of such a broad
classification nanely manufactured tobacco, then such trader
may claim exclusive right of the use of the trade mark in
respect of all the items falling wunder ' manufactured
tobacco’. M. Jayaram has submitted that for the aforesaid
reason, initially when appellant nmade an application for
registration of quiwamand zarda with the sanme brand nane
“charm nar", such application for registration nade by the
appel l ant coul d not be accepted by i ndi cating that
registration given to the Respondent Conpany covered vari ous
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itens under the genus. But when the appellant nade an
application for rectification of the entries in the
regi ster, such entries have been rectified by linmiting the
registration to specific product coming under the said broad
classification ’'manufactured tobacco’, nanely, cigarettes by
indicating reasons as to why such rectification would be
justified. M. Jayaram has submitted that for the purpose of
entertaining the application for registration and allotting
the appropriate slot to the article intended to be
regi stered, index of various articles has been made. Such
i ndex serves as an inportant guideline to indicate to which
class the article to be registered is to be classified.
Vari ous goods al phabetically classified in the i ndex ensures
rationality of approach in regi stering and renoves
arbitrariness. M. Jayaramhas, in this connection, referred
to a conpilation by ~Stephen P. Ladas "Patents Trade Marks
and Rel ated Rights - National and International Protection”-
Vol .. published by the Haryana University Press. M. Jayaram
has subnmi'tted that cigarettes being a specific and
identifiable article is dealt separately in the trade
channel and cigarette is specifically nentioned as a
di stinct cormodity of use inthe index in 1975. He has al so
submtted that from tobacco various articles can be
manuf act ured but such articles are used differently and have
separate identifications and are separately vendible e.g.
cigarette, snuff, quiwamand zarda. Al the said articles
have been manufactured from tabacco but each of the articles
is distinctly different and is differently used. Initially,
when the respondent Conpany got registration of the trade
mark "charm nar” not in_ respect of any specific article
under the genus, 'manufactured tobacco’ ,” the  Conmpany by
virtue of registration in a wide enjoyed the right of the
use of trade mark in respect of various goods com ng under
the said braod heading ’'manufactured  tobacco’. It has
however been demphstrated that ever  since 1942-43, the
respondent Conpany had manufactured only cigarettes and had
not intended to manufacture or (trade in other /distinct
articles comng under the broad heading ' nmanufactured
tobacco’. M. Jayaram has submitted that there ‘is no
guestion of passing off quiwam or zarda for cigarette being
manuf actured by the respondent Conpany even if ~the same
brand nanme "charm nar" is given to qui wamand zarda produced
by the appellant. Referring to Section 8 of the Trade Marks
Act, M. Jayaramhas subnmtted that it is permissibleto
regi ster any of the goods which may fall under a prescribed
class of goods. Hence, only cigarettes nmay be registered
under the broad classification ’manufactured tobacco’ by
specifically indicating that the registration relates to
cigarettes only falling under the broad classification. M.
Jayaram has submitted that as registration in respect of one
or some or the articles under the broad classification is
perm ssi bl e, there cannot be any difficulty in linmiting the
registration earlier given to the respondent Conmpany in
respect of a broad genus namely, ’'nmanufactured tobacco™ to
one of the species under the said genus, nanely, cigarettes.
M. Jayaram has submtted that for the purpose of
registration of trade mark, apart fromthe classification as
sepcified in the Schedule 4, no new classification can be
made. But a particular goods falling under a classification
in the schedule may be registered by indicating the broad
classification to which the articles in question falls. Such
registration will not mlitate against the provisions of
Section 8 of the Trade Marks Act.

M. Jayaram has submitted that the respondent Conpany
is certainly entitled to all the protection under the Trade
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Marks Act in respect of the articles dealt or intended to be
dealt by the Conpany nanely cigarettes. It has wused its
trade mark "“charminar" in respect of the goods manufactured
by it, nanely, cigarettes and the Conpany is also entitled
to prevent any other trader or manufacturer to use the brand
nane in respect of the said article i.e. cigarette. But it
will be not proper to allow himto enjoy nonopoly over |arge
varieties of goods which are distinct in their use and which
are clearly identifiable as separate products and also
separately vendi ble and marketed. Even when the respondent
Conpany is concerned only in one of such products, nanely,
cigarettes if the rectification of trade mark is not made
thereby permitting the other manufacturers and traders to
deal with other distinct products nmde of tobacco, the

respondent Conpany will be given an unnerited privil ege of
enj oyi ng nonopoly over all goods com ng under a broad cl ass
"manuf actured tobacco’. Such position is unjust and

i nequi table and al so not consistent with the Trade Marks Act
and the Rules.” M. Jayaram has, therefore, subnitted that in
the facts “of the case, rectification as nade by the
Assi stant Registrar of Trade Marks is rational and justified
and such rectification should be permtted.

After giving our careful consideration to the facts and
circunstances of the case and subm ssions made by the
| earned counsel for the parties, it appears to us that the
avowed object of the Trade Marks Act as ‘indicated in the
Statenment of Objects and Reasons is "to-enlarge the field of
registrability". In these apeals, the propriety and validity
of the order of rectification are only gernmane. It is not
necessary to address - on the questions relating to
infringement of trade nmark or passing off or defensive
regi stration because such questions do not arise for
decisions. There is no dispute that~ the respondent No.1
Conpany has been manufacturing cigarettes under the brand
nane "charm nar" since 1943.  In 1942 and 1955, the said
Conpany got registration of the said brand nane "charm nar”
for the goods being classified as nanufactured tobacco in
class 34 of 4th Schedule in the Rules framed under Trade
Marks Act. It is also not disputed that the  expression
“charm nar" is not an inventive word which is the condition
precedent for defensive registration under Section 47 of the
Trade Marks Act (Section 38 of the Trade Marks Act of 1940).
No evidence has been |led by the respondent Conpany that the
respondent Conpany had really intended or even now i ntends
to manufacture any other product of tobacco other~ than
cigarettes. It wll be appropriate to refer to Cass 34 of
Schedule 4 which is to the follow ng effect: -

"34 tobacco raw or manufactured, snokers’ articles
mat ches. "

Manuf actured tobacco is a broad genus covering |arge
variety of goods and articles. It has been rightly“indicated
by the appell ant that

a) tobacco may be consumed by

sonki ng and articles made of

tobacco which are consuned by

snoki ng conprise of ~cigarettes,

ci gars, cheroot, bi di s, pi pe
t obacco.

b) tobacco may be consumed by
chewi ng and ingestion and this

category includes quiwamwhich is
in the paste form and applied
usually as an ingredient to pan

zarda in the form of fine flakes
(usually aromatic) is applied to
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pan; gutka also in flakes which is

chewed sonetime wth the addition

of lime (chuna).

c) tobacco consuned by inhalation

In this category snuff which is in

powder form and taken in or inhaled

t hrough nose nmay be nenti oned.

There is no manner of doubt that the varieties of
articles made of tobacco are differently used and they have
their distinctive quality and separate identity. These
articles are also marketed as distinct articles of use in

different manner. |In the conmon trade channel such articles
are not only held different and distinct articles but are
nmar ket ed separately. |t does not require any inagination to

hold that snuff or quiwam are entirely distinct products and
even though the said products and the cigarettes, bidis,
cheroot are also made of tobacco and all such products may
cone under. the broad  classification manufactured tobacco,
each of the said products is always held as a distinct and
separate ‘article of use having its specific characteristics.
The respondent Conpany got- registration of its brand
name "charmninar" under the broad classification nanufactured
t obacco. So long such registration remains operative, the
respondent Conpany i's entitled to clai mexclusive use of the
said brand nane in respect of articles nade of tobacco
coming under the said broad classifiction manufactured
tobacco. Precisely for the said reason, when the appell ant
made application for registration of quiwam and zarda under
the same brand nane "charmnar", such prayer f or
regi stration was not allowed. The appellant, therefore, made
application for rectification of the registration nmade in
favour of the respondent Conpany so that ‘the said
registration is limted only in respect of the ‘articles
bei ng manufactured and marketed by the respondent Conpany,
nanely, cigarettes. In our view, if atrader or manufacturer
actually trades in or manufactures only one or sone of the
articles comng under a broad classification and such trader
or manufacturer has no bonafide intention to trade /in or
manuf acture other goods or articles which also fall under
the said broad classification, such trader or manufacturer
shoul d not be permitted to enjoy nonopoly in respect of al
the articles which may come under such broad classification
and by that process preclude the other traders or
manufacturers to get registration of separate and distinct
goods which may al so be grouped under t he br oad
classification. If same or sinmilar and covered by earlier
regi stration and
ii) trade mark claimed for such goods nust  be sanme or
deceptively simlar to the trade nark already registered. It
may be noted that under sub-section (3) of Section 12 of
Trade Act. in an appropriate case of honest concurrent use
and/or of other special circunstances, sane and deceptively
simlar trade marks may be permitted to another by the
Regi strar, subject to such conditions as may deem j ust and
proper to the Registrar. It is alsoto be noted that the
expression "goods" and "description of goods" appearing in
Section 12(1) of Trade Marks Act indicate that registration
may be made in respect of one or nore goods or of all goods
conforming a general description. The Trade Marks Act has
noted di stinction between description of goods formng a
genus and separate and distinctly identifiable goods under
the genus in various other Sections e.g. goods of sane
description in Section 46, Sections 12 and 34 and cl ass of
goods in Section 18, Rules 12 and 26 read with 4th Schedul e
to the Rules franed under the Act.
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The "class" nmentioned in the 4th Schedul e may subsune
or conprise a nunber of goods or articles which are
separetely identifiable and vendi bl e and which are not goods
of the sane description as commonly understood in trade or
in comon parl ance. Manufactured tobacco is a class
mentioned in Cass 34 of 4th Schedule of the Rules but
within the said class, there are nunber of distinctly
identifiable goods which are narketed separately and also
used differently. In our view, it is not only permissible
but it wll be only just and proper to register one or nore
articles under a class or genus if inreality registration
only in respect of such articles are intended, by
specifically nmentioning ‘the nanes of such articles and by
indicating the class under. which such article or articles
are to be conprised. It is, therefore, permissible to
regi ster only cigarette or some other specific products made
of manuactured tobacco as nentioned in Cass 34 of 4th
Schedul.e of the Rules. In our wview, the contention of M.
Vai dyanatha that in view of change in the |anguage of
Section 8 of Trade Marks Act as conmpared to Section 5 of
Trade Marks Act 1940, registration of trade mark is to be
made only in respect of class or genus and not in respect of
articles of different under the genus is based on incorrect
appreciation of Section 8 of the Trade Marks Act and 4th
Schedul e of the Rules.

Since such registration initially  had not been done,

the rectification of the registration by limting or
confining the registration of trade mark of the Respondent
Conpany to particular goods, nanely, cigarettes, in the

facts and circunstances of the case, cannot be held as
illegal or unjustified.

It has already been indicated that the controversy in
the instant appeals, is only confined to the propriety and
validity of the order of rectification of the registration
of trade mark made in favour of Respondent Conpany and it is
not necessary to address on the questions of infringement of
trade marks, passing off, defensive registration ‘etc. 1In
that view of the matter, various decisions cited at the bar
dealing with the likely prejudice to be suffered by a'trader
or manufacturer enjoying registration - of trade mark in the
event, simlar or deceptively sinmlar trade mark-is allowed
to other trader or manufacturer in respect of simlar goods
or goods marketed through comon trade channel need not be
taken into consideration for the disposal of these appeals.
As in the facts and circunmstances of- the case, the
rectification of the trade marks registered in favour of the
respondent Conpany since allowed by the Assistant Registrar
of Trade Marks was valid and also justified, such order in
our view, should not have been interfered with in appeal
We, therefore, allowthese appeals, set aside the inpugned
judgrments of the H gh Court and restore the “order of
rectification passed by the Assistant Registrar of | Trade
Mar ks, Madras. By way of abundant caution, it is expressly
made clear that we have not expressed any opinion on-the

claimof registration of the trade mark "charminar" in
favour of the appellant for quiwam and zarda being
manuf actured and traded by the appellant. |In the facts of

the case, there will however be no order as to costs.




